
M:\IRO\971061\Developing IP strategies 
for crystalline forms 1

M:M:\\IROIRO\\971061971061\\Developing IP strategies for crystalline formsDeveloping IP strategies for crystalline forms Isabelle Isabelle RometRomet –– VVééron & Associron & Associéés      s      11

Developing IP Strategies for crystalline formsDeveloping IP Strategies for crystalline forms December 5, 2005December 5, 2005

Key differences betweenKey differences between
US and European patent litigationUS and European patent litigation

Isabelle Romet
Véron & Associés53, avenue Maréchal Foch

F 69006 Lyon 
Tel.  + 33 (0) 4 72 69 39 39
Fax  + 33 (0) 4 72 69 39 49

E-mail: isabelle.romet@veron.com

6, square de l'Opéra Louis Jouvet
F 75009 Paris

Tel.  + 33 (0) 1 53 05 91 90
Fax  + 33 (0) 1 53 05 91 99

http:\\www.veron.com

M:M:\\IROIRO\\971061971061\\Developing IP strategies for crystalline formsDeveloping IP strategies for crystalline forms Isabelle Isabelle RometRomet –– VVééron & Associron & Associéés        s        22

StatisticsStatistics or or generalgeneral
tendanciestendancies
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1. 1. BeforeBefore litigationlitigation

No No requirementrequirement for opinions of for opinions of counselcounsel
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2. 2. PrePre--trial and trial and discoverydiscovery

DiscoveryDiscovery onlyonly in the UK, in the UK, atat a a limitedlimited
scalescale
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HoweverHowever, countries, , countries, suchsuch as France, as France, 
cooperatecooperate with US Courts for with US Courts for discoverydiscovery
operationsoperations conductedconducted for the for the needsneeds of of 
a US a US litigationlitigation..
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AttorneyAttorney--client client privilegeprivilege

RPR v. BMS RPR v. BMS judgementjudgement…… isis
The The difficultydifficulty is is definitivelydefinitively solvedsolved for for 
French patent attorneys, with the French patent attorneys, with the 
provisions provisions enactedenacted on on FebruaryFebruary 11, 11, 
2004.2004.
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5. Infringement 5. Infringement analysisanalysis

SimilarSimilar types of infringement types of infringement actsacts
throughthrough European countries,European countries,
SimilarSimilar stepssteps in the in the reasoningreasoning for for 
determiningdetermining infringementinfringement
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Equivalence in EuropeEquivalence in Europe

The The BroadestBroadest application in Franceapplication in France
The The narrowestnarrowest in Germanyin Germany
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DefendingDefending against infringementagainst infringement

DefensesDefenses absent in Europeabsent in Europe
–– InequitableInequitable conductconduct
–– LatchesLatches
–– Estoppel as Estoppel as suchsuch

VeryVery limitedlimited impact of incorrect impact of incorrect 
inventorshipinventorship
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RemediesRemedies

No triple damagesNo triple damages
In In somesome countries, countries, therethere is an option is an option 
for the for the infringerinfringer’’ss profit.profit.
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PreliminaryPreliminary injunctionsinjunctions

Tests Tests varyingvarying on a country per country on a country per country 
basisbasis
But But veryvery similarsimilar resultsresults in practice.in practice.
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BolarBolar versus versus experimentalexperimental
use exceptionuse exception
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