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Patents and trademarks
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Exhaustion of rights

A quest for a fair balance between

nn industrial property rights owners interestsindustrial property rights owners interests

andand

nn publicpublic interestsinterests
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Source of the problem

Distinction between

nn ownershipownership ofof the productthe product

nn ownershipownership ofof the industrial propertythe industrial property rightright
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Possible solutions

nn impliedimplied licencelicence

nn exhaustion ofexhaustion of rightsrights
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Three levels of exhaustion

nn NationalNational

nn RegionalRegional ((communitycommunity))

nn InternationalInternational
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Exhaustion in national context

nn Scope ofScope of thethe patentpatent
–– ProspekthalterProspekthalter case case -- BGH BGH -- 26 Sept. 199626 Sept. 1996
–– Patented research toolsPatented research tools
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Exhaustion in national context

nn Reparation vsReparation vs reconstructionreconstruction
–– SandvikSandvik v. EJ v. EJ -- FedFed.. CirCir. . -- AugAug.6, 1997.6, 1997
–– Hewlett PackardHewlett Packard v.v. RepeatRepeat--OO--Type Type -- FedFed.. CirCir. . 

-- AugAug.12, 1997.12, 1997
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Exhaustion in national context

nn Distribution agreementsDistribution agreements
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Regional (community) exhaustion 
Patents

nn Consent of patentConsent of patent ownerowner

nn CompulsoryCompulsory licencelicence
–– PharmonPharmon v.v. HoechstHoechst -- ECJ ECJ -- 19851985

nn LackLack of patent protection inof patent protection in exportingexporting StateState
–– MerckMerck v.v. PrimecrownPrimecrown -- ECJ ECJ -- 55 DecemberDecember 19961996
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Regional (Community) exhaustion
Trademarks

nn Article 7Article 7 TrademarkTrademark Directive Directive -- 2121
DecemberDecember 19981998

11 The tradeThe trade markmark shallshall notnot entitle the proprietorentitle the proprietor toto prohibit itsprohibit its use in use in 
relation torelation to goods whichgoods which have been put onhave been put on the marketthe market inin the the 
Community under that tradeCommunity under that trade mark bymark by the proprietorthe proprietor oror with hiswith his
consentconsent

2.2. ParagraphParagraph 11 shallshall notnot apply where there exist legitimate reasonsapply where there exist legitimate reasons
forfor the proprietorthe proprietor to opposeto oppose furtherfurther commercialisation ofcommercialisation of the the 
goodsgoods,, especially where theespecially where the condition ofcondition of the goods is changedthe goods is changed oror
impaired after theyimpaired after they have been put onhave been put on the marketthe market..
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Regional (Community) exhaustion
Trademarks

nn RepackagingRepackaging
–– BristolBristol--Myers SquibbMyers Squibb v.v. ParanovaParanova

ECJ ECJ -- 11 July 199611 July 1996
–– LoenderslootLoendersloot v.v. BallantineBallantine -- ECJ ECJ -- 11 Nov.199711 Nov.1997
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Regional (Community) exhaustion
Trademarks

nn AdvertisingAdvertising
–– Dior  v.Dior  v. EvoraEvora -- ECJ ECJ -- 44 NovemberNovember 19971997

nn Voluntary assignmentsVoluntary assignments
–– IdealIdeal Standard Standard -- ECJ ECJ -- 2222 JuneJune 19941994
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International exhaustion
Belgium

nn TrademarksTrademarks : international exhaustion ?: international exhaustion ?
–– SebagoSebago & Dubois v. GB& Dubois v. GB UnicUnic

BrusselsBrussels Court ofCourt of AppealAppeal -- 3030 AprilApril 19981998
referencereference to ECJto ECJ
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International exhaustion
France

nn Patents : no international exhaustionPatents : no international exhaustion
–– e.g. EI Dupont de Nemours v. BV Industriee.g. EI Dupont de Nemours v. BV Industrie

TGI Paris 5 March 1997 TGI Paris 5 March 1997 -- PIBD 1997. 635 III. PIBD 1997. 635 III. 
357357

nn TrademarksTrademarks : no international exhaustion: no international exhaustion
–– Carrefour v.Carrefour v. Ocean PacificOcean Pacific

Cour de Cassation Cour de Cassation -- 22 DecemberDecember 19971997
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International exhaustion
Germany

nn Trademarks Trademarks 
–– LevisLevis -- BGH BGH -- 1414 DecemberDecember 19951995
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International exhaustion
United Kingdom

nn PatentsPatents
–– SalesSales abroadabroad byby patenteepatentee : international : international 

exhaustionexhaustion
BettsBetts v.v. VilmotVilmot (1871) LR 6 ch. 239(1871) LR 6 ch. 239
DeltamethrinDeltamethrin,, HighHigh court, 9court, 9 OctoberOctober 19951995

–– SalesSales abroadabroad byby licenceelicencee : no international : no international 
exhaustionexhaustion
SA des Glaces v.SA des Glaces v. TilghmannTilghmann (1883) 25 Ch. (1883) 25 Ch. 
D.1, C.A.D.1, C.A.

–– RousselRoussel UclafUclaf v.v. HockleyHockley [1996] 14 R.P.C. 41[1996] 14 R.P.C. 41
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International exhaustion
Switzerland

nn TrademarksTrademarks : international exhaustion: international exhaustion
–– Chanel v. EPAChanel v. EPA

Tribunal FTribunal Fééddééral 23ral 23 OctoberOctober 19961996
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International exhaustion:
FTEA

nn TrademarksTrademarks
–– MagMag InstrumentInstrument IncInc. v.. v. California Trading California Trading 

Company NorwayCompany Norway
EFTA Court EFTA Court -- 33 DecemberDecember 19971997
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International exhaustion
European Union

nn TrademarksTrademarks
–– Silhouette International v.Silhouette International v.HartlauerHartlauer

ECJ ECJ --AG Jacobs opinion 28AG Jacobs opinion 28 JanuaryJanuary 19981998


