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Kay N. Kasper
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Kay N. Kasper, attorney since 2002, partner offttma since 2006, acts primarily in
patent litigation. A special focus is placed on tleerdination of proceedings abroad as
well as on preparatory strategic consulting of smefiti-national conflicts. Furthermore,
he intensively advises clients in arbitration pexiags and license issues related to
technical intellectual property rights and desigatepts. Kay Kasper has gained
considerable experience in areas such as telecoioations, information technology
and medical devices as well as the fields of meckamutomotive and coating and

packaging technologies. Litigating standard-esakpétents is one the areas in which he
gained specific experience.
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Rechtsanwalte
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Dr. Martin Kohler oo
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Dr. Martin Kbhler

Martin Kohler is a partner of IP litigation firm RBANN OSTERRIETH KOHLER HAFT with
offices in Dusseldorf and Mannheim. He is speo@lim patent litigation as well as trademark and
design rights enforcement and unfair competitidigdiion. Martin Kohler’s clients comprise
European, US and Asian companies across all teahaieas such electronics (telecommunication,
LED, RFID, electronic equipment), mechanics, cheamiéindustry, automotive technology,
pharmaceuticals and medical devices (cardiovasdebdces, implants).
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Toward a new European Patent System:
-GBS R TLICAIITT

Background

to the European Patent with Unitary effect
and to the Unified Patent Court

BX B — R R UB— R RO E R

June 2013 e

Pierre Veron

Honorary President

EPLAW

(European Patent Lawyers Association)

EI—)L ~pov
MM EL S BERE
VERON V/.\
& ASSOCIES

B © c A TAS
Paris = Lyon

Su m ma ry g E‘ The new European Patent System

B Two major events in the European patent system
RRMNAFEF S AT LICEET 5 2 DOKRELHES
B Why a new system in Europe?
AT BRI (2 FT =78 S R T LS 2
B What reform for the patent system in Europe?
BRMNEFEF S AT LIZED & S HHREMN?

B Patents: the new system will not replace the current
one, it will come in addition

FEEF - WATOEBESMA TIHE <. B0

B Litigation: the new system will replace gradually the
current one




The new European Patent System

Two major events in Europe

FRNIZE TS 2 DDKRELGHESE

/4

B 17 December 2012 2012%12H17H
Creation of unitary patent protection H—4{55EHDAEIE
EC Regulation 1257/2012 EC#RH|1257/2012

http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=0J1:1:2012:361:0001:0008:EN:PDF

Regulation 1260/2012 (translation arrangements)
http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=0J:1:2012:361:0089:0092:EN:PDF

B 19 February 2013 2013%£2H19H
Agreement on Unified Patent Court #H—HEFHHFM~ADEE

http://reqgister.consilium.europa.eu/pdf/en/12/st16/st16351.en12.pdf

VERON V/.
&ASSOCIES 3

What refo rm for The new European Patent System

the patent system in Europe?
BRSO R TLICED &K S EREN?

The reform includes SM&EIZ(E, UTHAEENS

M The creation of a unitary patent protection
through a European Patent with Unitary

effect
BRMNFFEFICE—DANERT- O LICKDE—
DYFHFREDEIE

B The creation of a Unified Patent Court

 BBERNFORR


http://eur/
http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2012:361:0001:0008:EN:PDF
http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2012:361:0001:0008:EN:PDF
http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2012:361:0001:0008:EN:PDF
http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2012:361:0001:0008:EN:PDF
http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2012:361:0001:0008:EN:PDF
http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=OJ:L:2012:361:0089:0092:EN:PDF
http://register.consilium.europa.eu/pdf/en/12/st16/st16351.en12.pdf

The new European Patent System

Why a new patent system in Europe?
IR [~ = R T L2

A new system was needed to cure the defects
of the current patent system in Europe

RAEDKRMBFHF AT LORMEIEIET 5=OIZH =%
HENMBETHOI=

B Lack of real unitary patent protection
AEDERTE—DRFHFREN L

W Jurisdiction given to national courts in
parallel proceedings

o VT L CEREDOHRHFRICEENH - 1=

& ASSOCIES

Lack of real unitary patent protectiQn: ..c. ratent system
the current European Patent is a "bundle”
patent, not a unitary patent
FEOERTOHE—ORHHRENLTL : BEOBMIFHTFILE—H
FTREL., BHFEOIERITHS
B The European Patent Office provides a single
patent grant procedure, but does not grant a
single patent as far as enforcement is concerned

EPOIC &K S HFEF (I EDFMMEXE—THAHH ., HERTREICDOVTIE
H—0RFFTIEZL

B The so-called European Patents are not European
Union patents or even Europe-wide patents:
instead they are a “bundle” of national patents.

Wb 2 RS S, EUDSETIE <. MLtk
o DEETHEL,  REEHO R ISBEEL,

& ASSOCIES



http://openclipart.org/detail/7591/sheaf-by-johnny_automatic

The current European Patent “bundle Eatent" :
once granted by EPO it becomes a'S&HEE G Svetem
“national patents”
BErDIR] & L TOREDERMYFEF : —BEPOITL ST
— EAMFEShdE BERRFFORS LS,

1973 GRANT ‘ VALIDITY & INFRINGEMENT ~ B#EELEBRE ‘
1) 431
RIS FRANCE GERMANY UNITED KINGDOM

Tt

NI ]:E Reteral B=5 e S N BER
2 =
4 Y= g
&
&,
Board of Appeal ’Tappel' by ‘ Oberlandesgericht l ‘ Court of Appeal
EHIER y | I\ =5 2 - =
N & 5
— TR ik 4
E ition Di
e ) | | (e | e )| |
HED iz leidily : “.L’
Bt BE
VERON V/.\
& ASSOCIES

The new European Patent System

Jurisdiction for validity and infringement

FIELBREICEHYTSER

Jurisdiction for validity and infringement given to
national courts in parallel proceedings causes:

B EEREICET AEEFT L CERERHFAICH =18,
LT OREENH 1=,

B Forum shopping strategies (choose the best
court where to bring your case)

TA—J L avEVY GRAREICRBEICEFIRRZESN)
®m Conflicting decisions (courts of various

countries issue opposite rulings on the “same”
patent)

viron VA FIEY HFIR (R QERFIFTA TR —1 DRFEFISEDHIR)

-10 -



The new European Patent System

Patent litigation in Europe: figures

 ERMISE T D FFETERRD - BREAEEK

Number of new patent
cases per year (rough
estimate) in countries
with > 50 cases/year

FR504LUEHDIETD
FROHZHH BFR)

Source: Harhoff
http://ec.europa.eu/internal market/indprop/docs
/patent/studies/litigation_system_en.pdf

VERON V/.

The new European Patent System

Forum shopping in the current system:
points to consider
_ BEOKIEICETSI7+r—5 L avEVYT &RV b
B Patentee or potential defendant?
HEFEE O BTEMEE D
B Place of business of the other party?

HFADEXEMOATEM
B Place of manufacture or marketing? HEIRFTEDIGAT

B Main markets for the products? XZR&EZDELTIS

B Size of companies? =t DOFIR

VERON V/\
&ASSOCIES 10

-11 -


http://ec.europa.eu/internal_market/indprop/docs/patent/studies/litigation_system_en.pdf
http://ec.europa.eu/internal_market/indprop/docs/patent/studies/litigation_system_en.pdf

The new European Patent System

Conflicting judgments: FET 34k
an example patent case ®#¥EHOEH

Document Security Systems Inc.
v
European Central Bank

VERON V/o\ 2
&ASSOCIES 11

The new European Patent System
- r
The moire effect
European Central Bank v Document Security Systems Incorporated [2008] EWCA Civ 192 (19 March 2008)
VERON V/o\
&ASSOCIES 12

-12 -


http://www.bailii.org/ew/cases/EWCA/Civ/2008/192.html
http://www.bailii.org/ew/cases/EWCA/Civ/2008/192.html
http://www.bailii.org/ew/cases/EWCA/Civ/2008/192.html
http://www.bailii.org/ew/cases/EWCA/Civ/2008/192.html
http://www.bailii.org/ew/cases/EWCA/Civ/2008/192.html

The new European Patent System

Conflicting judgments %Eﬂ'é#ﬂﬁ&

Document Security Systems / s Tal
___ Banque centrale européenne (security) 4

B United Kingdom : patent invalid %1 X : &3
High Court 26 March 2007 EWCA 19 March 2008
B Germany : patent valid 1stinstance K4 : 1
E=p)]
Bundespatentgericht 27 mars 2007
patent invalid appeal 2®ZEE%
Bundesgerichtshof 8 July 2010

B France : patent invalid 235 >Xx : &%
Tribunal de grande instance de Paris, 9 janvier 2008
B The Netherlands: patent valid 1stinstance
VE L 1BEY
Rechtbank La Haye 12 mars 2008
patent invalid appeal 2 E&»)
Bundesgerichtshof 21 December 2010

u Spain : patent valid xR+ > : &%

1005¢52

VERON V/
&ASSOC \VE§ 13
The new European Patent System
Document Security System v European Central Bank
Outcome of the proceedings EFRIADHER
[ ] Py
Patent held invalid '3
FEEFED)
(1st instance & appeal) (
18&2%)
Patent held
invalid(appeal) ##®% (28)
Patent held valid ##a%
VERON V/
&ASSOC\ES 14

- 13-



The new European Patent System

Conflicting judgments FET 34k E

__Novartis / Johnson & Johnson (contact lenses)

B The Netherlands : patent valid and infringed #35>% :
B ORE
11 February 2009 Rechtbank The Hague
B France : patent valid and infringed 235>z : #3po8%
25 March 2009 Tribunal de grrande instance Paris affirmerd by court of appeal
B United Kingdom : patent invalid for insufficient
description (but meeting novelty and inventive step
requirements) 4 ¥R : EEFEICE ZEH FHREESHEITHY)
High Court 10 July 2009
B Germany : patent invalid for lack of novelty (but
meeting description requirement) r« v : HEMRIMIZ LB E
B (RBEHEFEET)
: . /7 Bundespatentgericht 10 décembre 2009
VERON V/\
&ASVSQC\E§ 15

VERON

The new European Patent System

Conflicting judgments FE¥ 34k

Novartis / Johnson & Johnson (contact lenses)

]

Patent held invalid %)
novel but insufficient description
FIRMEE B DA EE A

i

Patent held invalid %)
sufficient description but not novel
REEHEFER-THIFRESRL

]

Patent held valid
and infringed HHHOEE

&ASSOCIES

-14 -



The new European Patent System

The 1975 Community Patent Convention

will never come into force 197540 R {&%F
. EAEWMIERILAEh o T

National Supreme Cou

1975 =xeanum

National Court of Appeal

E R AT

I National Court of First Instal

Appeal

COPAC
(validity and infringement)

COPAC (F®hiE. BF)

Appeal

ERE 1 ERHIET

veroN VA
&ASSOCIES

17

The new European Patent System

The Agreement on the Unified Patent Court
is expected to enter into force in 2014

M—IFRHIFRICR T 28 E(T2014I2EMHT H E
BfFShTWLS

RO FRIER
| Court of Appeal
BRI B LA HIRR
D *) (EC))
@ iR (FR |50
EikE) £ B
- FEEOFRHER
Registry RO B HHR
Local division I Local division I Central division I | Regional division . | Regional division .
2 0 1 4 75 ED #h5ER e biuhcd:i Hhigt AR
veron VA
&ASSOCIES

.......

18
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The new European Patent System

The new system will not replace

the current system o xFLRBRTY
T RTLEEFEERZILGL
B Protection:{f: :
national patents, classical European Patents (bundle) and the
new European Patents with Unitary Effect will coexist E R4,
TERDERMEFEE (HHFOR) . F-GEME— AN KEFT S
m Litigation: EFEA :
» National patents will remain litigated before national courts
ERFFIRERE S Y EERFIFTTHRA

» Classical European Patents (bundle) will be litigated before
national courts or before the Unified Patent Court during a
transitional period of 7 years #EDOEMEFES GFFOR) I$7FE0D
BATHE P XRERHIFAE—RHFHFRHIFTO LT THER

» European Patents with Unitary effects will be litigated solely
during the Unified Patent Court Fujl 3 —HEFIEH—4Fer & HIAT D

VERON V. HERA
& ASSOCIES 19

The new European Patent System

Patents: the new system will come in
addition to the current one
— B FURTARBRITUVRTLADEM

®m National patents (DE, UK, FR, etc.) are
here to stay
E N4 (DE,UK,FRA E) [L#ke

m Classical European Patents (bundle) are
here to stay
PEEDERMFFEF (FFEFDR) (LHkHE

®m European Patent with Unitary Effect is an

additional option
oy BRON B — R ASE AN ODSRIRAR I

20

- 16 -



The new European Patent System

Litigation: the new system wiill
replace gradually the current one
— B HURTLRBATVATLERRICER

® National patents will remain litigated before
national courts ERHHFESIEHEERNEHFT

B Classical European Patents (bundle patents)
will be litigated before national courts or
before the Unified Patent Court during a
transitional period of 7 years #EDBRMEEF (4FF
DOR) [T 7 EOBTHEPIEERNR A FE—AFFRHFOL
ThhTHA

B European Patents with Unitary effects will be
litigated solely during the Unified Patent Court

veron Vo BRI BE — 4R IS — 1 EF BLHIFT T D A ERER

& ASSOCIES 21

The new European Patent System

Territorial scope: thHE &
difference between EU and EPO
EULEPOMELY

VERON

22

-17 -



The new European Patent System

Territorial scope: hE &I
differences inside EU EURT®O:EL

NON UP
(EPO + EU)

{EPO

i (NON EU)

PL E E E
UP NON UPC
IT E E E
UPC NON UP

(Five different Europes: EU, EPO, UP, UPC)
ol (5 DMERAHERM : EU. EPO. UP, UPC) .

Pierre Véron ExI—)L-RQOY Thank you

HYRES TETNFE
L=

Vi
1, rue Volney
75002 Paris P
Tel. +33 (0)1 47 03 62 62

Fax +33(0)1 47 03 62 69 &ASSOCIES
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69006 Lyon ARRVERCO G B L~
Tel. +33 (0)4 72 69 39 39

Fax +33 (0)4 72 69 39 49
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Rechtsanwalte

REIMANN
OSTERRIETH

ROKH | P
The System of the Unified Patent
Court

4 EEHHIFT DU AT L

Kay N. Kasper #1414 N AR/I—
Dr. Martin Kohler =—57+4> a95—##+

P RANKED TOP RANKED
TS Y (am
2012 ~
ROKH | P I —

Scope of application
W& PR ER B

A Unified Patent Court for the settlement of disputes
relating to European patents and European patents with
unitary effect will be established, Art. 1 UPC Agreement

TR — R ECHIAT (& BRINHFEF (EP) RUERIN B — 4555 1CBEE S i DEFR D 1=

‘:EJ'I-

HIZREINDED THA(UPCIHELS)
— Jurisdiction for EE[ZDLNVT
— European patents and ERM4%EF (EP)
— European patents with unitary effect B/t B —4%5F

— Not for national patents, exception: SPCs &E®
FrEFIEEEDEHE S (BL. SPCIZIE &R .ASY)

ROKH IP. www.rokh-ip.com >

-19-
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The Court #H|FR

(1) The Court of First Instance comprises (Art. 7) $—EB&HHIFFDOER (B E
&)
- The central division ~— H&REp
— Which shall have its seat in Paris with sections in London (for
chemistry, pharmaceutical and human necessities matters) and
Munich (for mechanical engineering matters) /SJZAEELT, OV
Fr (b2 BEERULER) . RUZaAY (BB IE) ITXEBEFEL,
- local divisions #h A &p
— Which shall be set up in contracting states, 1% EfE#EE R E
— up to 4 local divisions possible depending on number of cases
handled in a Member State ERYRL\DEFFAERIZHEL . B iR E FEfE E
CEICERAERTE TR EAIRE
- regional divisions hisi&p

(2) The Court of appeal (Art. 9) shall have its seat in Luxemburg $25F&k IR

WOt T IVTIZERE (REISF)
www.rokh-ip.com 3

Composition of the panels

SFNE DB

— First Instance £ —ZT & HIAT
— central division (3 judges) HRE(FHFIE3IRA)

- 2 legally qualified judges who are nationals of different
Contracting Member States and 1 technically qualified judge

B2 IR EREE2HENSHHEERZTE TS
Z.RUVIBIZEREBOXRKHE

E4

ROKH IP. www.rokh-ip.com 4

-20-



Composition of the panels
FFADIER

- local division (3 judges) HAER (FHHIE34)

— 2 legally qualified judges of the hosting State + 1 legally qualified
judge from the pool of judges 2% [EFF7EHL. 1R IEZDMMD, LNT
NLBHEEBRERIDE

— Any local division where during the period of three successive years
prior or after entry into force less than 50 cases have been
commenced: 1 legally qualified judge from the hosting State + 2
qualified judges from pool of judges UPCZE MR Z 1= (X E M4 3E R
EHEL TIRERH B0 (R T-IR LM A 88 1R Z R e, 28 % 2D
ftams, WIThLERHEERER T HE

— regional division (3 judges) HhigiER (FFIE3HA)

— 2 legally qualified judges chosen from a regional list of judges who

shall be nationals of the Contracting Member States concerned + 1

legally qualified judge from the pool of judges 2% (& &% TR

P YTEN-BEMBEE LS OEFIEDHNS, 1ZEZDMM S, L

. THERFIEEREEITHE
ROKH IP

www.rokh-ip.com

E4

5

Composition of the panels

SFNE DB

— Upon request by one of the parties or the regional

respectively local division: additional technically qualified
judge may be allocated (Art. 8 (5))

LBEAD—AOLI LG EHEBETDKRDOHHEHE
[ZIE, BAMTHIEZEMLES (B EBSLIRE)

— Parties may agree to have their case heard by a single
legally qualified judge (Art. 8 (7))

WEEEHEDEEHDGEEIC l;t 12 DERDHHEFIE D
HTEEIHIELHED (HESKTIER)

ROKH IP. www.rokh-ip.com 6

-21-
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Composition of the panels

SFNE DB

— Court of Appeal (5 judges)
HEERECFIRR (RFIESS)
— Multinational composition % E DRk
— 3 legally qualified judges who are nationals of
different Contracting Member States + 2 technically

qualified judges with qualifications and experience in
the field of technology concerned.

BZIIHEMBENOEFIEERIT 2. 28 (LB
MAFOFURVERZR T IERESOHYE

ROKH IP. www.rokh-ip.com 7

Language of proceedings

1§% = I:I|:|

Court of First Instance  (Art 49) E—BHHIFRT (HE4L95)
before any local or regional division: #h7A&pE - (S Hhis &

—the official language of the Contracting Member State hosting the
relevant division or HEZFEFIFTFAIEMD B EFHFREDOLAXZE F-E
-the if

— Parties agree + approval by the panel or

— Panel decides + agreement of the parties

- MBBHFOEAENOEHFOKRE F=1X

- BYFFORERVALEEORE

HAEEIE, HEZEHDEE
*before the central division: the

FPREIICHLNTIE.

ROKH IP. www.rokh-ip.com 8
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Language of proceedings
ERHERE

Court of Appeal (Art. 50) #ZEERFLHIFT (HES0%)
slanguage of proceedings before the Court of First Instance
E—BHHAOFHETERASN-EFHE

or Fr=l&

slanguage in which the patent was granted if Parties agree
LEENESELLGEE. FTDEE

in exceptional cases: another official language of

Contracting Member State if Court of Appeal decides and
agreement by the parties

BIoh  FERFFIFTNRELASZENERELGR L, T 0
EMEE OO AN SEE

www.rokh-ip.com 9

ROKH IP.

Jurisdiction
=g

The most important actions (Art. 32) &HEELER

Z (HHE325)

—actions for infringements (lit. a) BFNEFZ (E1%Fa)

—actions for declarations of non-infringement  (lit. b) JEBEDEEFK

H5HEFA (FSED)

—actions for provisional and protective measures  and injunctions (lit. c)
SN OREMNGHRERUVELE (F%c)

—actions for revocation of patents (lit. d) 4 EMDHRZ (FSd)

—counterclaims for revocation of (lit. €) $#FEMDRF (F%e)

—actions for damages or compensation (lit. f) IEEREDFZ (RSEF)

ROKH IP. www.rokh-ip.com 10
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Applicable Law?
LA

Art. 5 Regulation => Art. 7 Regulation: law of the State
where FREISE=> A7 UTDIEEHZEDERE
sapplicant has his residence or or
a place of business (filing date) HHEEA D F{Eih. .
FIEEEFOEFRIHSHE (HFERARR)

default solution for non- European patentees: German law
(EPO headquarters) EUMBELUSDEHFBEADZEIE. F11Y
% (EPORERFRTEM) ZBEE DEME LT D

eincluding Art. 25-30 Agreement (rights conferred by the
patent) as part of national law 17 25-305 (4FEFICE O

HEEDHD) ZERNED—HELTEA

ROKH IP. www.rokh-ip.com 1

Which forum?
S s|s L]
B
— In cases dealing with infringement, provisional and protective
measures and injunctions, actions for damages or co mpensation
(Art 33): RE . RORUVEEMLGIRERUVEL, BEREOHFADSSE
(BE33FK) :

- local or regional division where the actual or threatened infringement
has occurred / may occur or the respective local or regional division
where the defendant has it's residence or principal place of business

REDEENBEEICREFTLIEITDOBRNLHDIGA. FIFXWEDE
FTET-IEEERATE D Hh A BB E 1= (S Hhigi &R

- In case the defendant has no residence or seat in one of the
contracting Member States, actions shall be brought before the local
or regional division where the actual or threatened infringement has
occurred or before the central division # &M EMEEIIERTES
LGWMERICIE. REDEENBREICRLEFT - EITOBRNIH S5

T R E = (&R, LT REFTIREFLSD

ROKH IP. www.rokh-ip.com 12
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Which forum?
S ss ]
B
— If infringement has occurred in the territories of three or more
regional divisions, the regional division concerned shall at the
request of the defendant refer the case to the central division
RESFEMNEAMLULOMIEERICEZ LT OB TRELZSIC
(F. BT MBI, BHEDKRDIZHREL, PREBIZFEE A HE
— In case of a pending infringement action, regional and local divisions
are also competent for a counterclaim for revocation and for actions
for declaration of non-infringement BEHPDREEHOKRFELTD
BUWFITEREEEDFAIL. AR UHIHERICHIRERATEE
— Otherwise Actions for declaration of non-infringement and
actions for revocations of patents  shall be brought before the
central division LEEDZEZHRE. FHIERETEEFITEIDGR
AR RERICHRAD
— Parties may agree to bring actions before the division of their choice,
.including the central division HEBEDAEITLY, PREEEHT-
GICHR L VS A D B FI P CH IR SR AT p-com 18

Bifurcation’>
CEEMDFE

In case a counterclaim for revocation is brought before the Court of
infringement there are three options (Art. 33 (3)):
REDRAZREL-HHFRIC. REFRELTEYDFANGSNT-IHE ., &
EDFAEZELEHIFTIE, TE3DDERKRZLEYSS (HEIIFKIE)
a)The Court of infringement can proceed with both the infringement
action and with the counterclaim for revocation RERUVENDMEEFA
O TEE,

b)The Court of infringement can refer the counterclaim for decision to
the central division and suspend or proceed with the infringement
proceedings; or FREICEMDIFAZHEL-LT. REDHFADEE
FETERIFEL, FI&

c)The Court of infringement can - with agreement of the parties - refer
the case for decision to the central division. HEZEDRENHNIX, F
AP RER T

www.rokh-ip.com 14
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First Instance Proceedings
E—BDOIRLRFE

— Written procedure (rule 12 et seq.) {EHE®E GRAI125UT)
— Statement of claim, statement of defense (3 months later), reply (2
months later), rejoinder (1 month later) => 8-9 months iFik. ZFHFE(3h
AR .REORFCHAR) . HEDRK(AHAKR)=>8—945A
— Interim procedure (rule 101 et seq.) FREIF# (FRAI101EKLLT)
— Aims at settlement of the dispute / preparation of oral procedure =>
durations: 3 months Ff#13:%. F-IXOBEBEDEFDT=H=>3~ A
— Oral procedure (rule 111 et seq.) HEEZEIE GRAIL11ELT)
— Decision on the merits within six weeks after the closure of oral hearing
AEEEEREE®RES A LINICKEHIR
— Procedure for the award of damages (rule 125 et seq.) EZEEE®D
AATE (FRAN125%LLF)
— Shall be lodged no later than 1 year after the decision on the merits 4
EHRBIFLADIRFHADE
.Procedures for cost orders (rule 150 et seq.) SREAEFADRTEIZTHD
ICHE 7, = 455 (4R EI150% LI F) T "

Appeal Proceedings
ZERBDERLFHe

— A statement of appeal shall be lodged by the applicant within two months
after service of the final decision of the Court of First Instance (Rule 220)
EERAIL, B—BHIRDZER2y AURNITIERIRZRE (FRAI2205%)

— The appeal against a decision or an order of the Court of First Instance may
be based on points of law and matters of fact (Art. 73 (3)) ZEERUEE
EFoERVTIL, E—BHRFLERFICHTIERERLLGYED RTE
73%)

— An appeal shall not have suspensive effect unless the Court of Appeal
decides otherwise at the motivated request of one of the parties (Art. 74 (1))
FE—BIRON AL, FEROREICL>THIFO NI LFHENBL, —FHH
EEHORDICISCTHEREHIFTNZED -G TR TH S (B ET4FIE)

— The Court of Appeal shall revoke the decision of the Court of First Instance
and give a final decision. It may refer the case back to the Court of First
Instance for decision in exceptional cases and in accordance with the Rules
of Procedure (Art. 75) ¥EEREFFHIFTIE. E—FBOHIREHEL - L THREHIET
ETI . BISELT, FRBRAUIZUHEN, F—BICELRIHELHD HETSF) .

www.rokh-ip.com 16
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Power of the Court

&I FT DHERR

— Court experts, Art. 57 ZFHFIFTDT=HDEFIR DEE (17
ES75)

— Order to produce evidence, Art. 59 FEHURH &S (B E
595%)

— Measures to secure evidence and inspect premises, Art.
60 FIHRERUVIIAKRERE (BE60E)

— Freezing orders, Art. 61 ZEF#EHS (HE61E)

— Provisional and protective measures, Art. 62 EEHHD
REWEE (BHE62%)

— Permanent injunctions (... may grant...“), Art. 63 &5

M§ﬂ:(' Z LA EN KD - -) (HTEB3SF)

www.rokh-ip.com 17

Enforcement of judgements
FIRODEAT

— The decisions and orders of the Court shall be directly enforceable in
accordance with the enforcement procedures and conditions governed by
the law of the particular Contracting Member States where enforcement
takes place (Art. 82 (3), Rule 354 (1)) ZFHFIFTORERUVGSIL, BHMITE
£ d St EHEEDPBITEICHL ., EEDOMITHERT 5 (FHE825K31E,
FAI354%118)

- Enforcement in non-Contracting Member States shall take place in
accordance with the Regulation (EU) No. 1215/2012 or the Lugano
Convention (Rule 354 (2)) tHEMIEE LN OETHREIBITT HHE(E. EU
FAN1215/2012F = [FIVH /B FEH D ECHIZHES (FRAIZ545218)

- Enforcement in States which are not Contracting Member States or member
states of the Regulation or Convention referred to in para. 2 shall take place
in accordance with the law of that state (Rule 354 (3)) AIFEFE1=IXEUR A
FEFILA/BRHONT N OFENE TEEVEICES T HBEIFATICONTIE,
LREOEREDREICHES (FRAI3545)

ROKH IP. www.rokh-ip.com 18
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Rechtsanwalte

REIMANN
OSTERRIETH
KOHLER

ROKH | P

Thank you for your attention!

3

a

Kay N. Kasper Dr. Martin Kdhler, D.E.S.S.
Kay.Kasper@rokh-ip.com Martin.Kéhler@rokh-ip.com

REIMANN OSTERRIETH KOHLER HAFT
Rechtsanwalte
Partnerschaftsgesellschaft

Steinstralle 20 Tel. +49 (0)211 550 22 0
40212Dusseldorf Fax +49 (0)211 550 22 550
www.rokh-ip.com
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The Unified Patent Court in
practice

H— S RFIFR D EE
Alex Wilson 7Lw9X w«ILY>

[20] June 2013

Poyell ©

The UPC in practice
R FIFT (UPC)DEF

= Strategies for Patentees
Y EFHEE AT D ELRE

= Strategies for Launching products in Europe
BRON(Zd 11 D3 B & A ST RS

= Case study
r—ARRBTA

Poyell ©
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Strategy for Patentees — Existing European

patents (EPS)
FEEFHEE M) 1 D BB — BT D BRI 455 (EP)
= Should I opt out my current EPs from the UPC?
B DEPICDEUPCADFIEMET T REN?
= Advantages of the UPC UPC®OF| =

- Injunction across all UPC states UPC& I THZE L5
- Cheaper than multiple national proceedings #E#ECTERIIZF#HKEE
S E(CHEL TR
- Possible procedural advantages compared to some existing national
procedures - rules likely to be a combination of existing national
procedures with modifications: BEEfFDERNFHLLEL ., FHLDF
RULHYRL-BFOEERDFHREEED LHFFETRIRAT SAIEEMEX
> Documentary disclosure Z 50D EHLE R F
> Seizure of evidence FF#LEIRZ FH:
> Witness questioning  EEA 2R

Poyell ©

Strategy for Patentees — Existing European patents

(EPs)

YEFHEE M (T D ELRE — BXE D BN 555 (EP)

= Should I opt out my current EPs from the UPC?
EBTFEDEPIZDEUPCADASIMERIRTREN?

= Disadvantages of the UPC UPCD R &=

- Risk of central revocation of all EPs (e.g. on day 1) — although
advance opt out may be available FR—IETEEPHEESN
e (FRHBLRE) - FRIOARSIMES M EI6E

- Ini}iial legal/procedural uncertainty SEHE L #1D LM - TR HE
%,‘

- Complexity of multiple forums - possible different approaches of
regional/local divisions #EHDEFIFTMFOEMMSE - HhigiE/
A EREICEB N RS AR

= Subject to level of opt out fees (to be set), likely to be prudent to opt
out current EPs from the UPC ~ FAZMESZT2ER (SRIRED

H
FE)ICEOTIE. BFEDEPOUPCANFASIMEENBEHRZAS,

il

Poyell ©
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Strategy for Patentees — Future EPs
FEFEERITOEE - S&OEP

= Should | stop applying for EPs and apply for nation al patents?
EPHﬂLﬁE’é’(D&) ERHFEICYBZSNEN?
No immediate concern IREF R TONEIEITE

- Possible to opt out EPs from the UPC that are applied for within 7
year transitional period B {TEAM7EDMICHFEDEPIL, UPCATR
SMDEEZEITLVF

- Opt out lasts for life of the EP EPDANEAR . FS D %h R

- Even after ‘opted out’, EPs can be ‘opted in’ eg if a UPC state-wide
injunction is required FAZMEE#%%.EPDOSMES mI#E (4l
UPC@%@’G@%E%EE?‘%}%A)

- Level of opt out fees will be an important consideration ~&MEE
DERDENEELGERERLLGD

Poyell ©

Strategy for Patentees — Unitary patents

YFEFER M ITOEES - B—%5F (UP)
= Should | apply for unitary patents once the UPC is in effect?
UPCOE®RIL, B—15EFEHET ~EN?
= UPs may only be litigated in the UPC UPIZUPCODH TESZEMNHED
- UPC has both advantages and disadvantages UPCIZ&%X&EHY
= Patentee cannot let UP lapse in an individual UPC state — ‘all or
nothlng apu@roach FEFHEE (L. UPCOYTE D s D) A& THEFIZ R3S
[XH KAy, - ‘all or nothing’
= Level of UP renewal fees has not been set UPD4FeF#iF £ %8318
R TIERE
= UP will not cover all of the EU UPIXEUZLE AW R EL DT TIHAL
- UPC area will expand as the UPC Agreement is ratified by national
ggﬂl%rv\e?ts UPCO%EEIIX. UPCIHEN R EZES THASN RE
- Uncertainty as to future local/regional divisions h 75 &f/Hth g &8 (L 4%
FESEDDNFHETE

ey
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Strategy for Patentees — Unitary patents

FEFEE M (T DR - BE—HF (UP)
= Should | apply for unitary patents once the UPC is in effect? UPC M*E
Hatk(x, BRI <Eh 7
= The national law applicable to a UP as an object of property will be
determined by the nationality of the applicant UPZX%&EL T, EDERNE
FEATAINENE. UPOBFHBADEEICLS,
- Important to consider which EU subsidiary should be named as
applicant. Possibly create one? EUNDE DIRMEAFHFEAETEHD
SEEE, -ICERILTHEEHYSIDM?
- If no EU applicant, German law applies HEEAMNEUENDIGEE. K1Y
EMNERAINS
- Position with joint applicants. First or second? *FEHEADIEE. F—
HEALETEMN?2EZMN?
= Unclear whether nationality of the applicant will also affect applicable law of
i/_ril_f{[]%n'g'ement HEADEENBREFDDEDENEICZET INEIIE.
METE o
- e.g. research use exemption — wide difference in approach across
Europe HAED=HD4FHERE — EURETREELD

PN

Strategy for Patentees — Unitary patents —

Litigation  #FaFHEE [T D EES-UP—FREL
= Local and Regional Divisions will be influenced by current practice in those
jurisdictions
AR U HIEER L, HERAEHRORITOEBICEEEZITEH5255
- Especially in the more active jurisdictions ie DE, UK, NL FR (panel= 2 local
judges 1 pool judge) 4FIZ. SRELAVER LG EEMTHS. . ZE. . 1A (HX
EEMH G224 . il 514 D348 TEHAAZHERD)
> Expected to affect the interpretation of the rules F#i#R 8 D AERIZF
EHY15%.e9
= Preliminary injunction threshold {R4L4% 525 D EA{E
= Bifurcation EMELIVEREFHD S B
= Evidence (discovery, witnesses, seizure of evidence) EE#L (FE#L
B, GEA . GERLERZ)
= Note - infringement proceedings against infringers based outside UPC states
may also be brought in the Central Division

SEE-UPCEUSN T E DB ITH T HBERAIL, UPCHRETHIRETEE

P&Nl 1@

crt
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Strategy for Patentees — Summary

FEFER R T OHES-FEH

= EPs allow patentee the option to ‘opt out’ of the UPC, but to ‘opt in’
again if a UPC state-wide injunction is sought EPI&. UPCAD TSN
TE£1T2REHY. BL. UPCEECOEILDHERDIBESITEES
MEEMNTES,

= Such an ‘optin’ can be prevented if a revocation action is commenced
in national courts EFEABERNBFIFTTHRIBLIZIE S L. UPCAD
SMIETEELY,

= I{_J.gxﬂel of opt out fees currently unclear S MNMEEZAFXREFATIEE

E

= UPs may represent better value for money than a large bundle of EPs,
but come with risk of central revocation UPIXEP% £ E THIF T 5 &
DLERMMENEVD FR—FTHEFAESESNLERIEHY,

= UPs may become more attractive once the law/procedure of the UPC
have developed UPCOER/FiREMN BlIESNT-RII. UPLENH
HBINKELTYFD,

PN

Strategy for Selling Products in the EU
after UPC

UPCFE#8# . EUT O Sk AR STEEAR

= Revocation strategy  $FFHE3h D BB

- Consider competitors’ portfolio for problem patents before
the UPC starts UPCRASRRATIZ. XM F OFHFR—~T+) A
D>b . BEHLFFDHEERE.

- Prepare for UPC revocation proceedings on day 1 to catch
EPs that have not been ‘opted out’
UPCE#BFIBIZ. FSMEERT DEPZIRZ S~ L, UPCER
FhzERLTHS

- UPC revocation proceedings and EPO opposition may be
commenced in parallel UPCE%FH K2 UVEPOD R Fi
(&, M1TL TIREE AT BE,

P&Nl 1@

crt
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Strategy for Selling Products in the EU after
UPC UPCEa#a#4 . EUTO B S ERSE DEERE

= Exposure to injunctions  BRFEZEIEICISESNDEE
- Consider minimising exposure to injunctions by ensuring some
manufacturing/distribution facilities are outside of UPC states & -
MBI RZUPCHESNCELLZET, REELENSFICSLSNLEIRE IS
Iz %,
- If no EU presence, consider staged launch of product in favourable
jurisdictions EUITHLR7ZZLMEE | BAR Bt SRR IR5ERMIE
> countries with history of validity defences eg UK, NL, FR &E &Rk
MFRICEVTENOMFA ARG E < (B 3, 5. {b)
> Less experienced jurisdictions eg Eastern Europe or Nordic may
have majority pool judges #FEFEREADFERMN LB DT UVEEE
Hh (5] - ER ., ALER) TIE. b D H O HIENHFAD L HZ
G &HDHDTIEAELD,

PN

Case studies
r—2XABT 4

= Two case studies to illustrate likely UPC
jurisdiction and procedure relating to EPs and
Ups
EPRUUPIZEALTEIYS54. UPCOEERD
FHEDFIELT. 2DDBEEZRY LTS,

P&Nl 1@

crt

-34-



Case study 1

= US non-practising entity patentee

FrEFE A [ RE O FreF A E e FK

= |Infringement of 4 EPs (not opted-out ie under UPC)
taking place in UK, DE, FR and NL 4#®EP(UPCTT
AEBMEELGL)IIOE. E, M ALARUVETRESEE

= By a trader with a principal place of business in Finland
FRBERMAEMA I OSVEDERENREITA

= Patent “A” is undergoing opposmon at the EPO

BEFAICR T A EREFHRMNEPOTHEITH

PN

Case study 1

= Where could infringement proceedings be brought?
BREFRDFECTIRELESIN?
- ‘Nordic’ UPC regional division UPCHt R ith iR
- UK, FR or DE UPC local divisions UPCZ . {A. £1=1ZIh D th 5 ER
- NaEt'LonaI courts (during transitional period) & EE R $IFT (174
Eil==))

= UPC may stay proceedings relating to the Patent “A” if ‘rapid decision
may be expected’ from EPO (Article 33(10) UPC Agreement) EPO®
MR GEREFLEDIEE 1. FFADUPCRRARIEHIEELYED,

= |nvalidity counterclaim may only be brought before the seized
local/regional division (Article 33(4) UPC Agreement)

B D RERIT . 5%t 75 BR/HIS AR D A TIREE AT BE (UPCI E 335 (4))

ey
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Case study 1
= Where would be the best place for the NPE to start proceedings:
HEF A EREEKIZE > TRV ARG :
If factual or expert evidence sought: EEF/-(XEMRIEA DR
MNEELLLEE
> Consider UK/FR or Nordic divisions of UPC UPCDZE/{LFET=
(FALER DI E R ET T N E
- If bifurcation sought: RELEMNDFHELEEEZKRODIGEE
> Consider DE or AT divisions of UPC UPCO¥, A#—AXKJT7 D
M EZ AT ~E
- National courts may offer advantages: ERN#EHIFFHLHFIIZHYE
Z)
» E.g. cross-examination of witnesses in UK national courts,
bifurcation in DE, saisie in FR

AEARME (E) BEECEDOF B () | EHLERZ Fi (L)

PN

Case study 2

= German pharmaceutical company owns a UP
relating to a medicinal product

oD LA A ERELG (ST BUPE DI
HEE

= Infringement in Germany M TEREEE
= By a UK company EHENMREITAE

ey
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Case study 2

= Patentee chooses to sue for infringement in
Dusseldorf local division $FEFEEIL. Tavt
ILEILZHAERICHE N T, REFLER

= UK company counterclaims for revocation in
Dusseldorf local division and would prefer the
counterclaim to be heard together with the
infringement action EXRIE, TavEILEILD
75 8 CTHIEF IO RERIERE . MO ERFRIRESH
BLTHHABEDZEZETHIIRDE=L

PN

Case study 2 — Options

= Disseldorf local division has discretion: 7 1vtz)LKL T
HEBIE. LT OWT BRI HFIERZ AT S
- Hear infringement and revocation actions together 2&
EUOENZHEL TEE
- Refer revocation action to Central Division (in London as
life sciences) and then: FRE(SATH AT ADIHE
FAVEUNEE) [CENFHROAFEEL- LT,

=

> Proceed with the infringement action BEF{HEHE1T
>Suspend the infringement action EEFHEDIE

- Refer both revocation and infringement actions to the
Central Division in London (if the parties agree) 3K
UBEOHEHEE X, OVFY O hREIIE% (LS5
BEDOREHIESR)

P&Nl 1@

crt
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Case study 2 - Referral to Central Division

RREADFEE
= |f the revocation action is referred to the Central Division:

BOFHRNPREBABEINEEGE

- Central Division must accelerate the revocation action
(Rule 38 — Draft Rules of Procedure)

nﬁ"‘ihiﬁ EIJ ;"‘:’%38*)

- Dusseldorf division must suspend infringement case if
there is a ‘high likelihood’ of invalidity (Rule 35 — Draft
Rules of Procedure)
FavLR LTS EIL . ENHRD [E0 TS S 55
REFHEEPILELETNIEAZSE GRE %%JL%EEIJ*""%*)

PN

Thank you

Alex Wilson

Powell Gilbert LLP
alex.wilson@powellgilbert.com
www.powellgilbert.com
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