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PIERRE & MARGERIE VERON

2. PATENT INFRINGEMENT ACROSS THE INTERNET

When a patent claims the cooperation of several integers (such as transmit-
ters/receivers, central processing units/peripherals or clients/servers), does the loca-
tion of some of them outside the territory covered by a patent preclude infringe-
ment? Even if decisions are still rare in this field, two high profile cases have been
judged up to now, one in the UK, the other one in the US. In both cases, the pat-
ented systems were composed of several integers; of the allegedly infringing sys-
tems, one was not located in the territory covered by the patent yet communicated
with the others, from a foreign territory, via the Internet. The judges had to deter-
mine whether the location of one of the patented means outside the territory cov-
ered by the patent precluded infringement, as argued by the defendant. Neither in
the British Menashe case (4) nor in the Blackberry US case (b) this defence was suc-
cessful.

a) Menashe'

In the first dispute, Mr. Menashe was the owner of European patent No. 0 625 760
covering an “interactive, computerised gaming system with remote terminals”.
Claim 1 protected “a gaming system for playing an interactive casino game, com-
prising a host computer, at least one terminal computer forming a player station,
communication means for connecting the terminal computer to the host computer,
and program means for operating the terminal computer, and program means for
operating the terminal computer, the host computer and the communication means
[...] characterized in that the terminal computer is situated ina location remote
from the host computer”. On 26 October 2001, Mr. Menashe and his company
(plalntlffs) started proceedings for infringement of the patent against the bookmak-
ing company William Hill Organization, whose activity is online gaming. The
plaintiffs alleged that the defendant had supplied its clients with a software program,
either on CD-Rom or by downloading, which turned their computer into a gaming
system able to communicate with a server to play online.

1 Menashe Business Mercantile and Julian Menashe v William Hill Organisation Ltd [2002]
EWHC 397 (Patents) 15 March 2002, [2002] EWCA Civ 1702, 28 November 2002.
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The plaintiffs alleged that William Hill had infringed by “supplying and/or offering
to supply in the United Kingdom” means relating to an essential element of the in-
vention for putting it into effect while the defendant knew that these means were
suitable for putting the invention into effect in the United Kingdom. William Hill
replied that it could not be held infringing as the host computer it used was located
outside the United Kingdom, in Curagao (Netherlands Antilles). The question was:
“Is it a defence to the claim [...] that the host computer and the part of the communi-
cation means of the apparatus claimed in the patent are not present in the United
Kingdom, but are connected to the rest of that apparatus?” On 15 March 2002, the
High Court of Justice replied to this question in the negative. William Hill appealed
this decision. The judgment in first instance was affirmed by the Court of Appeal
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on 28 November 2002 taking a slightly different reasoning. The judges in appeal
held that there could be a case of infringement only if the means for implementing
the invention were situated in the United Kingdom. But they pointed out that the
supply of a CD-Rom in the United Kingdom to English punters was really in-
tended to put the invention into effect in that State. The invention was therefore
implemented on the English territory, so there was infringement. For the judges in
appeal, the solution was obvious since the person who uses the claimed gaming
system is the punter, who uses his terminal in the United Kingdom. The US judges
shared this reasoning, as shown in the decisions of the Blackberry case.

b) Blackberry?

The second case dealing with patent infringement via the Internet was the Black-
berry case of NTP v. Research In Motion. The US company N'TP was the owner of
- five patents on systems for integrating electronic mail systems with radio frequency
(RF) wireless communication networks; they claim e-mail messages systems and
methods. The Canadian company Research In Motion (RIM) operates the Black-
berry system, which integrates e-mail systems with wireless communication net-
works. The Blackberry system enables users to receive emails on a handheld device
without physical access to a computer. The company using the system has to install
the Blackberry redirector software program on a computer with access to the e-mail
server.

The redirector software program detects new mails in the computer; when noti-
fied thereof, it copies, encrypts and routes them to the Blackberry Relay.

2 392 F. 3d 1336 (Fed. Cir. 2004) withdrawn, CAFC, 03-1615, 2 August 2005.
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The Relay translates and routes the messages to a partner wireless communication
network, which delivers them to the recipient’s Blackberry handheld device. The
only Blackberry component that behaves like an element of the claimed invention is
the Relay. The Blackberry Relay is located in Canada but, for the US users, all the
other Blackberry components are located in the United States.

RIM argued that because the Relay is located in Canada, the Blackberry system did
not infringe the N'TP patents. In first instance, the US Court for the District of Vir-
ginia dismissed this argument and held that “the fact that the Blackberry Relay is lo-
cated in Canada is not a bar to infringement”. On appeal, the Court of Appeals for
the Federal Circuit had to rule whether a system with one of its components located
abroad (the Relay) could infringe a US patent. The problem was solved in the light of
the localisation of the Blackberry system users and their purchases. By a first decision
of 14 December 2004, the Court held that the localisation of the users and of their
purchases of Blackberry terminals proved that the Blackberry system was controlled
and used in the United States, so that the requirement of territoriality was satisfied.
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