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S u m m a r y of F a c t s and S u b m i s s i o n s 

1. E u r o p e a n p a t e n t a p p l i c a t i o n N o . 7 9 301 1 1 7 . 2 , filed o n 
12 J u n e 197 9, p u b l i s h e d under p u b l i c a t i o n n u m b e r 
0 0 0 7 178 and c l a i m i n g the p r i o r i t y of p r e v i o u s a p p l i ­
c a t i o n s of 15 J u n e i97€ and 4 J u n e 197 9, w a s refused b y 
the d e c i s i o n o f the E x a m i n i n g D i v i s i o n 0 90 dated 2 J u l y 
1 9 8 2 . 

Appaltant: 

RepteMtrtative: 

{ ) E C I S I i ) N 

of the Tedinieal Board of Appeal 3 . 2 . 1 

23 M a r c h 1 9 8 4 

N A T I O N A L CAN C O R P O R A T I O N 
8 1 0 1 W e s t H i g g i n s Road 
C h i c a g o , I l l i n o i s 6 0 6 3 1 
U . S . A . 

B R O O M E , G E O F F R E Y E D W A R D 
K I L B U R N 4 S T R O D E 
3 0 , J o h n S t r e e t 
L o n d o n , W C 1 N 2DD 
-Great B r i t a i n 

T h e d e c i s i o n w a s b a s e d o n C l a i m s 1 t o 5 r e c e i v e d on 
16 J a n u a r y 1 9 8 2 . 

I I . In i t s d e c i s i o n ^ the E x a m i n i n g d i v i s i o n stated that the 
s u b j e c t - m a t t e r o f C l a i m 1 did n o t i n v o l v e a n i n v e n t i v e 
s t e p . In s u p p o r t o f its v i e w t h e E x a m i n i n g D i v i s i o n 
c i t e d B r i t i s h p a t e n t s p e c i f i c a t i o n N o . 1 22 9 4 7 5 and 
h e l d that the s k i l l e d p e r s o n w o u l d h a v e arrived at t h e 
ironing d i e a c c o r d i n g to C l a i m 1 in an o b v i o u s m a n n e r , 
s t a r t i n g from the d e v i c e d i s c l o s e d in the a f o r e s a i d 
d o c u m e n t . 

III. O n 6 S e p t e m b e r 1 9 8 2 , the a p p e l l a n t r l o d g e d an a p p e a l 
a g a i n s t this d e c i s i o n . T h e f e e for appeal w a s paid on 
27 A u g u s t 1562 and the s t a t e m e n t setting out the 
g r o u n d s of a p p e a l w a s received on 12 V c v e n b e r 1 9 6 2 . 

D e c i s i o n u n d e r a p p e a l : D e c i s i o n o f E x a m i n i n g D i v i s i o n 0 9 0 

O f f i c e d a t e d 2 July 1982 

a p p l i c a t i o n N o 7 9 3 0 1 1 1 7 . 2 
E P C 

o f the E u r o p e a n Pa tent 

refus ing E u r o p e a n pa ten t 

p u r s u a n t t o A r t i c l e 9 7 ( 1) 

T h e a p p e l l a n t s r e q u e s t e d that the d e c i s i o n should b e 
set aside in its e n t i r e t y . F u r t h e r m o r e they requested 
t h e r e i m b u r s e m e n t of p a r t or the w h o l e of the appeal 
fee. 

C o m p o s i t i o n o f t h e B o a r d : 

C h a i r m a n : G. A n d e r s s o n 
M e m b e r : C. M a u s 
M e m b e r : P- F o r d 



IV. D u r i n g the p r o c e d u r e b e f o r e the Board of A p p e a l , the 
a p p e l l a n t s s u b s t i t u t e d new C l a i m s 1 t o 4 received on 21 
J u l y 1983 for t h e c l a i m s o n w h i c h t h e d e c i s i o n w a s 
b a s e d . O n 9 J a n u a r y 1 9 8 4 , they submitted a n e w d e s c r i p ­
t i o n c o n s i s t e n t w i t h the c l a i m s . 

C l a i m 1 r e a d s as f o l l o w s : 

" 1 . An ironing die m o u n t e d in a h o l d e r ( 1 4 ) , for use 
w i t h a p u n c h to reduce the w a l l - t h i c k n e s s of the s i d e -
w a l l of a m e t a l c u p , c o m p r i s i n g a b o d y (12) h a v i n g a 
c i r c u l a r o p e n i n g (28) t h e r e i n e x t e n d i n g from a l e a d i n g 
s u r f a c e (32) to a t r a i l i n g s u r f a c e (34) w h i c h a r e s u b ­
s t a n t i a l l y p a r a l l e l to each o t h e r , said o p e n i n g h a v i n g 
a land (30) spaced from said s u r f a c e s ( 3 2 ; 34) and d e ­
fining a m i n i m u m d i a m e t e r , c h a r a c t e r i s e d in that t h e 
c i r c u l a r o p e n i n g (28) h a s a c y l i n d r i c a l p o r t i o n (38) 
b e t w e e n said land (30) and said t r a i l i n g s u r f a c e ( 3 4 ) , 
said c y l i n d r i c a l p o r t i o n h a v i n g a d i a m e t e r (D2) in the 
range of 1.0003 to 1.0012 time s said m i n i m u m d i a m e t e r 
(Dl) to g u i d e said cup a f t e r a first p o r t i o n of the 
free edge of the c u p m o v e s past said land." 

T h e a p p e l l a n t s w e r e of the o p i n i o n that the d e v i c e 
a c c o r d i n g to this claim involved an inventive step as 
a g a i n s t the d e v i c e d i s c l o s e d in British p a t e n t s p e c i f i ­
c a t i o n N o . 1 2 2 9 4 7 5 . They submitted h o w e v e r that that 
d o c u m e n t w a s not c o n c e r n e d w i t h a d e v i c e of the kind 
w h i c h w a s s u b j e c t - m a t t e r of the a p p l i c a t i o n . 

V. For the o r i g i n a l c l a i m s and d e s c r i p t i o n r e f e r e n c e is 

m a d e to p u b l i c a t i o n N o . 0 007 1 7 8 . 

.../... 

R e a s o n s for the D e c i s i o n 

1. The a p p e a l c o m p l i e s w i t h A r t i c l e s 106 to 108 and R u l e 
64 E P C . It i s , t h e r e f o r e , a d m i s s i b l e . 

2. C l a i m 1 c o m p r i s e s b e s i d e s t h o s e f e a t u r e s w h i c h w e r e 
specified in o r i g i n a l C l a i m 1 the feature that the 
ironing die is m o u n t e d in a h o l d e r . T h i s feature is 
d i s c l o s e d on p a g e 7, lines 22 and 23 of the o r i g i n a l 
d e s c r i p t i o n . The s u b j e c t - m a t t e r of C l a i m 1 does n o t , 
t h e r e f o r e , extend beyond the c o n t e n t of the a p p l i c a t i o n 
as filed (Article 1 2 3 ( 2 ) E P C ) . 

The a p p e l l a n t s derived the p r e a m b l e of C l a i m 1 from the 
i r o n i n g die d i s c l o s e d in G e r m a n " O f f e n l e g u n g s s c h r i f t " 
N o . 1 527 908. In s u p p o r t , they urged that this d e v i c e 
w a s c l o s e r to the s u b j e c t - m a t t e r of the a p p l i c a t i o n 
than the one d e s c r i b e d in B r i t i s h p a t e n t s p e c i f i c a t i o n 
N o . 1 2 2 9 4 7 5 . 

T h e Board c o n s i d e r s that the ironing die a c c o r d i n g to 
B r i t i s h p a t e n t s p e c i f i c a t i o n No. 1 2 2 9 475 is intended 
to solve the p r o b l e m of trimming the irregular' edge of 
a h o l l o w b o d y in a d d i t i o n to the p r o b l e m of reducing 
the wall t h i c k n e s s t h e r e o f . It is, t h e r e f o r e , m o r e 
a p p r o p r i a t e to refer to the irrnar.g ^ i p .iisclcsed in 
G e r m a n " O f f e n l e g u n g s s c h r i f t " :."c. ! ;27 ^CF m the p r e ­
a m b l e of the a p p e l l a n t s ' C l a i m 1. That device is used 
simply for the r e d u c t i o n of the wall t h i c k n e s s of the 
m e t a l cup and is thus closer to the s u b j e c t - m a t t e r of 
C l a i m 1 than the ironing die a c c o r d i n g to British 
p a t e n t s p e c i f i c a t i o n N o . 1 2 2 9 4 7 5 . This statment is 



a l s o true w i t h regard to the d e v i c e s d i s c l o s e d in 
G e r m a n p a t e n t s p e c i f i c a t i o n No. 108 088 and in B r i t i s h 
p a t e n t s p e c i f i c a t i o n N o . 724 251. 

The p r e a m b l e of C l a i m 1 c o m p r i s e s all those features 
w h i c h , in c o m b i n a t i o n , are part of the p r i o r art a c c o r ­
d i n g to G e r m a n " O f f e n l e g u n g s s c h r i f t " No. 1 527 908. The 
c l a i m thus m e e t s in this r e s p e c t the formal r e q u i r e ­
m e n t s of the C o n v e n t i o n . 

3. It follows from the foregoing that the s u b j e c t - m a t t e r 
of C l a i m 1 is not d i s c l o s e d in any one of the a f o r e ­
m e n t i o n e d s p e c i f i c a t i o n s . T h e d e v i c e a c c o r d i n g to C l a i m 
1 is, t h e r e f o r e , n e w h a v i n g regard to the p r i o r art. 

4. On the q u e s t i o n o f w h e t h e r or not this p r i o r art c o u l d 
suggest the ironing die a c c o r d i n g to C l a i m 1 the f o l l ­
o w i n g should b e o b s e r v e d : 

4.1 A c c o r d i n g to the a p p e l l a n t s ' d e s c r i p t i o n , in p r a c t i c e 
the free edge of a c u p w h i c h is b e i n g c o n v e r t e d into a 
finished c o n t a i n e r in an ironing d i e t e n d s t o b e u n ­
even. The u n e v e n edge w i l l d i s r u p t the steady s t a t e 
ironing p r o c e s s at the m o m e n t w h e n the edge e n t e r s the 
w o r k i n g p o r t i o n of the d i e , and this r e s u l t s in t e a r -
o f f s of the longer p a r t o f the edge or " c l i p - o f f s " 
o p p o s i t e the longer part or d a m a g e to the t o o l s . T h e s e 
d i s a d v a n t a g e s appear l i k e l y to o c c u r al so w i t h the 
ironing die d i s c l o s e d in G e r m a n " O f f e n l e g u n g s s c h r i f t " 
No. 1 527 908. 

The p r o b l e m u n d e r l y i n g the i n v e n t i o n is, t h e r e f o r e , to 
e l i m i n a t e t e a r - o f f s and " c l i p - o f f s " r e s u l t i n g from 
i r r e g u l a r i t i e s in the r e g i o n of the free e d g e of the 

.../... 

cup. T h i s p r o b l e m follows i m m e d i a t e l y from p r a c t i c a l 
e x p e r i e n c e w i t h the d e v i c e a c c o r d i n g to G e r m a n " O f f e n ­
l e g u n g s s c h r i f t " N o . 1 527 908. 

H o w e v e r , the Board h a s come to the c o n c l u s i o n that the 
ironing die s p e c i f i e d in C l a i m 1 as t h e s o l u t i o n of the 
p r o b l e m is not o b v i o u s h a v i n g regard to the cited state 
o f the art. 

4.2 As is m e n t i o n e d above (cf. p a r a g r a p h 2 ) the ironing die 
a c c o r d i n g to B r i t i s h p a t e n t s p e c i f i c a t i o n No. 1 2 2 9 
4 7 5 , o n w h i c h the d e c i s i o n u n d e r appeal w a s b a s e d , is 
a p p l i e d not only for r e d u c i n g the t h i c k n e s s o f t>ie 
s i d e w a l l cf a m e t a l cup but a l s o for trimming the 
i r r e g u l a r , i . e . uneven, e d g e of t h e cup. For this r e a s o n 
the p u n c h h a s a c o l l a r w i t h a c u t t i n g e d g e . T h e d i a m -
et-er of the c u t t i n g edge, compared withi the d i a m e t e r of 
the land of the ironing d i e , is s u c h that in r e d u c i n g 
the t h i c k n e s s toy the c o o p e r a t i o n of the w o r k i n g s u r f a c e 
of the d i e and of the p u n o h , the r e d u c i n g c a p a c i t y of 
the c u p m a t e r i a l is exceeded at the c u t t i n g e d g e and 
the m a t e r i a l r u p t u r e s t h e r e . T h u s the free e d g e of the 
c u p is even w h e n it a r r i v e s at the end of the land and 
it leaves the land i m m e d i a t e l y . 

H e n c e , it f o l l o w s that the p r o b l e m underlying the in­
v e n t i o n and r e s u l t i n g from the u n e v e n e s s of the free 
edge of the c u p does not arise with the ironing die 
d i s c l o s e d in B r i t i s h p a t e n t s p e c i f i c a t i o n No. 
1 229 4 7 5 . 

.../... 



T h i s ironing die could n o t , t h e r e f o r e , s u g g e s t to the 
skilled p e r s o n the idea of using the p o r t i o n of the 
o p e n i n g b e t w e e n the land and the t r a i l i n g s u r f a c e of 
the ironing die a c c o r d i n g to G e r m a n " O f f e n l e g u n g s ­
s c h r i f t " N o . 1 527 908 for g u i d i n g the cup a f t e r a 
first p o r t i o n of an u n e v e n free edge m o v e s p a s t the 
l a n d , and of c o n s t r u c t i n g this p o r t i o n t o t h i s end as a 
c y l i n d e r h a v i n g a d i a m e t e r in the r a n g e s p e c i f i e d in 
C l a i m 1. 

It i s , t h e r e f o r e , of n o c o n s e q u e n c e t h a t w i t h t h e i r o n ­
ing d i e d i s c l o s e d in B r i t i s h p a t e n t s p e c i f i c a t i o n N o . 
1 22 9 475 a c c o r d i n g to the d r a w i n g , the p o r t i o n of the 
o p e n i n g b e y o n d the land is a l r e a d y m a d e c y l i n d r i c a l . 

4.3 F r o m G e r m a n p a t e n t s p e c i f i c a t i o n N o . 108 0 8 8 , t h e 
skilled p e r s o n learns t h a t the d i a m e t e r of the c i r c u l a r 
o p e n i n g of the ironing d i e should b e c o n s t a n t a l o n g its 
e n t i r e length or should taper b e t w e e n the t r a i l i n g and 
t h e leading s u r f a c e . 

A c c o r d i n g to B r i t i s h p a t e n t s p e c i f i c a t i o n N o . 7 2 4 251 
w h i c h is cited in the o r i g i n a l d e s c r i p t i o n , the i r o n i n g 
d i e h a s a land spaced from b o t h a f o r e m e n t i o n e d s u r ­
f a c e s , and the p o r t i o n of the o p e n i n g b e t w e e n t h e land 
and trailing s u r f a c e should b e c o m e c o n i c a l l y larger t o ­
w a r d s this s u r f a c e . 

T h e s e p u b l i c a t i o n s could n o t , t h e r f o r e , s u g g e s t the 
s u b j e c t - m a t t e r of C l a i m 1 e i t h e r a l o n e or in c o m b i n a ­
t i o n w i t h the t e a c h i n g s a c c o r d i n g to the o t h e r d o c u ­
m e n t s . 
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4.4 H e n c e , the i r o n i n g d i e a c c o r d i n g to this claim i n v o l v e s 
an i n v e n t i v e step w i t h i n t h e m e a n i n g of A r t i c l e 56 E P C . 

5. C l a i m 1 i s , t h e r e f o r e , a l l o w a b l e (Article 52 E P C ) . 

D e p e n d e n t C l a i m s 2 t o 4 c o n c e r n p a r t i c u l a r e m b o d i m e n t s 
of the i n v e n t i o n a c c o r d i n g to C l a i m 1. T h e a m e n d m e n t of 
t h e r e f e r e n c e of C l a i m s 3 and 4 w i t h regard to the 
r e f e r e n c e of the c o r r e s p o n d i n g o r i g i n a l c l a i m s is 
a d m i s s i b l e . The skilled p e r s o n w i l l r e c o g n i s e i m m e ­
d i a t e l y that the p a r t i c u l a r e m b o d i m e n t s a c c o r d i n g to 
these c l a i m s can b e r e a l i s e d by a n y i r o n i n g d i e a c c o r ­
ding to any of the p r e c e d i n g c l a i m s . The c o r r e c t i o n of 
the n u m b e r 1.003 into 1.0003 in C l a i m 4 is s u p p o r t e d by 
the o r i g i n a l d e s c r i p t i o n (cf. p a g e 6, line 2 7 ) . 

C l a i m s 2 to 4 t h u s are likewise a l l o w a b l e . 

T h e a m e n d m e n t s in the d e s c r i p t i o n serve the p u r p o s e of 
a clearer p r e s e n t a t i o n of the p r o b l e m w h i c h the i n v e n ­
tion should s o l v e , and of the i n v e n t i o n i t s e l f , or are 
n e c e s s a r y in order to i n t r o d u c e S I s t a n d a r d s . C o n ­
s e q u e n t l y , they are n o t open to o b j e c t i o n . 

The reason given by the a p p e l l a n t s for the requested 
r e i m b u r s e m e n t of the appeal fee w a s that the only com­
m u n i c a t i o n from the E x a m i n i n g D i v i s i o n relied on a 
m i s r e a d i n g of the sole c i t a t i o n from the prior art and 
that the a p p l i c a t i o n h a d , in e f f e c t , b e e n rejected 
w i t h o u t the a p p l i c a n t s being g i v e n any o p p o r t u n i t y to 
r e p l y to the E x a m i n e r ' s p o s i t i o n and that this w a s i n ­
e q u i t a b l e . 

. . ./.. . 



In fact, it s e e m s c l e a r from the file that t h e a r g u ­
m e n t s of t h e a p p e l l a n t s c o n c e r n i n g m i s r e a d i n g of t h e 
cited d o c u m e n t did not c o n v i n c e the E x a m i n i n g D i v i s i o n 
and that t h e d e c i s i o n u n d e r a p p e a l , t h e r e f o r e , w a s 
p r o p e r l y b a s e d on a d o c u m e n t o n w h i c h t h e a p p e l l a n t s 
had h a d a n o p p o r t u n i t y to p r e s e n t t h e i r c o m m e n t s . A 
s u b s t a n t i a l p r o c e d u r a l v i o l a t i o n in the m e a n i n g o f R u l e 
6 7 E P C in v i e w of w h i c h t h e r e i m b u r s e m e n t w o u l d b e 
e q u i t a b l e d o e s not e x i s t , t h e r e f o r e . T h e r e q u e s t t b u s 
c a n n o t s u c c e e d . 

Order 

O n t h e s e grounds^ 

it is d e c i d e d t h a t : 

1. T h e d e c i s i o n u n d e r a p p e a l is set a s i d e . 

2. T h e c a s e is r e m i t t e d t o the first i n s t a n c e w i t h t b e 
o r d e r t o g r a n t a E u r o p e a n p a t e n t o n the b a s i s o f t h e 
f o l l o w i n g d o c u m e n t s : 
C l a i m s 1 t o 4, r e c e i v e d o n 21 J u l y 1 9 8 3 , 
d e s c r i p t i o n , r e c e i v e d o n 9 J a n u a r y 1 9 8 4 , 
o r i g i n a l d r a w i n g s . 

3. T h e r e q u e s t for t h e r e i m b u r s e m e n t o f t h e a p p e a l fee 
is r e j e c t e d . 

T h e R e g i s t r a r : T h e C h a i r m a n : 

J . iiuckerl G . Andersson 




