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I - LES FAITS

ce

6 septembre 1978 Dépbt d'une demande de brevet aux Etats-Unis par

Cataldo.

6 septembre 1979

Dépdt par Cataldo d'une demande euro-PCT, sous
couvert de la priorité américaine.

6 juin 1980 : Expiration, sans paiement, du délai pour le
paiement de taxes prévues & l'article 22(1)-3
du PCT et par 1la regle 104 b (1) CBE.

5 aolt 1980 ¢ La section de dépdt de 1'0.E.B. informe le dépo-
sant que sa demande est réputée retirée en ap-
plication de 1l'article 65 (1) C.B.E.

5 Jjuin 1981 : Le mandataire européen du déposant acquitte les
taxes dues, ainsi que la taxe de recours en res-—
titutio in integrum.

Le mandataire européen du déposant forme un re-
cours en restitutio in integrum sur la base de
1l'article 122 CBE, invoquant 1'insolvabilité du
requérant.

9 juin 1981

oo

29 décembre 1981

La section de dépdt de 1'OEB rejette le recours
au motif qu'il a été formé hors délai.

Ie déposant fait appel.
23 juillet 1982 La Chambre des Recours juridiques déclare le
recours recevable et renvoie a la section de dé-
pdt pour statuer au fond.

27 avril 1983

3

ILa section de dépdt rejette le recours.

6 juin 1983 Le déposant fait appel.

29 février 1984

La Chambre des Recours juridiques rejette 1'appel,
1'estimant mal fondé.




i_II - LE DROIT

A - LE PROBLEME

a) Le demandeur au recours

prétend que 1'état d'insolvabilité prolongée permet de bénéficier de la
restitutio in integrum prévue par l'article 122 de la Convention de Munich.

b) Le défendeur au recours (section de dépdt de 1'O.E.B.)

prétend que 1'état d'insolvabilité prolong&e ne permet pas de bénéficier de
la restitutio in integrum de l'article 122 de la Convention de Munich.

L'insolvabilité du déposant justifie-t-elle la restitutio in integrum prévue
par l'article 122 CBE ?

B - LA SOLUTION

1°/ Enoncé de La solution

"Le nequirant a pu emprunter des sommes Lmportantes
powr Les besoins de ses affaires entre 1978 et 19817,
mals AL n'a pas démontrhé pourquoi AL n'a pas pu
empruntern L'argent nécessaire en juin 1980, powr
payen Les taxes afpérantes a sa demande internatio-
nale, méme Lorsque La Chambre des Recowrs juridiques
L'a invite a donnen Les détails et Les nadlsons a
L'appui de sa simple afpirmation selon Laquelle L
n'a pas pu Le trouven. Le nequérant n'a pas, des
Lons, etabli Les faits surn Lesquels L& dodit 4'ap-
puyen poun fustifien son necowrns. 14 8'ensudlt que
La Chambre de Recouns fuwridiques ne peut pas admet-
tre que Le nequérant a fait preuve de "toute La
vigilance nécessitée pan Les circonstances' au sens
de £'anticle 122(1) CBE.”

2°/ Commentaire de La solution

Le déposant apportait la preuve de son insolvabilité & 1'époque de 1'échéance des
taxes impayées : cette circonstance n'a pas &té jugée suffisante pour justifier la
restauration dans ses droits. Selon la décision, le déposant aurait dd établir "pour-—
quoi il ne pouvait pas emprunter 1l'argent nécessaire pour payer les taxes...", alors
que, par ailleurs, il avait 3 la méme époque, emprunté des sommes importantes pour
d'autres fins. La Chambre de Recours en a dé&duit qu'il "n'avait pas fait preuve de
toute la vigilance nécessitée par les circonstances" au sens de l'article 122 CBE, et
a, en conséquence, rejeté le recours en restauration.



Cette solution est rigoureuse pour le déposant en ce qu'elle met & sa charge une
preuve qui s'apparente & celle de 1'irrésistibilité exigée en cas de force majeure. Or,
l'article 122 CBE ne subordonne pas la restauration & la preuve de la force majeure,
mais retient une notion plus large, qui s'apparente & celle d'absence de faute. (Voir
Ch. Rec. jur. 27 juin 1983, B.B. 1983,IV, n°2).

D'autre part, il est inéquitable, comme le notait le déposant, de traiter plus
favorablement celui est sous le coup d'une procédure de faillite et bénéficie, pour
cette raison, de la suspension de la procédure (REgle 90 CBE), que celui qui est sim-
plement en &tat d'insolvabilité personnelle.

I1 faut noter toutefois, que la Chambre des Recours ne s'est pas prononcéé sur la

question de principe de savoir si les dlfflcultes financiéres prolongées peuvent jus-
tifier la restauration (p.6, n 7)
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SUMMARY OF FACTS AND SUBMISSIONS

On 6 September 1979, the appellant filed Internétionai Application

No. 79901231.5 under the Patent Cooperation Treaty in the United States
of America, claiming priority from an application for a US national
patent filed on. 6 September 1978 and designating eight contracting

States of the European Patent Convention as States for which a

European patent was desired.

The national fee, the search %ee and the designation fees were not
paid within the periods prescribed by Article 22 (1) 3 PCT and
Rule 104 b (1) EPC, which expired on 6 June 1380.

By a communication dated 5 August 1980 ,the Receiving Section of
the EPO informed the appellant,pursuant to Rule 69 (1) EPC, that
the application was deemed to have been withdrawn on account of
failure to pay those fees within one month after expiry of the
time limit laid down in Article 22 (1) PCT.

The appellant did not ask for a decision under Rule 69 (2)- EPC
but, on 9 June 1981, the appellant's European professional
representative applied under Article 122 EPC for re-establish-

-ment of the appellant's.rights, after paying the amount of the

unpaid fees and the fee for re-establishment of rightson 5 June
1981. The time limit for the application for re-establishment of
rights in accordance with Article 122 (2) EPC, third sentence,
would ordinarily have expired on 6 June 1981, but was extended
by virtue of Rule 85 (1) EPC to the next business day,

9 June 1981. '

The appellant's Statement of Case in support of the application
for re-establishment of rights alleged that he had been unable
to observe the tiﬁe limit for payment of the national fee, the
search fee and the designation fees because he had been unable
to obtain the neceééary financial resources. He had subsequently
been lent the money by the firm of U.S. attorneys who weré

ceifenn
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VIII.
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seeking to help him to finance the development and marketing
of his invention by offering shares in his company to the

public.

The Statement of Case further asserted that the appellant was

and had long been insolvent. He had used all his personai assets
in developing his business and, in particular, he had been forced
to incur very considérable expense in obtaining the approval of
the United States Federal Communications Commission ({(FCC) which
was necessary before the devices made by his company could be
supplied to and used by the public in the USA. The appellant's
assertions about his financial difficulties were supported by
written Declarations made by him and by his U.S. lawyer and

by his accountant. The Declarations were filed with the request

for re-establishment of rights.

It was argued that, in the exceptional situation of the present
case, it was justified to re—establish the appellant in his
rights under Article 122 EPC.

By a decision given by the Receiving Section of the EPO on

29 December 1981, it was held that the application for re-
establishment of rights was inadmissible on the ground that it
had been filed too late. The appellant appealed against that
decision and the appeal was allowed by the Legal Board of
Appeal's decision of 23 July 1982 (case J 07/82, OJ EPO 1982,
391) which remitted the case to the Receiving Section for a

decision on its merits.

In the decision now under appeal, dated 27 April 1983, the
Receiving Section rejected the request for re-establishment

of rights on the grounds that:

{1} long lasting insolvency is not a sufficient reason for
re-establishment of rights under Article 122 EPC. (Reference
was made to the Minutes of the Munich Diplomatic Conference).
(2) On the facts of the present case, re-establishment of rights
would result in general assistance by the EPO in cases of
financial hardship. This would exceed the purpose of

Article 122 EPC.
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XI.

(3) There was no established principle in the national laws

of Contracting States that insolvency justified re-establish-
ment of rights. Indeed, Germany and French case law was to the
contrary effect. Furthermore, at the Munich Diplomatic'Con—
ference it was clear that only cases in which there had been
some unintended occurrence which had resulted in non-compliance

with a time limit were considered.

(4) An applicant who had been aware of the fees to bé éaid
since the filing of an international application 20 months
before and started the regional phase of a Euro-PCT &pélication
without the necessary funds, did not have the possibility of::
re-establishment of rights one year later. .

On 6 July 1983, by telex (subsequently duly confirmeé ﬁy letter)
the appellant filed an appeal against the decision of 27 April
1983. The appeal fee was duly paid and a Statement of the Grounds
of the appeal was filed within the relevant time limit on 25
August 1983.

In the Statement of Grounds, the appellant disputed the conclusion
that his long lasting insolvency was not a sufficient reason
for re-establishment of rights and also that, on the;facts of
the present case, re-establishment of rights would reiult in
the EPO giving general assistance in cases of financiél hand-
ship. The facts of the case were repeated. It was aréded that
the EPO had to decide on the merits of each individdél case.

No provision of the EPC specifically excluded the poésibility
of relief under Article 122 EPC in cases of financialkhardship.
The appellant was not, in fact, requesting financiaLlsssistance
since he had now paid all the necessarv fees. The Receiving

Section had not considered whether the facts of the particular

case met the criteria of Article 122 EPC and, in pérticular,

the criterion of "due care”". The Receiving Section's view that
cases of financial hardship should be left to be dealt with by
national authorities was impractical under PCT or EEC procedures,
since such authorities could not extend time limits jor provide
exemption from payment of fees under PCT or EPC reg&iétions.
Copies of the Declarations previously filed were submitted

with the Statement of Grounds. »

T
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In a communication dated 10 November 1983, the Legal Board

of Appeal invited the appellant to file observations, parti-
cularly on the point that - for enumerated reasons - the

evidence filed did not appear to satisfy the requirement of
showing that "all due care" required by the circumstances had
been taken. It was pointed out that protection of the interests
of applicants declared insolvent - given by extending time

limits - was expressly provided by Rule 90 EPC. The communication
expressed doubt whether long-term inability to meet all financial
obligations was a reason for granting re-establishment of rights.
Furthermore, as the Receiving Section had pointed out, the Munich
Diplomatic Conference had deliberately left the matter of

financial assistance to national authorities.

By letter dated 16 January 1984, the appellant’s representative
replied to the communication, giving additional information about
the financial and practical difficulties which the appellant had
experienced. In reply to the reference to Rule 90 EPC, the re-
presentative observed that the Rule did not apply to the present
case and that it was incongruous to treat a person declared in-
solvent more favourably than a person who sought to prevent bank-
ruptey by obtaining loans from family and friends.

So far as providing financial assistance to applicants who had
filed Euro-PCT applications was concerned, it was beyond the
control of national authorities to provide -financial assistance
to applicants, since the authorities could not alter the relevant
terms of the EPC. The representative offered to support the
additional ‘information given by an affidavit executed by the
appellant but the Legal Board of Appeal did not consider it

necessary to request this and did not do so.

PR RN

REASONS FOR THE DECISION

The appeal complies with Articles 106-108 and Rule 64 EPC

and is therefore admissible.

According to the undisputed facts, the appellant was, at all
material times, personally insolvent. He was able to carry on

his business only by obtaining loans from his family, his friends
and his lawyer to pay.debts as they became due. On one occasion,
in 1979, there was an issue of stock in his company but even this
was only large enough to meet outstanding financial obligations.
Over a period of several years, the appellant's business, which
appears to have been run as a one-man company, made accumulated
losses of the order of US § 100.000. In relation to these losses,
the USg 4.000 (approximately) which the appellant estimates was
what he needed to pay the national fee, the search fee and the designaticn
fees and professional charges for his International Application in June 1980,

is a relatively small sum. Since the present proceedings for

.re-establishment of rights began, the appellant has in fact

borrowed the money from his U.S. lawyers. Having regard to the
way in which he financed his business,if it is to be established
that the appellant took "all due care” required by the circums-
tances to observe the time limit, it must be shown that he did
all he reasonably could to arrange to borrow § 4.000 at the

appropriate time, i.e. in or before June 1980.

In his Declaration dated 3 June 1981 the appellant says only

"I personally did not have such amount of § 4.000 on or about

6 June 1980, because of my personal insolvency, nor was I able
to finance, find or otherwise develop such sum of money to
proceed with this stage of prosecution of said PCT application®.

In its Communication dated 10 November 1983, the Legal Board
of Appeal expressly gave as one reason for not regarding the
evidence filed as satisfying the requirements of Article 122(1)
EPC that: "Mr. Cataldo gives no details and provides no corro-

boration in support of his bare assertion that he was not able
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to "find or otherwise develop” the (relatively small) sum of

$ 4.000 in or about June 1980. Neither Mr. Brown nor Mr. Nemi-
roff was concerned with Mr. Cataldo's affairs at that time,

so that they cannot say anything about the matter".

In his reply to this observation, the appellant's representative
stated only that between 1978 and 1981 the appellant, having

no income, was financially supported by his wife and his company
was supported by substantial loans from his family and friends.

The appellant could and did borrow substantial sums for the
needs of his business throughout the period 1978 to 1981, but
he has completely failed to show why he could not borrow

the money needed in or before June 1980 to pay the fees

for his international application, even when challenged by
the Legal Board of Appeal to give details and corroboration
in support of his bare assertion that he could not find it.
The appellant has, therefore, not set out the facts on which
he must rely to justify his application. It follows that the
Legal Board of Appeal cannot possibly find that the appellant
had taken "all due care required by the circumstances” within
the meaning of Article 122(1} EPC.

This point is enough to justify rejection of the appeal and
it is, therefore, not necessary to consider the questions of
principle which have been raised, in particular whether long-
term financial difficulties can ever justify an application
for re-establishment of rights when a fee has not been paid.

As the appeal cannot succeed, there is no basis for re-imburse-

ment of the appeal fee under Rule 67 EPC.

R R

ORDER

For these reasons,

it is ordered that

The appeal against the Decision of the Receiving Secéibn

dated 27 April 1983 is dismissed.

The Registrar:

The Chairman:




