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I. E u r o p e a n p a t e n t a p p l i c a t i o n N o . 81 3 03 4 3 7 . 8 entitled "An 
i m p r o v e d c y c l i c a d s o r p t i o n p r o c e s s " filed on 27 J u l y 1 9 8 1 , 
p u b l i s h e d o n 3 F e b r u a r y 1982 ( p u b l i c a t i o n N o . 0 0 4 5 2 1 0 ) and 
c l a i m i n g p r i o r i t y o f 30 J u l y 1 9 8 0 from an e a r l i e r a p p l i c a t i o n 
in the U S A w a s r e f u s e d b y d e c i s i o n o f E x a m i n i n g D i v i s i o n 031 of 
the E u r o p e a n P a t e n t O f f i c e d a t e d 26 A p r i l 1984 on the b a s i s of 
C l a i m s 1 and 2 filed on 18 J u n e 1 9 8 3 , w i t h t h e a m e n d m e n t to 
C l a i m 1 p r o p o s e d in p a r a g r a p h 3, p a g e 2 o f a p p l i c a n t ' s letter 
r e c e i v e d 28 D e c e m b e r 1 9 8 3 , and C l a i m s 3 and 7 filed o n 
28 D e c e m b e r 1 9 8 3 . 

C l a i m 1, t h e o n l y i n d e p e n d e n t c l a i m , w a s w o r d e d as f o l l o w s : 

Repre sen ta t i ve : 

D e c i s i o n u n d e r a p p e s i : 

F i e l d , R o g e r M o r t o n e t al 
E s s o E n g i n e e r i n g (Europe) L t d . 
P a t e n t s & L i c e n s e s 
A p e x T o w e r 
H i g h S t r e e t 
N e w M a i d e n 
S u r r e y KT3 4DT 
G r e a t B r i t a i n 

D e c i s i o n o f E x a m i n i n g D i v i s i o n 031 

O f f i c e d a t e d 2 6 . 0 4 . 8 4 

a p p l i c a t i o n N o 81 303 4 3 7 . 8 
E P C 

o f t h e E u r o p e a n P a t e n t 

re fus ing E u r o p e a n p a t e n t 

p u r s u a n t t o A r t i c l e 9 7 ( 1 ) 

C o m p o s i t i o n o f t h e B o a r d : 

C h a i r m a n : R. K a i s e r 
M e m b e r : J. R o s c o e 
Nflember: P. Ford 

A c y c l i c a d s o r p t i o n p r o c e s s c o m p r i s i n g : p a s s i n g a fluid 
s t r e a m c o n t a i n i n g an a d s ó r b a t e to b e r e m o v e d t h e r e f r o m 
t h r o u g h an a d s o r p t i o n zone and t h e n t h r o u g h a h e a t s t o r a g e 
z o n e , said a d s o r p t i o n zone c o n t a i n i n g an a d s o r b e n t and a l s o 
h e a t c a p a c i t y m a t e r i a l , said h e a t c a p a c i t y m a t e r i a l b e i n g 
p r e s e n t in an a m o u n t s u f f i c i e n t to p r o v i d e a t e m p e r a t u r e in 
said a d s o r p t i o n z o n e under o p e r a t i o n c o n d i t i o n s w h i c h is 
h i g h e r t h a n the t e m p e r a t u r e that o t h e r w i s e w o u l d e x i s t in 
said a d s o r p t i o n zone u n d e r o p e r a t i n g c o n d i t i o n s ; 
r e g e n e r a t i n g said a d s o r b e n t b y p a s s i n g a r e g e n e r a t i o n s t r e a m 
t h r o u g h said h e a t s t o r a g e zone and t h e n t h r o u g h said 
a d s o r p t i o n zone w h e r e b y said r e g e n e r a t i o n s t r e a m is h e a t e d 
in said h e a t s t o r a g e zone and adding an i n c r e m e n t a l a m o u n t 
of h e a t to said r e g e n e r a t i o n s t r e a m at a p o i n t b e t w e e n said 
h e a t s t o r a g e zone and said a d s o r p t i o n z o n e , said i n c r e m e n t a l 
a m o u n t o f h e a t b e i n g s u f f i c i e n t to r a i s e the t e m p e r a t u r e o f 
said r e g e n e r a t i o n s t r e a m to a p o i n t s u f f i c i e n t for r e m o v i n g 
said a d s ó r b a t e from said a d s o r b e n t in said a d s o r p t i o n zone 
w h e r e b y said a d s o r b e n t is r e g e n e r a t e d . 
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I I . T h e g r o u n d for r e f u s a l w a s that the s u b j e c t - m a t t e r of C l a i m 1, 
w h i c h d i f f e r e d from the o r i g i n a l C l a i m 1 o n l y in the a d d i t i o n 
of the w o r d s "also" and "and" u n d e r l i n e d in the a b o v e text o f 
the claim, is not n o v e l (Articles 54 and 5 2 ( 1 ) E P C ) o v e r t h e 
p r o c e s s d i s c l o s e d in D E - C - 6 0 8 4 6 4 . 

I I I . On 15 M a y 1984 the a p p e l l a n t lodged an a p p e a l a g a i n s t t h e 
d e c i s i o n . The a p p e a l fee w a s d u l y p a i d . T h e a p p e l l a n t filed a 
S t a t e m e n t of G r o u n d s o n 4 J u n e 1 9 8 4 . 

IV. T h e a p p e l l a n t r e q u e s t s c a n c e l l a t i o n of t h e d e c i s i o n to r e f u s e , 
the g r a n t of a p a t e n t w i t h the c l a i m s on file at the t i m e o f 
r e f u s a l , and r e i m b u r s e m e n t of the a p p e a l f e e . 

R E A S O N S F O R T H E D E C I S I O N 

1. T h e a p p e a l c o m p l i e s w i t h A r t i c l e s 106 to 108 and Rule 64 E P C 
and is t h e r e f o r e a d m i s s i b l e . 

2. . T h e o n l y p r i o r art d o c u m e n t cited in the a p p e a l e d d e c i s i o n is 
D E - C - 6 0 8 4 6 4 . This d e s c r i b e s an a p p a r a t u s (Figures 2 and 3) 
h a v i n g t h r e e s u c c e e d i n g zones c o n t a i n i n g an a d s o r p t i o n m e d i u m 
( 3 ) , a h e a t e r (9, 1 0 ) , and a h e a t store (2) r e s p e c t i v e l y , 
t o g e t h e r w i t h i n l e t and o u t l e t d u c t s (4-7) e n a b l i n g s t r e a m s of 
gas to be p a s s e d t h r o u g h the z o n e s in the o r d e r in w h i c h t h e y 
are m e n t i o n e d a b o v e or in the r e v e r s e o r d e r . The o n l y 
i n f o r m a t i o n r e g a r d i n g the n a t u r e of the a d s o r p t i o n m e d i u m is 
that it c o n t a i n s c h a r c o a l ( K o h l e ) . T w o stages of an a d s o r p t i o n 
process are d e s c r i b e d s t a r t i n g from a s i t u a t i o n in w h i c h . t h e 
adsorption m e d i u m a l r e a d y c o n t a i n s b e n z e n e . In the first stage 
water in the form of steam is p a s s e d t h r o u g h the a d s o r p t i o n 
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m e d i u m to d r i v e out the b e n z e n e and t h e n t h r o u g h the h e a t s t o r e 
w h i c h a b s o r b s and s t o r e s h e a t from the s t e a m . Some of the steam 
is r e t a i n e d as w a t e r in the a d s o r p t i o n m e d i u m and is d r i v e n o u t 
in the second s t a g e , w h i c h i n v o l v e s p a s s i n g dry air t h r o u g h the 
zones in the r e v e r s e o r d e r , the h e a t t a k e n up b y the air in 
p a s s i n g t h r o u g h the store serving to further the e v a p o r a t i o n of 
the w a t e r from the a d s o r p t i o n m e d i u m . 

It is clear from the first s e n t e n c e o n p a g e 3 of the d o c u m e n t 
that in the p r o c e s s the w a t e r r e t a i n e d is a c t u a l l y a d s o r b e d b y 
the c h a r c o a l and from the f o l l o w i n g s e n t e n c e that the c h a r c o a l 
i t s e l f h a s a s i g n i f i c a n t h e a t c a p a c i t y , facts w h i c h t h e 
a p p e l l a n t d o e s not c o n t e s t . On t h e o t h e r h a n d t h e r e is 
a b s o l u t e l y no m e n t i o n of the use of a c o m b i n a t i o n of t w o 
d i f f e r e n t m a t e r i a l s in t h e zone in w h i c h a d s o r p t i o n o c c u r s . 

T h e E x a m i n i n g D i v i s i o n t h e r e f o r e r e l i e d in its d e c i s i o n inter 
alia o n the p r o p o s i t i o n t h a t the r e q u i r e m e n t s of C l a i m 1 as 
r e g a r d s the c o n t e n t o f t h e a d s o r p t i o n zone are f u l f i l l e d b y a 
zone c o n t a i n i n g only a s i n g l e m a t e r i a l , such as the c h a r c o a l o f 
t h e cited d o c u m e n t , w h i c h is n o t o n l y an a d s o r b e n t b u t can a l s o 
a p p r o p r i a t e l y b e t e r m e d a h e a t c a p a c i t y m a t e r i a l . 

In r e s p e c t of this the B o a r d n o t e s t h a t , in the p h r a s e , "said 
a d s o r p t i o n zone c o n t a i n i n g an a d s o r b e n t and a l s o h e a t c a p a c i t y 
m a t e r i a l " used in the c l a i m , the w o r d " a d s o r b e n t " is i t s e l f a 
n o u n and not an a d j e c t i v e q u a l i f y i n g the f o l l o w i n g n o u n 
" m a t e r i a l " , as is clear from the s u b s e q u e n t r e f e r e n c e to "said 
a d s o r b e n t " . This fact c l e a r l y i n d i c a t e s that the zone m u s t 
c o n t a i n , in a d d i t i o n to an a d s o r b e n t , h e a t c a p a c i t y m a t e r i a l . 
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That the a d s o r b e n t and h e a t c a p a c i t y m a t e r i a l a r e d i s c r e t e 
e n t i t i e s is further e m p h a s i s e d b y the c o n t r a s t i n g r e f e r e n c e s 
later in the c l a i m , and also in the a p p e n d a n t c l a i m s , to "said 
h e a t c a p a c i t y m a t e r i a l " and "said a d s o r b e n t " r e s p e c t i v e l y . 
Indeed the r e q u i r e m e n t s o f a p p e n d a n t c l a i m s 2 and 3 t h a t t h e 
a d s o r b e n t and h e a t c a p a c i t y m a t e r i a l are p r e s e n t in a w e i g h t 
r a t i o s a t i s f y i n g p a r t i c u l a r c r i t e r i a cannot b e m e t if the 
a d s o r b e n t is also the h e a t c a p a c i t y m a t e r i a l . T h e d e s c r i p t i o n 
m o r e o v e r m a k e s no r e f e r e n c e to use of a zone c o n t a i n i n g o n l y a 
single m a t e r i a l serving the d u a l role of a d s o r b e n t and h e a t 
c a p a c i t y m a t e r i a l and p r o v i d e s no o t h e r i n d i c a t i o n w h i c h m i g h t 
lead the reader to the c o n c l u s i o n t h a t the c l a i m should be 
c o n s t r u e d to cover t h i s s i t u a t i o n . 

T h e r e f o r e , s i n c e , a i n d i c a t e d a b o v e , the cited d o c u m e n t d o e s 
not d i s c l o s e an a d s o r p t i o n zone c o n t a i n i n g t w o d i f f e r e n t 
m a t e r i a l s the s u b j e c t - m a t t e r of C l a i m 1, and h e n c e t h a t of t h e 
r e m a i n i n g C l a i m s , w h i c h are all d i r e c t l y o r i n d i r e c t l y 
a p p e n d a n t to i t , is n o v e l . 

In v i e w of this c o n c l u s i o n the Board c o n s i d e r s it u n n e c e s s a r y 
to e n q u i r e w h e t h e r C l a i m 1 i n c l u d e s other f e a t u r e s w h i c h a r e 
not d i s c l o s e d in the c i t e d d o c u m e n t as t h e a p p e l l a n t a l l e g e s . 

A l t h o u g h the p r o c e s s a c c o r d i n g to the c l a i m s is n o v e l t h e Board 
h a s n o t i n v e s t i g a t e d w h e t h e r the a p p l i c a t i o n s a t i s f i e s the 
o t h e r r e q u i r e m e n t s of the E P C and it is n o t c l e a r w h e t h e r t h e 
E x a m i n i n g D i v i s i o n h a s reached a final c o n c l u s i o n on this 
m a t t e r . In o r d e r not to d e p r i v e the a p p l i c a n t o f h i s r i g h t to 
an e x a m i n a t i o n in two i n s t a n c e s the Board d e e m s it a p p r o p r i a t e 
to r e m i t the a p p l i c a t i o n to the E x a m i n i n g D i v i s i o n for f u r t h e r 
p r o s e c u t i o n , in a c c o r d a n c e w i t h the p r o v i s i o n s o f 
A r t i c l e 1 1 1 ( 1 ) E P C . 

1 0 . A r e q u e s t w a s m a d e for r e i m b u r s e m e n t of t h e A p p e a l Fee o n the 
g r o u n d s that the r e j e c t i o n o f the a p p l i c a t i o n w a s d u e to the 
E x a m i n i n g D i v i s i o n ' s i n c o r r e c t i n t e r p r e t a t i o n of the w o r d i n g of 
C l a i m 1. 

R e i m b u r s e m e n t of the a p p e a l fee is o r d e r e d , w h e r e the Board of 
A p p e a l d e e m s an a p p e a l to b e allowable if such r e i m b u r s e m e n t is 
e q u i t a b l e b y r e a s o n o f a s u b s t a n t i a l p r o c e d u r a l v i o l a t i o n 
(Rule 67 E P C ) . 

A c c o r d i n g to A r t i c l e 9 7 ( 1 ) E P C the E x a m i n i n g D i v i s i o n shall 
r e f u s e an a p p l i c a t i o n if it is of t h e o p i n i o n that such 
a p p l i c a t i o n or the i n v e n t i o n to w h i c h it r e l a t e s does not m e e t 
the r e q u i r e m e n t s of the C o n v e n t i o n . Of c o u r s e in doing so it 
h a s to e n s u r e that it is not c o n t r a v e n i n g the p r o v i s i o n s of 
A r t i c l e 1 1 3 ( 1 ) E P C . 

In r e a c h i n g its o p i n i o n it w i l l i n e v i t a b l y h a v e to i n t e r p r e t 
v a r i o u s d o c u m e n t s and in p a r t i c u l a r the w o r d i n g o f the c l a i m s 
of the a p p l i c a t i o n . In d o i n g so it is s i m p l y f o l l o w i n g the 
p r o c e d u r e laid d o w n in A r t i c l e 9 7 ( 1 ) . T h u s , e v e n t h o u g h the 
d e c i s i o n under a p p e a l w a s b a s e d o n an i n t e r p r e t a t i o n o f C l a i m 1 
found b y the Board to be i n c o r r e c t , no p r o c e d u r a l v i o l a t i o n h a s 
o c c u r r e d . It f o l l o w s t h a t the r e q u e s t for r e i m b u r s e m e n t of t h e 
a p p e a l fee m u s t be r e j e c t e d . 

. . ./. . . 



O R D E R 

It is d e c i d e d that 

1. T h e d e c i s i o n under a p p e a l is set a s i d e . 

2. T h e case is r e m i t t e d t o the E x a m i n i n g D i v i s i o n for f u r t h e r 
p r o s e c u t i o n on the b a s i s of the d o c u m e n t s on w h i c h t h a t 
d e c i s i o n w a s b a s e d . 

3 . T h e a p p e l l a n t s ' r e q u e s t for r e f u n d o f the a p p e a l fee is 
d i s m i s s e d . 

R e g i s t r a r C h a i r m a n 

J. R U C K E R L R. K A I S E R 


