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I. Les faits :
24 octobre 1980 : dépdt d'une demande euro-PCT ;

16 mars 1984 la section des formalités de la DG2

signifie au demandeur la notification
établie conformément & la régle 51(4)”
CBE ;

10 janvier 1985 le demandeur produit la déclaration
suivante : "Applicant wishes to abandon
this application" suite a un entretien
téléphonique avec 1l'agent des formalités
compétent ;

4 février 1985 la section des formalités de la DG2

informe le demandeur que la demande en
cause est retirée a compter du
10 janvier 1985 ;

20 février 1985

le demandeur conteste les conclusions de
1'0OEB, qu'il avait seulement 1l'intention
d'abandonner la demande ;

11 octobre 1985 le chef des formalités de la DG2 rend une

décision constatant que la déclaration du
10 janvier 1985 est une déclaration de

retrait

10 décembre 1985 : le demandeur forme un recours contre la

décision du chef des formalités de la DG2

* Régle 51(4) : Avant de prendre la décision de délivrer le brevet

européen, la division d'examen notifie au demandeur le texte dans lequel
elle envisage de délivrer le brevet européen et l'invite a acquitter
dans un délai de trois mois les taxes de délivrance et d'impression et a
produire une traduction des revendications dans les deux langues
officielles de 1'Office européen des brevets autres que celle de la
procédure ou, si celle-ci a été changée, autres que la langue initiale
de la procédure. Si, dans ledit délai, le demandeur a marqué son
désaccord sur la délivrance du brevet eufopéen dans ce texte, la
notification de la division d'examen est réputée n'avoir pas été faite

et 1l'examen est repris.




la Chambre de recours juridique rejette

28 janvier 1987
le recours et confirme la décision du

chef de formalités de la DG2.

Le droit :

A) le probléme :

a) les prétentions :

l. le demandeur :

la déclaration "the applicant wishes to abandon this
application" n'est pas une déclaration de retrait, parce

que

- le demandeur voulait seulement manifester son intention
\

d 1'OEB d'abandonner le dossier c'est-a-dire qu'aucune

action ne devait &tre entreprise ;

- les termes "to abandon" ne peuvent étre interprétés

comme "to withdraw"
- dans une autre demande, la formulation "the applicant
has decide to abandon the application" n'a pas été

interprété comme une déclaration de retrait.

2. la section des formalités de la DG2 :

la déclaration "the applicant wishes to abandon this

application" est une déclaration de retrait.

b) énoncé du probléme :

La déclaration " the applicant whishes to abandon this
application” est-elle une déclaration claire et non

équivogue de retrait de la demande ?



B) la solution :

a)

b)

énoncé de la solution :

"Une déclaration selon laquelle "le demandeur souhaite
abandonner cette demande" peut étre interprété comme une
déclaration de retrait d'une demande de brevet européen si,
dans les circonstances qui ont donné lieu & une telle
déclaration, aucun élément ne peut &tre considéré comme

devant mettre en cause cette interprétation".

commentaires de la solution :

C'est a partir des faits de la cause et du contenu de la
déclaration de retrait produite que la Chambre de recours
juridique a pu, a juste titre, estimé en 1l'espéce que la
déclaration de retrait "the applicant whishes to abandon
this application" est une déclaration claire, sans réserve
et non équivoque ; la Chambre confirme de ce fait, une
jurisprudence désormais bien établie selon laquelle seule,
une déclaration ayant les attributs mentionnés ci-dessus
produit 1l'effet voulu, & compter de la date de réception de
ladite déclaration. En effet, en l'espéce, 1l'agent des
formalités a demandé au mandataire, suite & un entretien
téléphonique, de confirmer par écrit la déclaration de
retrait ; c'est ce qui a été soumis par la lettre regue a
1'0OEB le 10 janvier 1985 ; la Chambre de recours a pu
conclure que la volonté du mandataire {(agissant au nom et
pour le compte du demandeur) était, en l'espéce, de retirer
la demande, bien que la déclaration ne contienne pas le
terme "withdrawal" (retrait) (cf. point 4, 2® paragraphe des
motifs de la décision). Cette interprétation, en 1'espéce,
est corroborée par le fait que plus de 10 jours aprés la
réception de la lettre de la Section des formalités de la
DG2 1'informant que la demande est retirée a compter du 10
janvier 1985 (et non immédiatement) le mandataire a contesté
1l'effet juridique produit... aprés avoir regu de nouvelles

instructions du demandeur (cf. point 4, 3® paragraphe des

motifs de la décision).




Notons que le droit francgals des brevets exige en cas de
retrait de la demande par le mandataire, gue ce dernier
joigne & la déclaration de retrait un pouvoir spécial de
retrait du demandeur (article 29 du décret du

19 septembre 1979), ce qui évite toute interprétation de lia

déclaration proprement dite.
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Summary of Facts and Submissions

I.

Buro~PCT application No. 80 902 337.7 was filed on-
24 October 1980 claiming the priority of two US
applications filed on 5 November 1979.

On 16 March 1984, a Formalities Officer of the Examining
Division sent to the Appellant's representative a
communication pursuant to Rule 51(4) and (5) EPC informing
him of the intention of the Examining Division to grant a

European patent on the above application.

In answer to this communication, on 14 June 1984, the
Appellant informed the Examining Division of his express
disapproval of the text proposed in the communication of
16 March 1984, adding "we shall contact you in the near
future with details of the corrections that the applicant

On 9 January 1985, the Formalities Officer phoned to the
Appellant's representative to inquire about the corrections
which had not yet been submitted and was informed that the
case was to be abandoned. On 10 January 1985 the
Appellant's repregsentative sent to the EPO a confirmation

containing in substance the single sentence "Applicant

wishes to abandon this application™. This letter was
acknowledged on 4 February 1985 by the Formalities Officer
with a letter stating “Receipt of the declaration of
withdrawal of the European patent application on 10 January

II.
( I1I.
wishes to make®.
Iv.
£
“
1985 is hereby acknowledged".
Ve

On 20 February 1285, the Appellant’s representative

00156

addressed—tothe EPOa telex, later-on-confirmed-by-a
letter, stating that he had not had the intention to
withdraw the application and that the Applicant now wished

to continue prosecution of the application. In a further
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decision of the German Federal Patent Court. The practice
of the EPO in other ‘cases should also be taken into account
because "where the action of the Patent 0ffice (even if
wrong) establishes a practice, then the patent applicants
can expect the practice to be followed. It would be unfair
to change the practice suddenly without official
promulgation especially if this results in the loss of
rights". He annexed to his answer an affidavit, a

statement and other documents fully explaining the history
of the case and requested oral proceedings.

According to these explanations and to those already
given in the statement of grounds, the Appellant's
representative, not having received in due time from his
client any instruction to complete the grant formalities
of the European patent application in suit had addressed
to the EPO the above-mentioned letter dated 14 June 1984
in order to maintain the case pending and avoid rejection
of the patent application. The representative received
later on from his client a letter dated 23 August 1984
asking him to abandon and/or withdraw the case, to which
he answered on 5 September 1984 informing his client "“we
are allowing this case to lapse by failure to complete
the grant formalities at the EPO. We shall take no
further action regarding this application and have closed

PENPP P~ B | "
our—Iilteé

However, at about the same period, the Appellant changed
his mind and decided to reinstate the case. He
effectively gave the instruction to pay the renewal fee
for this application but omitted by mistake to inform the

representative.

Consequently, when the secretary of the representative
received the phone call from the Formalities Officer on
9 January 1985, she consulted the file which was marked

eoofeee
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abandoned and informed the Formalities Officer that the
requested amendments would not be filed. She agreed to
address to the EPO a confirmation letter which was sent
on 10 January 1985 and acknowledged as a withdrawal by
the Formalities Officer on 4 February 1985.

On 18 February 1985 the representative received a further
communication from his client instructing him to complete
<the-Rule 51(4) procedure. He then addressed to the EPO
the above-mentioned telex dated 20 February 1985.

IX. The request for a hearing was withdrawn by letter of
7 January 1987 in which the Appellant requested the Board
to continue the procedure by correspondence.

Reasons for the Decision

1. The appeal complies with Articles 106=108 and Rule 64 EPC

and is therefore admissible.

2. The Board has previously held that although the objective
content of a letter ig decisive to determine whether it
constitutes an unconditional response to a gquestion from the
EPO, this content is not to be interpreted in isolation but
in the context of earlier communications from the Examining
Division and letters from the applicant (see J 24/82,

J 25/82, J 26/82, OJ EPO 1984, 467).

3. In the present case, the Appellant’s representative, in
response to khe "notice of communication pursuant to
Rule 51(4) and (5) EPC" dated 16 March 1984 had written a
letter dated 14 June 1984 expressing his disapproval of the
text proposed by the Examining Division and indicating that
he would shortly propose some corrections. To the verbal
inguiries made on 9 January 1985 (i.e. more than six months

00156 QQ&/QQB
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later) by a Formalities Officer of the Examining Division,
he answered that the case was to be abandoned and he sent a

COnfirmaﬁ i@ﬁ Tethers o 6 S&na&ry 198 Bg

It is evident that, in this context, the intent both of the
Formalities Officer in asking for a confirmation of this
telephone conversation and of the appellant's representative
in sending the letter of confirmation was to terminate the

case without any formal decision.

4. In this context, no other interpretation can be given of
this letter of the Appellant's representative which contains
( only one sentence "Applicant wishes to abandon this B

application”.

Even if it can be accepted that abandonment is simply taking
no action and thus allowing the application to fail by
failure to take the necessary procedural steps, nevertheless
when, as in the present case, the wish to abandon the
application is manifested and communicated to the EPO in
writing without any limitation or condition, this action may
rightly be considered as a completely unqualified and
unambiguous notice of withdrawal. Even if the formulation
does not contain the word "withdrawal"”, the intent of the
applicant has been clearly expressed by his duly authorized

A~

representativeandis thus irrevecable.—

This interpretation is confirmed by the fact that the
Appellant's representative did not immediately raise
objections to the acknowledgement of withdrawal dated

4 February 1985 but only sent his telex of 20 February 1985
after having received new instructions from his client

- asking-him-to—revive. the case.
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5. The fact that in another case, at about the same time, a
Formalities Officer of the Examining Division had considered
the wording “Applicant has decided to abandon this
applica@%one Please refund the grant and printing fees ..."
not cléar enough to constitute a formal withdrawal cannot be
considered as having established a precedent or a practice
on which the Appellant's representative is entitled to rely
in the present case.

6. The Appellant has referred to various opinions on national
law and has also cited a decision given by the German
Federal Patent Court on 21 December 1970 which he considered
that the Board of Appeal had to take into consideration
under Article 125 EPC.

The Board considers that in accordance with its terms,
considered in the context of the EPC as a whole, Article 125
EPC is only applicable in the absence of relevant procedural
provisions in the Convention. In the present case, the
question submitted to the Board is not a question of
procedural rules at all but only a question of
interpretation of a specific statement, namely "Applicant
wishes to abandon this application”. For the interpretation
of this statement there can be no applicable principle of

procedural law within the meaning of Article 125 EPC.

7. Consequently, the Board is of the opinion that the Head of
Formalities section of Directorate General 2 of the EPO had
correctly interpreted the letter of the Appellant's
representative dated 10 January 1985 as a valid notice of
withdrawal of the European paggnt application.

8. Since the appeal is consequently not allowable the reqguest
for reimbursement of the appeal fee presented in the

Appellant's statement of grounds filed on 21 February 1986

00156 coofooo
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must also be rejected, in conformity with the provisions of

Rule 67 EPC.

Order
For these reasons, it is decided that:
1. The appeal against the decision of the Head of the

Formalities Section of Directorate General 2 of the European
Patent Office dated 11 October 1985 is dismissed.

2. The request for reimbursement of the appeal fee is
( rejected.
The Registrar: The Chairman:

T o . /Z{c fors., ot
(P 28139
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