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HEADNOTES:

1. R. 9.3 (a) of the Rules of Procedure authorises the Court to extend time periods. However,
this possibility should only be used with caution and only in justified exceptional cases.

2. Such an exceptional case regularly exists if access to a pleading in the unredacted version
was initially restricted to the representatives due to an application for protection of confi-
dential information (R. 262A RoP). The only way to ensure that the party concerned can ex-
change information with its representatives, develop a strategy taking into account the ar-
guments of the other party and, where necessary, provide technical and/or economic input,
is to grant access to the information in question to the party's employees with the relevant
knowledge.

3.  The Rules of Procedure provide for a time period of two months for the filing of the Reply to
the Statement of defence which includes a Counterclaim for revocation (R. 29 (a) RoP). This
time period must be available to the claimant and its representatives in order to jointly de-
velop a defence strategy based on all the facts and to file pleadings on the basis of that stra-
tegy. Therefore, an extension of the time period is, in principle, granted upon request.

4.  The same applies to the Counterclaim for revocation. The principles of due process and the
right to be heard require that a party must be able to reconcile its arguments on (non)-in-
fringement with those on validity and possible amendment of the claims, in particular in its
first submission on validity.
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SUBJECT OF THE PROCEEDINGS: Patent infringement action — Rule 9.3 (a) RoP Extension of a time pe-
riod

SUMMARY OF THE FACTS:

On 6 February 2024, the defendants filed their Statement of defence, including related Counter-
claims for revocation. Simultaneously, the defendants filed allegedly confidential information con-
cerning the factual basis of the alleged private prior use, as well as business figures concerning
their application for enforcement security.

The Local Division in Dusseldorf issued a final order on the confidentiality request (R. 262A RoP)
on 27 March 2024 (ORD_7096/2024). In this order, three of the claimant’s employees were
granted immediate access to the confidential information, while the remaining six employees will
only be granted access after the 15-day appeal period and one additional week has elapsed. Pre-
viously, access had been restricted to the claimant’s representatives.

Accordingly, claimant requests

to extend the time period for the claimant’s reply to the Statement of defence, the Counter-
claims for revocation and an application to amend the patent until May 28, 2024.

GROUNDS FOR THE ORDER:

R. 9.3 (a) of the Rules of Procedure authorises the Court to extend time periods. However, this
possibility should only be used with caution and only in justified exceptional cases
(UPC_CFI_363/2023 (LD Dusseldorf), Order of 20 January 2024, GRUR-RS 2024, 5106).

Such an exceptional case is given here.

Pursuant to R. 29 (a) RoP, within two months of service of a Statement of defence which includes
a Counterclaim for revocation, the claimant shall lodge a Defence to the Counterclaim for revoca-
tion together with any Reply to the Statement of defence and any Application to amend the patent
pursuant to Rule 30, if applicable. This means that the time period will run from the date of service,
even if an application for protection of confidential information (R. 262A RoP) has been made in
respect of that Statement of defence, on which an order will be issued at a later date (different
opinion: UPC_CFI_54/2023 (LD Hamburg), Order of 28 November 2023).

However, this does not mean that the party who is the subject of a request and/or order for con-
fidentiality is without protection. On the contrary, its interests may be taken into account by ex-
tending the relevant time period upon request in cases where none of the claimant’s employees
had access to the pleadings in question.

As the Local Division has already explained in detail in its Order of 27 March 2024, R. 262A RoP
establishes as a ground rule of paramount importance that at least one natural person from each
party and their respective lawyers or other representatives must be granted access in order to
ensure a fair trial (UPC_CFI_355/2024 (LD Disseldorf), Order of 27 March 2024, p. 10). This is true
in general, but even more so where, as here, the (allegedly) confidential information relates to the
prior use as a key defence of the defendants which may be decisive for the outcome of the case.
The only way to ensure that the party concerned can exchange information with its representa-
tives, develop a strategy taking into account the arguments of the other party and, where neces-
sary, provide technical and/or economic input, is to grant access to the information in question to
the party's employees with the relevant knowledge. This was granted for the first time on 27 March
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2024, initially on a limited basis. The Rules of Procedure provide for a time period of two months
for the filing of the Reply to the Statement of defence which includes a Counterclaim for revocation
(R. 29 (a) RoP). This time period must be available to the claimant and its representatives in order
to jointly develop a defence strategy based on all the facts and to file pleadings on the basis of that
strategy. It is therefore necessary to extend the time period, as requested.

The same applies to the Counterclaim for revocation. The claimant correctly points out that the
principles of due process and the right to be heard require that a party must be able to reconcile
its arguments on (non)-infringement with those on validity and possible amendment of the claims,
in particular in its first submission on validity.

Such an extension of time will not unduly disadvantage the defendants. The R. 262A RoP order
was issued at the request of the defendants in order to protect their confidential information. The
initial restriction of access to the claimant’s representatives also served this purpose. The down-
side of this is the extension that has now been granted. In responding to a R. 262A RoP request,
the claimant must accept that it will only receive delayed and restricted access. Defendants must
now accept that, as a result of this restriction and delay, the claimant will need more time to re-
spond to the defendant’s arguments. There is no indication that the claimant’s request for an ex-
tension of the relevant time periods is unduly delaying the proceedings.

ORDER:

The time period for the claimant’s reply to the Statement of defence, the Counterclaims for revo-
cation and an amendment of the patent is extended until 28 May 2024.

DETAILS OF THE ORDER:

App_17472/2024, App_17479/2024, App_17481/2024, App_17581/2024 and App_17651/2024 related to
the main proceeding ACT_578607/2023, CC_3088/2024, CC_3090/2024 and CC_3093/2024

UPC-Number: UPC_CFI_355/2023

Subject of the Proceedings: Patent infringement action
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