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Decision
of the Court of First Instance of the Unified Patent Court 

issued on 05/06/2025

PLAINTIFF

PHOENIX CONTACT GmbH & Co KG, Flachsmarktstraße 8-28, 32825 Blomberg, Germany,

represented by: Lawyer Hannes Jacobsen, CBH Rechtsanwälte, Ismaninger Straße 65a, 
81675 Munich.

DEFENDANT

1) Industria Lombarda Materiale Elettrico I.L.M.E. S.p.A., Via Marco Antonio Colonna 9 -
20149, Milan, Italy,

2) ILME GmbH Elektrotechnische Handelsgesellschaft, Max-Planck-Straße 12, 51674 
Wiehl, Germany,

represented by: Attorney Dr Henrik Timmann, rospatt Rechtsanwälte PartGmbB, 40547 
Düsseldorf, Germany.

PATENT IN SUIT

European patent EP 3 602 692

DECISION-MAKING BODY/CHAMBER

Panel 2 of the Munich local division

PARTICIPATING JUDGES

This decision was issued by the presiding judge Ulrike Voß (rapporteur), the legally qualified 
judge Dr Daniel Voß, the legally qualified judge Mojca Mlakar and the technically qualified judge 
Hergen Kapels.

Local Chamber Munich
UPC_CFI_342/2024
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LANGUAGE OF THE PROCEEDINGS

German

OBJECT

Withdrawal of claims according to R. 265 VerfO / Reimbursement of court fees R. 307.9 VerfO
/ Cancellation of oral hearing

BRIEF PRESENTATION OF THE FACTS

1. In a statement of claim dated 24 June 2024, the plaintiff filed a claim against the defendants 
for infringement of European patent EP 3 602 692 (patent in dispute). The defendants denied 
use of the patent in dispute and also filed a counterclaim for a declaration of invalidity of the 
patent in dispute. The plaintiff has opposed the counterclaim for revocation and, in the 
alternative, has filed applications for amendment of the patent.

2. On 6 May 2025, the judge-rapporteur issued an interim order in preparation for the oral 
hearing scheduled for 17 June 2025. Among other things, this order stated the intention to 
set the value in dispute of the counterclaim for a declaration of nullity at € 1,500,000.00 and 
also ordered that the interim proceedings be concluded on 23 May 2025. This deadline was 
extended until 2 June 2025 at the request of the parties.

3. In a statement dated 30 May 2020, the plaintiff filed an application to withdraw the action and 
declared that it was withdrawing the infringement action in fulfilment of an out-of-court 
settlement reached between the parties. It also agreed to withdraw the counterclaim and had 
no interest in a decision by the court on the claim. A separate and repeated hearing of the 
plaintiff was not necessary. Applications for costs were not made in the action and 
counterclaim proceedings.

4. Plaintiff also requests that she be reimbursed 40% of the court fees paid for the action, Rule 
370.9(b)(ii) of the Rules of Procedure.

5. In a statement dated 2 June 2020, the defendants withdrew the counterclaim for a 
declaration of invalidity of the patent in suit and asked the court to declare the withdrawal 
pursuant to Rule
265.1 sentences 2 and 3 of the Code of Procedure and to issue decisions and orders in 
accordance with Rule 265.2 of the Code of Procedure. There was no need to hear the 
defendants pursuant to Rule 265.1 sentence 2 of the Rules of Procedure. The defendants 
agreed to the withdrawal of the infringement action and had no interest in the court deciding 
on the infringement action. The parties would not make any applications for costs.

6. Defendants also request reimbursement of excess court costs for the counterclaim pursuant 
to Rule 370.9(b)(ii) of the Rules of Procedure.

7. In the opinion of the defendant, the same amount in dispute should be applied to the action 
for revocation as to the action for infringement. There is no reason to base the value in 
dispute of the revocation counterclaim on the value of the patent instead of the interest of the 
revocation counterclaimant in the declaration of invalidity. This is because, in principle, the 
value in dispute in court proceedings reflects the plaintiff's interest in legal action. Irrespective 
of this, the specific circumstances of the individual case at hand also argue in favour of 
setting the revocation counterclaim at a value in dispute of
€ 750,000.00 should be assessed. The defendants are not aware that any further 
infringement actions arising from the patent in dispute are pending before the UPC or the 
national courts.
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would be. The common value of the patent in dispute therefore corresponds to the value in 
dispute of the infringement action, which quantifies the (original) interest of the defendant in 
the desired destruction of the patent in dispute, with which the basis of the pending 
infringement action should be withdrawn. Moreover, a higher amount in dispute for the 
revocation counterclaim did not appear justified because the revocation counterclaim only 
concerned one patent - the patent in suit. Finally, the fact that both defendants filed a 
revocation counterclaim could not justify a doubling of the amount in dispute for the 
infringement action. This is because both defendants were also attacked by the infringement 
action. In addition, the interests of the defendants in the destruction of the patent in suit 
overlapped completely. Both defendants had been forced to jointly file a revocation 
counterclaim because, according to the previous case law of the UPC, a stay for each 
defendant could only be considered if the defendant in question had itself filed a revocation 
counterclaim.

REASONS FOR THE ORDER

I.

8. Pursuant to Rule 265.1 sentence 1 of the Rules of Procedure, a plaintiff may request the 
withdrawal of his action as long as no decision has been made on the action. According to 
sentence 3, the application for withdrawal is not permitted if the other party has a legitimate 
interest in the court deciding on the action.

9. On this basis, the withdrawal of the action must be permitted. The plaintiff filed the motion to 
withdraw the action before a (final) judgement was issued. The defendants have not asserted 
any legitimate interests within the meaning of the aforementioned provision. Such legitimate 
interests cannot be recognised in any other way either.

10. The same applies to the withdrawal of the counterclaim for revocation of the patent in suit by 
the defendant, including the requests for amendment of the patent in suit.

II.

11. Pursuant to Rule 265.2 (a) and (b) of the Rules of Procedure, the consequence of admitting 
the withdrawal of the action is the termination of the proceedings and the entry of the 
decision in the register.

12. Pursuant to Rule 265.2 (c) of the Rules of Procedure, the court must also make a decision on 
costs in accordance with Part 1 Chapter 5 if the withdrawal of the action is authorised. No 
application by the parties is required for this decision; it is also to be issued without such an 
application. However, if the parties state that they do not wish to apply for a decision on the 
parties' costs, this can be taken into account when making the decision on costs. This 
statement is generally to be understood to mean that there will be no reimbursement of costs 
between the parties and that each party should bear its own costs.

III.

13. Rule 370.9 (b) of the Rules of Procedure provides that if an action is withdrawn [Rule 265], 
the party obliged to pay the court fees may receive a refund. The amount of the 
reimbursement is determined in accordance with letters (i) -
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(iii) the date of withdrawal. If the action is withdrawn before the conclusion of the interim 
proceedings, a refund of 40% of the court fees may be made in accordance with (ii). 
According to Rule 370.11 of the Rules of Procedure, an application is required for 
reimbursement.

1)

14. On this basis, the plaintiff is to be reimbursed 40 % of the court fees paid, i.e. € 5,400.00. The 
action was withdrawn prior to the conclusion of the interim proceedings. According to the 
plaintiff's uncontradicted submission, the value in dispute of the infringement action is to be 
set at € 750,000.00€ . The plaintiff had paid court fees of € 13,500.00 for the action.

2)

15. Since the withdrawal of the counterclaim for annulment of the defendants also took place 
before the conclusion of the interim proceedings, the defendants are also entitled to 
reimbursement of 40 % of the court fees.

a)

16. The value in dispute of the counterclaim for a declaration of nullity does not amount to € 
750,000.00 as assumed by the defendants, but is to be set at € 1,125,000.00.

17. The determination of the value in dispute for the counterclaim for a declaration of nullity is based on 
point 2 b) (2)
(ii) the Directive of the Administrative Committee for the determination of court fees and the 
upper limit for recoverable costs of 24 April 2023, according to which, in the absence of 
relevant information, it can be assumed that the value of the counterclaim for a declaration of 
invalidity corresponds to the value of the infringement action plus 50 %.

18. The defendants rightly point out that this is not a binding standard, but merely a proposal by 
the Administrative Committee. Consequently, the court is not obliged to adopt the calculation 
of the value in dispute proposed by the Administrative Committee for the action for 
annulment. However, the court considers the proposed (flat-rate) calculation of the value in 
dispute to be correct in principle and does not see any (special) circumstances in the present 
case that make it appear necessary to determine a different value in dispute.

19. The value of a counterclaim for a declaration of invalidity consists, on the one hand, of the 
interest of an invalidity plaintiff in the destruction of the patent in dispute. The value of the 
infringement action is usually decisive for this, as this generally reflects the interest of the 
invalidity plaintiff in the destruction of the patent in dispute, as such destruction deprives the 
infringement action of its basis. On the other hand, when determining the value in dispute, it 
must be taken into account that the interest of an action for a declaration of invalidity 
generally exceeds the individual interest of an invalidity plaintiff, even if the declaration of 
invalidity is pursued by way of a counterclaim. If the action for a declaration of invalidity is 
successful, the patent in dispute will be declared invalid with effect for everyone. The value in 
dispute of the invalidity action must therefore also include the general value of the patent in 
dispute when the action is brought, which should also take into account the patentee's own 
use of the patent in dispute. Lying
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If there are no other indications, the general value of a patent in dispute can be determined 
by adding a percentage to the value in dispute of the infringement action. The amount of the 
surcharge proposed by the Administrative Committee in this respect is, in principle, 
appropriate in the opinion of the court.

20. Based on this, the value in dispute of the counterclaim for a declaration of nullity amounts to 
€ 1,125,000.00 (€ 750,000.00 [value in dispute of infringement action] + € 375,000.00 [50 % 
surcharge]).

21. No circumstances have been brought forward or are otherwise apparent that would justify a 
different determination of the value in dispute. Insofar as the defendants argue that they are 
not aware that further infringement actions arising from the patent in dispute are pending 
before the UPC or the national courts, it should be noted that the assessment of the general 
value of a patent does not only depend on currently (currently) pending proceedings against 
third parties. Apart from the fact that the patentee's own use should also be taken into 
account, the entire (remaining) term of the patent must be considered. A doubling of the 
amount in dispute of the action for a declaration of nullity due to the fact that this action was 
brought by both defendants did not occur in the present case, which is why the defendants' 
arguments to this effect are also unsuccessful. Finally, the defendant's reference to the fact 
that the subject matter of the revocation counterclaim is only one patent, combined with the 
reference to point II. 2 b (3) of the Administrative Committee's Guidelines for the 
Determination of Court Fees and the Upper Limit for Recoverable Costs of 24 April 2023, 
does not lead any further. The aforementioned point deals with the case that more than one 
patent is the subject of an action and in this respect provides for the separate calculation of 
the value of each patent. In the present case, however, there are two actions, the 
infringement action and the revocation action, for each of which a separate value in dispute is 
to be determined. The fact that the two proceedings concern the same patent is irrelevant in 
this respect.

b)

22. In accordance with sections I. and II. of the court fee table adopted by the Administrative 
Committee on 8 July 2022, the determined amount in dispute results in a court fee for the 
counterclaim for a declaration of nullity of € 19,000.00 (€ 11,000.00 fixed fee + € 8,000.00 fee 
depending on the amount in dispute). As the defendants have so far only paid an amount of € 
13,500.00€ , there is therefore an additional claim in the amount of the difference,
i.e. in the amount of € 5,500.00.

23. Based on the amount in dispute of the counterclaim for a declaration of nullity and the 
resulting court fees, the defendant's claim for reimbursement pursuant to Rule 370.9 (b) (ii) 
VerfO amounts to € 7,600.00. In view of the aforementioned additional claim with regard to 
the court fees, the reimbursement amount is therefore reduced to € 2,100.00.

ARRANGEMENT

1. Withdrawal of the action is authorised, Rule 265.1 VerfO.

2. Withdrawal of the counterclaim for a declaration of invalidity including the requests for 
amendment of the patent is allowed, Rule 265.1 RP.
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3. The proceedings are declared terminated, Rule 265.2 (a) RP.

4. This decision must be entered in the Register, Rule 265.2 (b) of the Rules of Procedure.

5. The parties shall each bear their own costs. There shall be no reimbursement of costs 
between the parties.

6. The date for the oral hearing of 17 June 2025 is cancelled.

7. The plaintiff is to be reimbursed 40 % of the court fees paid for the action, i.e. an amount 
of € 5,400.00.

8. The defendants are to be reimbursed 40 % of the court fees for the counterclaim for a 
declaration of nullity less the additional court fees, i.e. an amount of € 2,100.00.

9. The value in dispute of the action is set at € 750,000.00. The value in dispute of the 
counterclaim for a declaration of nullity is set at € 1,125,000.00.

INSTRUCTION TO THE LAW FIRM

The Registrar is directed to make the payment referred to in paragraphs 7 and 8 of the order as 
soon as possible, Rule 370.11, p. 2 VerfO.

ARRANGEMENT DETAILS

Action for infringement: UPC_CFI_342/2024 ACT_37621/2024 Action 
for revocation: CC_54735/2024 UPC_CFI_587/2024 Request for 
amendment of the patent: App_64909/2024 App_25959/2025
App_25858/2025 App_25869/2025

Ulrike Voß Presiding 
judge

Dr Daniel Voß
Legally qualified judge

Mojca Mlakar
Legally qualified judge

Hergen Kapels
Technically qualified judge

For the Deputy Chancellor
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