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SUBJECT OF THE PROCEEDINGS: Patent infringement action with FRAND counterclaim — value in dis-
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REASONS FOR THE ORDER:

Reference is made to the order of 20 June 2025. After having been heard, the Defendants did not
bring forward any argument which justifies a deviating result at this stage.

First, contrary to Defendants, a FRAND counterclaim is not a mere defence to the infringement
action and its value in dispute therefore is not limited to the value in dispute of the infringement
action. Rather, a FRAND counterclaim — at least if it is not restricted to a license for the patent-in-
suit only - expands the subject-matter and thus the value in dispute of the court proceedings
beyond the infringement action. The fact that the Regional Court of Munich may require a
defendant to file a FRAND counterclaim in order not to be regarded as unwilling licensee is not
decisive in proceedings before the UPC. Moreover, even if a defendant were obliged to file a
FRAND counterclaim in order not to risk being considered to be unwilling to obtain a FRAND



license, this would not change the fact that a FRAND counterclaim — at least before the UPC —
expands the subject matter of the court proceedings to a subject matter previously not contained
in the infringement action. Similarly, the objective interest of the counterclaimant — especially if
the counterclaim is not restricted to a license for the patent-in-suit only — goes beyond fending-off
the infringement action.

The fact that a FRAND counterclaim is not expressly listed in the fee basis does not justify the
conclusion that a FRAND counterclaim is free of court fees. There is no indication that any type of
action or counterclaim is intended to be exempt from court fees. At the very least, an additional
action or counterclaim in pending court proceedings increases the value in dispute of those
proceedings.

Second, the fee limit for a counterclaim of revocation is not applicable mutatis mutantis to a
FRAND counterclaim.

The reason for limiting the fees for a counterclaim for revocation, which only relates to court fees,
is not to avoid that, without the limitation of the court fees, a defendant might be deterred from
filing a counterclaim for revocation, which is required to assert the invalidity of the patent-in-suit,
just because of the court fees. If this were the case, representatives' costs, or at least reimbursable
representatives' costs, which significantly exceed the amount of court fees, would also have been
limited. Rather, the reason for limiting the restriction to court fees alone seems to be that not all
UPC Member States impose fees on (counter)claims for revocation and, possibly, that the
defendant also pursues the public interest in the revocation of an invalid patent by filing a
counterclaim for revocation, which might justify granting him preferential treatment with regard
to court fees. In any case, the situation with regard to a counterclaim for revocation is not
comparable to a FRAND counterclaim because the defendant can instead rely on the pure FRAND
objection within the infringement proceedings. Moreover, even if a SEP implementer had to file
an action for the grant of a FRAND licence in order to be considered an implementer willing to
obtain a licence if the patent proprietor refuses to grant him a FRAND license, this would still have
to apply regardless of whether or not the implementer was sued by the patent proprietor for
infringement. Against this backdrop, a FRAND counterclaim in order to demonstrate a willingness
to obtain a FRAND license is not prompted by the defence against a patent infringement action.

Moreover, taking the scope of the license sought and the parties’ different views on the licence
fee into account does not conflict with a valuation method that is “as simple as practically possible”
(cf. section I.1 of the guidelines of the Administrative Committee for the determination of the court
fees and the recoverable costs of the successful party). Rather, the value is usually determined
without difficulty from the different licence fees that the parties consider to be FRAND.

Since the Defendant 1, by filing a FRAND counterclaim that is not limited to the patent-in-suit, is
seeking a licence agreement that goes beyond the patent-in-suit and that corresponds to its
understanding of FRAND, it is not disadvantaged by having to pay fees that exceed the fees for the
infringement action. Rather, if successful, Defendant 1 will receive more than if it merely defended
itself against the infringement action. For the same reason, higher fees than those for an
infringement action are not disproportionate and not unfair.

ORDER:

The order of 20 June 2025 is confirmed and remains in force.
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