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PATENT AT ISSUE:

European Patent No. EP 2 624 031 B1 
PANEL:
Panel 1 of the Düsseldorf local division 
JUDGES:
This decision was delivered with the participation of Presiding Judge Thomas, legally qualified Judge 
Dr Schumacher as judge-rapporteur, legally qualified Judge Agergaard and technically qualified judge 
Dr Hansson.

LANGUAGE OF THE PROCEEDINGS: German

SUBJECT MATTER: Action for infringement and counterclaim for revocation

ORAL HEARING: 22 January 2026

BRIEF SUMMARY OF THE FACTS:

1. The claimant brings proceedings against the defendant for infringement of European patent EP
2 624 031 B1 (Annex K 5, hereinafter: the patent at issue).

2. The patent at issue originated from the divisional application of 29 April 2013 (Annex PS1c;
hereinafter: PS1c or divisional application), published as EP 2 624 031 A1, which is based on
PCT application WO 2011/124671 of 8 April 2011 (Annex PS1b; hereinafter: PS1b or parent
application). Following entry into the European phase, PS1b is filed under application number
11 712 871.0 (publication number EP 2 556 397 A1).

3. The patent at issue claims a filing date of 8 April 2011 and the priority of DE 10 2010 003 750 of
8 April 2010 (Annex PS1a; hereinafter: PS1a or priority document). The patent application was
published on 7 August 2013. The notice of grant of the patent at issue was published on 13
December 2017. The patent at issue is currently in force in Germany, France and Italy (register
extracts submitted as bundle of annexes K 2).

4. EP 1 556 397 B1 (Annex PS1d; hereinafter: PS1d or parent patent) was derived from the parent
application.

5. No opposition was filed with the European Patent Office (EPO) against the grant of the patent
at issue.

6. The claimant was formed through the merger of TRUMPF Laser- und Systemtechnik AG with
TVDO III AG. TRUMPF Laser- und Systemtechnik AG had previously been formed by the
conversion of TRUMPF Laser- und Systemtechnik GmbH through a change of legal form. The
claimant is therefore the universal successor in title to, inter alia, TRUMPF Laser- und
Systemtechnik AG and TRUMPF Laser- und Systemtechnik GmbH.

7. The claimant is the sole owner of the German, French and Italian parts of the patent at issue
(register extracts submitted as bundle of annexes K2).
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8. […]

9. The patent at issue is entitled ‘Method and order for generating a laser beam with varying
beam profile characteristics using a multi-clad fibre’. Independent claims 1 and 2, which protect
a method and an order, are worded as follows:

Claim 1

“Method for generating a laser beam (3) with varying beam profile characteristics, wherein a laser 
beam (61, 62) is coupled into one end (1a) of a multi-clad fibre (1), in particular a double-clad 
fibre, and is decoupled from the other fibre end (1b) of the multi-clad fibre (1), and wherein, to 
generate a first beam profile characteristic of the decoupled laser beam (3), a first laser beam (61) 
is coupled at least into the inner fibre core (4) of the multi-clad fibre (1) and, to generate a 
different second beam profile characteristic of the decoupled laser beam (3), a different second 
laser beam (62) is coupled into at least one outer ring core (6) of the multi-clad fibre (1).”

Claim 2

“Order (60) for generating a laser beam (3) with a different beam profile characteristic, wherein 
the order comprises at least the following elements:

a multi-clad fibre (1), in particular a double-clad fibre, with an inner fibre core (4) and at 
least one outer ring core (6),

and

a switchable device (65) having at least two switching positions, wherein, in the first 
switching position, a first laser beam (61) is selectively coupled at least into the inner fibre 
core (4) of the multi-clad fibre (1) and, in the second switching position, a different second 
laser beam (62) is coupled at least into at least one outer ring core (6) of the multi-clad 
fibre (1).’

10. Patent claim 3, asserted by the Claimant by way of a ‘in particular’ application, reads:

“Order according to claim 2, characterised in that the diameter (2 r1) of the inner fibre core (4) of 
the multi-clad fibre (1) is at most approx. 200 μm, in particular at most approx. 150 μm, 
preferably at most approx. 120 μm.”

11. The defendant is the universal successor in title to IPG Laser GmbH following a conversion by
way of a change of legal form.

12. In its claim, the claimant challenges fibre lasers from the ‘YLS-AMB’ series, which the defendant
also refers to as ‘dual-beam lasers’ (hereinafter: the contested product). The designation ‘YLS’
describes the laser type (Ytterbium Laser System), whilst the designation ‘AMB’ stands for
‘Adjustable Mode Beam’. In particular, the devices depicted on the defendant’s website as
follows are the subject of the infringement:
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13. The defendant manufactures the contested embodiment in Germany and offers it, inter alia,
via the website www.ipgphotonics.com (see Annex K 7) in German, French and Italian in
Germany, France and Italy. Furthermore, the defendant distributes the contested embodiment
in Germany, among other places.

14. The claimant purchased the following example of the ‘YLS-1500/1500-U-AMB’ device, including
the associated ‘LaserNet’ software, from a dealer in Germany:

15. The dealer had previously obtained the device from the defendant in Germany.

KEY PROCEDURAL STEPS:

Subsequent subsidiary claims for amendment of the patent in the document of 25 August 2025
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16. On 25 August 2025, the claimant submitted, in a single document, both its rejoinder to the
counterclaim for revocation and its Reply in the proceedings for amendment of the patent. In
this document, it made further subsidiary applications in relation to its application for
amendment of the patent.

17. On the same day, 25 August 2025, the claimant applied for the admission of the new auxiliary
claims pursuant to Rule 30.2 of the RoP, as well as for the new claim formulations to be taken
into account in the infringement proceedings in the alternative. It also applied for the
corresponding document to be admitted in the infringement proceedings pursuant to Rule 36
of the RoP.

18. By order of 12 September 2025, the Board rejected the Claimant’s applications of 25 August
2025 for the admission of subsequent applications for amendment of the patent pursuant to
Rule 30.2 of the RoP, as well as for the admission of a further document pursuant to Rule 36 of
the RoP.

(Non-)admission of certain arguments in the document of 25 August 2025

19. In its document of 1 September 2025, the defendant requested that the following sections of
the Claimant’s aforementioned document of 25 August 2025 be disregarded in accordance
with Rule 9.2 of the RoP:

- Section B on the scope of the invention and the interpretation of the patent at issue in its 
granted version, paragraphs 5 to 27;

- Section C on the (lack of) legal basis in the granted version, paras. 28 to 109; and

- Section F on […], paras. 196 to 200.

20. In the alternative, the defendant has requested, pursuant to Rule 336 of the RoP, to be
permitted to respond to these sections in the reply to the amendment and to have the one-
month reply period extended by two weeks for this purpose.

21. In a document dated 8 September 2025, the claimant requested that the arguments in the
aforementioned document of 25 August 2025, insofar as they relate to […], be admitted in the
infringement proceedings pursuant to Rule 36 of the RoP.

22. By order of 12 September 2025, the Chamber ordered that the Claimant’s submissions
concerning […] in its document of 25 August 2025 (Section F, paras. 196–200) be disregarded
pursuant to Rule 9.2 of the RoP. The Chamber rejected the defendant’s further applications set
out in its written submission of 1 September 2025, as well as the claimant’s applications of 8
September 2025 for the admission of a further pleading.

APPLICATIONS BY THE PARTIES:

Action for infringement

23. The claimant requests:

I. The defendant is prohibited from
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1. Orders for generating a laser beam which are suitable and intended for carrying
out a method for generating a laser beam with varying beam profile
characteristics,

to offer or supply to customers in Germany, France and/or Italy,

wherein a laser beam is coupled into one end of a multi-clad fibre, in particular a
double-clad fibre, and is decoupled from the other end of the multi-clad fibre, and
wherein, to generate a first beam profile characteristic of the decoupled laser
beam, a first laser beam is coupled into at least the inner fibre core of the multi-
clad fibre, and to generate a different second beam profile characteristic of the
decoupled laser beam, a different second laser beam is coupled into at least one
outer ring core of the multi-clad fibre

(EP 2 624 031 B1 – indirect infringement of claim 1);

2. Orders for generating a laser beam with a different beam profile characteristic,

in Germany, France and Italy, to offer, place on the market or use, or to import or
possess for the aforementioned purposes,

wherein the order comprises at least the following elements: a multi-clad fibre, in
particular a double-clad fibre, with an inner fibre core and at least one outer ring
core, as well as a switchable device with at least two switching positions, wherein
in the first switching position a first laser beam is optionally coupled into at least
the inner fibre core of the multi-clad fibre and in the second switching position a
different second laser beam is coupled into at least one outer ring core of the
multi-clad fibre

(EP 2 624 031 B1 – direct infringement of claim 2);

in particular where

the diameter of the inner fibre core of the multi-clad fibre is at most approx. 200 
µm, in particular at most approx. 150 µm, preferably at most approx. 120 µm

(EP 2 624 031 B1 – direct infringement of claim 3).

II. The defendant is ordered to

1. to provide the Claimant with information on the extent to which it has carried out
the acts referred to in Section I since 13 December 2017, in the form of a
structured, coherent, electronically analysable list organised by calendar month
and by the devices referred to in Section I,
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and identified by their type designations, which includes the following information:

a) the origin and distribution channels of the products,

b) the identity (names and addresses) of all third parties involved in the 
manufacture or distribution of the products,

c) the quantities of the devices manufactured, offered, delivered, received or 
ordered, and the respective purchase and sale prices paid for the devices; 
specifying the respective date of the offer, delivery or order, as well as the 
respective manufacturer, purchaser, customer or recipient of the offer;

d) the advertising carried out, broken down by advertising medium, its 
distribution, the distribution period and the distribution area, including 
evidence of these advertising activities;

e) the costs incurred in this regard, broken down by individual cost factors, and 
the profits generated;

whereby copies of the relevant supporting documents (namely invoices, or 
alternatively delivery notes) must be submitted as evidence of the information 
provided, with details requiring confidentiality being redacted from the data 
subject to disclosure and notification;

2. to recall the devices referred to in point I, which have been placed on the market 
since 13 December 2017 through the actions referred to in point
I. by the acts referred to in point I. that this court has found that the devices 
infringe European Patent EP 2 624 031, whereby the defendant has given a binding 
undertaking to the third parties to reimburse the costs incurred, in particular 
purchase prices paid, to reimburse the packaging and transport costs incurred as 
well as the customs and storage costs associated with the return, and to take back 
the devices;

3. the devices referred to in point I, which have been in the possession of the third 
party since 13 December 2017 pursuant to the provisions in point
I. to permanently remove from the market any products placed on the market in 
connection with the acts referred to in Section I, by the defendant, referring to this 
Court’s finding that the devices infringe European Patent EP 2 624 031, instructing 
its commercial customers to cancel all orders or orders relating to the devices 
referred to in Section I and, in the event that commercial customers refuse to 
return the devices recalled in accordance with Section II.2, to assert in writing any 
existing contractual claims for restitution against them, under threat of legal 
enforcement;

4. to destroy, at its own expense, or have destroyed, the devices referred to in 
Section I
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o r  II.3, at its own expense;

and to provide the court and the Claimant with written evidence of the measures it 
has taken in accordance with clauses II.2, 3 and 4;

III. The defendant is ordered

1. in the event of any breach of any of the prohibitions set out in Section I, to pay a
repeated penalty of at least EUR 100,000.00 per infringing device;

2. in the event of any breach of any of the orders set out in Section II, to pay a
recurring penalty of at least EUR 5,000.00 per day for each day of the breach

to the court.

IV. The defendant is ordered to pay the claimant EUR 230,000.00 as provisional damages.

V. It is hereby declared that the defendant is, in substance, obliged to compensate the 
claimant for any further damage exceeding the damages compensated in accordance 
with Section IV, which has been or will be incurred by the claimant as a result of the acts 
described in Section I and committed since 13 December 2017.

VI. The defendant shall bear the costs of the proceedings and the Claimant’s other costs.

24. The defendant submits:

The patent infringement claim is dismissed.

Counterclaim

25. The defendant requests:

I. European patent EP 2 624 031 B1 be declared invalid with effect for Germany, France
and Italy to the extent of claims 1 to 3.

II. The claimant and respondent in the nullity proceedings shall bear all costs and expenses
incurred by the defendant and claimant in the nullity proceedings in the present
infringement and nullity proceedings.

26. The claimant requests:

I. The counterclaim for revocation be dismissed.

II. The defendant shall also bear the costs of the counterclaim for revocation

proceedings. Application for amendment of the patent

27. The claimant requests:
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I. The counterclaim for revocation be dismissed.

II. In the alternative: European patent EP 2 624 031 be amended in Germany, France and
Italy with the patent claims in the version set out in Alternative Claim 1 in accordance
with Annex H,

- in the further alternative: with the patent claims as set out in auxiliary claim 2 in 
accordance with Annex H,

- in the further alternative: with the patent claims as set out in auxiliary request 3 in 
accordance with Annex H,

- in the further alternative: with the patent claims in the version of auxiliary request 
4 as set out in Annex H,

- in the further alternative: with the patent claims in the version of auxiliary request 
5 as set out in Annex H,

- in the further alternative: with the patent claims in the version set out in auxiliary 
claim 6 as per Annex H,

upheld and the counterclaim for revocation is dismissed.

28. Correspondingly, the Claimant requests, with regard to the infringement proceedings:

in the alternative, in the event that the court seised rules to uphold the patent at issue in 
the version set out in one of auxiliary claims 1 to 6, to rule in proceedings 
UPC_CFI_733/2024 in accordance with the applications set out in the statement of claim 
of 2 December 2024, provided that the application under point I is formulated in 
accordance with Annex K 0.

29. The defendant requests:

Ia. The patent infringement action is dismissed, including in respect of the alternative claims 1
to 6.

IIa. The amendments to patent EP 2 624 031 B1 proposed by the Claimant in accordance
with auxiliary claims 1 to 6 are dismissed as inadmissible.

IIb. The application to amend patent EP 2 624 031 B1 in accordance with auxiliary claims 1 to 
6 is rejected.

IIc. European patent EP 2 624 031 B1 is maintained with effect for Germany, France and Italy 
to the extent

- claims 1 to 3 of auxiliary request 1,

- claims 1 to 3 of auxiliary request 2,

- claims 1 to 3 of auxiliary request 3,

- claims 1 to 3 of auxiliary request 4,
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- claims 1 to 3 of auxiliary request 5, and

- claims 1 to 3 of auxiliary claim 6, are 

declared null and void.

FACTUAL AND LEGAL ISSUES:

Scope of protection

30. The claimant submits, in essence, as follows regarding the scope of protection:

31. In the patent at issue, the term ‘beam profile characteristic’ (claims 1 and 2) refers to the 
characteristic profile (the characteristic geometry) of the coupled-out laser beam in cross-
section (i.e. transverse to the direction of propagation in a plane perpendicular to the beam 
axis), which arises at the output of the multi-clad or double-clad fibre when laser radiation is 
coupled into the inner fibre core or the outer ring core or the inner fibre core and the outer 
ring core. The beam profile describes, as is evident from Figures 5a–c and the corresponding 
description, the overall profile of the decoupled laser beam, the geometry of which may be 
composed of contributions from the core and the ring. The beam intensity or beam quality, on 
the other hand, are not in themselves beam profile characteristics within the meaning of the 
patent at issue. Insofar as a device or a method always produces only one beam profile 
consisting (simultaneously) of the partial contributions from the core and the ring, i.e. always 
only the combination of circular and ring profiles as shown in Figures 5c, this device or method 
produces, with respect to the decoupled laser beam, only one, but not a second,
‘different’ beam profile characteristic.

32. The patent at issue covers any form of ‘coupling’ of the laser beam into the multi-clad fibre 
(claims 1 and 2). Generally, as the defendant has not disputed, a person skilled in the art 
understands coupling to mean the entry or introduction of a laser beam into an optical fibre. 
The patent at issue contains no indications of a more restrictive interpretation. For the claimed 
teaching, it is in particular irrelevant whether the laser radiation is guided into the multi-clad 
fibre through free space.

33. A ‘different second laser beam’ (claims 1 and 2) is present if the second laser beam is not the 
same as the first laser beam. This is also the case if, at the same time, one sub-beam is directed 
in one direction and another sub-beam in the opposite direction. Nor are they the same, but 
rather different laser beams, if the laser beams coupled in succession differ in relation to their 
coupling into the double- or multi-clad fibre, for example by having different orientations and 
thus different coupling points, angles of incidence or beam dimensions. This applies all the 
more so where both laser beams also have different targets and, due to the differences, 
produce different effects, as is the case with coupling into the inner fibre core on the one hand 
and into the outer ring core on the other. The distinction between the first and second laser 
beams depends solely on the coupling situation. Different coupling of different laser beams is 
demonstrated in all embodiments of the patent at issue.
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34. The defendant’s view that Figure 6 shows the only embodiment claimed, since it is the only
figure in which a first and a different second laser beam are coupled into a multi-clad fibre, is
incorrect. The defendant focuses not on the coupling of the laser beams, but on their
generation, i.e. on the laser light source. However, the teaching of the patent at issue is not
limited to the use of a first laser beam generated by a first laser light source and a second laser
beam generated by a second laser light source. The patent claim does not specify whether the
laser beams are generated by different or the same laser light source. Furthermore, Figures 1,
2a, 2b and 3 each show (at least) two laser beams directed at the multi-clad fibre and coupled
into it.

35. A ‘switchable device’ (claim 2) is any device that can be set to at least two positions in order to
specifically alter a defined state, typically between different operating modes depending on the
switch position. The term is not limited to mechanical devices, but also encompasses electronic
or digital switching devices and their user interfaces (e.g. mechanical or digital sliders, controls,
buttons, etc.). Functionally, it must merely be possible to switch in such a way that, with regard
to coupling, a first and a different second laser beam are coupled into the multi-clad fibre,
thereby generating different beam profile characteristics at the fibre output. This could, for
example, also be achieved by using multiple laser beam sources, which would be controlled in
such a way that laser beams could be directed into the multi-clad fibre in different ways to
generate different beam profile characteristics.

36. The defendant essentially argues as follows regarding the scope of protection:

37. A ‘different beam profile characteristic’ within the meaning of the patent at issue (claims 1 and
2) exists if at least one of the following parameters is configured differently in some way at a
processing point or level, in particular exhibiting the following:

- a different irradiation area (see also Figures 5a to 5c),

- a different intensity distribution (even if this varies within the same irradiation area),

- a different beam intensity (whereby the mere change in 
the beam intensity, even with the same intensity distribution, is sufficient), and/or

- a different beam quality.

38. A “different second laser beam” at the input end (claims 1 and 2) requires a laser beam that
differs from the first laser beam, i.e. in particular one having a different wavelength and/or a
different beam quality. A different type of coupling or a splitting of the same laser beam is not
sufficient. Figure 6 shows the only embodiment in accordance with the claims, as only there is a
first laser beam or a different second laser beam coupled into a multi-clad fibre. Paragraph
[0023] of the patent at issue confirms that two different laser beams must already be present
at the input end, i.e. before entering the switchable device and thus also independently of the
coupling. In paragraphs [0027] to [0043], in which
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Although the embodiments shown in Figures 1 to 5 are described, reference is always made to 
a single (incident or coupled) laser beam 2. Contrary to the Claimant’s view, different coupling 
of the (single) laser beam 2 in the embodiments does not result in a different second laser 
beam. Even a partial beam of a single laser beam is not a different second laser beam. Although 
claims 1 and 2 do not mention two different laser sources, it is nevertheless clear to the person 
skilled in the art that, for the use of the method according to claim
1 (at the input end), two different laser beams 61, 62 – i.e. laser beams with different 
properties – must be generated and fed to the switchable device 65.

39. The grant procedure, in particular the objections raised by the Examining Division and the 
applicant’s conduct, could be taken into account as confirmation of the person skilled in the 
art’s understanding in the context of interpretation. In this respect, it is significant that 
independent claims 1 and 5 of the parent application had still comprised two variants, with the 
first variant covering the embodiments shown in Figures 1 to 5 and the second variant covering 
the embodiment shown in Figure 6. Following an objection by the Examining Division, the first 
variant (corresponding to Figures 1 to 5) had been pursued in the parent application, whereas 
the patent at issue now contained only the second variant according to Figure 6. The Claimant’s 
current position, according to which the patent at issue also covers embodiments in which two 
sub-beams are generated from what was initially a single laser beam, is moreover inconsistent 
with its own statements made during the grant proceedings.

40. The patent at issue does not require that the first laser beam and the second laser beam be 
coupled alternately, i.e. at different times. Rather, granted claim 1 also covers methods in 
which the first beam profile characteristic and the second beam profile characteristic are 
generated simultaneously. This is confirmed by the fact that, during the grant procedure, the 
requirement for
‘optionally’ coupled, which had clarified that the different laser beams had to be focused onto 
the end face of the output fibre at different times, i.e. alternately.

41. The requirement that a laser beam be
(claims 1 and 2) is understood by the person skilled in the art to mean that there must be a free 
space in front of the end face of the fibre, with the laser light in this free space being focused 
onto the end face of the fibre. In other words, prior to coupling, the laser beam must be a free 
laser beam propagating through air or a vacuum.

42. A “switchable device with at least two switching positions” (claim 2) is a mechanical switching 
optical system suitable for selectively directing either the first laser beam or the second laser 
beam onto specific areas of the end face of the multi-clad fibre. To this end, this switching 
optical system must be ordered between the respective laser light source and the multi-clad 
fibre and must be capable of being mechanically switched to achieve the two switching 
positions provided for in the claims. The switching optics (and not the laser source) must 
therefore have two switching positions in order to align the respective laser beams, as 
confirmed in para. [0044]. Mere control of the laser light sources is therefore not covered. 
Furthermore, there must be a free space between the switchable device and the multi-clad 
fibre in order to
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to couple the laser beams emitted by the switchable device into the multi-clad fibre. In the 
direction of propagation, the switchable device must be ordered behind the laser light sources 
and in front of the multi-clad fibre, as is also apparent from paragraph [0046]. In this 
interpretation, the person skilled in the art finds confirmation that the patent at issue provides 
exclusively for mechanically switchable devices. Furthermore, all examples in the patent at 
issue relate to optical switching devices suitable for redirecting the laser beam.

43. The ‘at least two switching positions’ refer to at least two positions in the sense of positioning,
in order to map the respective (first or second) laser beam in the beam path onto the inner
fibre core or the outer ring core, and thus to effect a different coupling.

Infringement

44. In the claimant’s view, the contested embodiment makes direct use of patent claim 2 and
indirect use of patent claim 1. Based on a correct interpretation of the patent at issue, it is
undisputed that all features of claim 1 are realised in the operation of the contested
embodiment.

45. The defendant, on the other hand, contends that the contested embodiment, or rather its
operation, does not make use of claims 1 and 2 of the patent at issue. It submits, in essence, as
follows:

46. If this interpretation is correct, claims 1 and 2 of the patent at issue would not be infringed, as
in the contested embodiment laser beams would not be
. Due to the design of the contested embodiment, which features a combiner module in which
the ends of the input fibres are spliced directly to the output fibres, there is a lack of the free
space required by the claims to be able to direct the laser light onto specific areas on the end
face of the output fibre in order to selectively couple the laser light into the inner core or the
outer ring core.

47. If this understanding is correct, the contested embodiment also lacks any switching optics with
two switching positions within the meaning of claim 2. Finally, in the contested embodiment,
the two laser light sources could merely be controlled electronically to obtain different beam
profile characteristics, without the laser light having to be directed by a switchable device onto
specific areas on the end face of the output fibre in order to selectively couple the laser light
into the inner core or the outer ring core.

48. In its rejoinder, the defendant further argued that there was also no second distinct laser beam
within the meaning of claims 1 and 2. This is because, in the supplementary technical report,
the claimant itself stated that both laser modules provided exactly the same wavelength,
namely 1071 nm (see Annex K 12, para. 9).

[…]

49. […]
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State of the art

50. In its counterclaim, the defendant argues that the invention lacks both novelty and inventive 
step.

51. The patent at issue does not validly claim the priority of PS1a, as the subject-matter of the 
granted claims is not disclosed in PS1a. The parent application (PS1b) had been substantially 
amended in comparison with PS1a. In particular, the passages of the description from page 15, 
line 29, to page 17, line 8 of the parent application, which corresponded to paragraphs [0044] 
to [0046] of the patent at issue, as well as Figure 6, were not contained in the priority 
application. In other words, the priority application disclosed only the use of a single laser 
beam, the beam profile characteristics of which were to be modified, whereas according to 
claims
1 and 2 of the patent at issue, a different beam profile characteristic was to be achieved 
through the use of a different second laser beam.

52. If one were to adopt the Claimant’s broad interpretation, claims 1 and 2 of the patent at issue 
would be prejudiced by EP 2 071 376 A1 (Annex D6, hereinafter: D6) in terms of novelty.

53. Furthermore, claims 1 and 2 did not involve an inventive step, namely

- based on D6 in combination with general technical knowledge or an article by Andreasch 
et al. in the Laser Technik Journal from January 2011 (Exhibit D7, hereinafter: D7), D3, D1 
and US 4,566,765 (Exhibit D8, hereinafter: D8),

- based on D7 in combination with general technical knowledge or D6, D3 and D8,

- and based on D1 or D3.

54. Nor could the diameters for the inner core mentioned in claim 3 establish novelty or inventive 
step.

55. The claimant, however, takes the view that the asserted patent claims effectively claim the 
priority of PS1a. In the subsequent application (PS1b), merely a further embodiment according 
to paragraphs [0044] to [0046] and Figure 6 had been added in comparison with PS1a.

56. Furthermore, the subject-matter of the patent at issue is novel in relation to the cited prior art 
and involves an inventive step.

GROUNDS:

A. Admissibility of the infringement action and the counterclaim for revocation

I. Action

57. The infringement action is admissible; in particular, the UPC has international jurisdiction.
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58. The UPC is a court of common jurisdiction within the meaning of Article 71a(1) of the Brussels
Ia Regulation (Article 71a(2)(a) of the Brussels Ia Regulation). The UPC therefore has jurisdiction
where, under the Brussels Ia Regulation, the courts of a Member State would have jurisdiction
to hear an action within the meaning of Article 32(1) UPC Agreement (Article 71b(1) of the
Brussels Ia Regulation). This is the case here pursuant to Article 4(1) of the Brussels Ia
Regulation. An opt-out (Article 83(3) UPC Agreement) from the exclusive jurisdiction of the UPC
is not in force in relation to the patent at issue.

59. Furthermore, the jurisdiction of the UPC and the Düsseldorf local division is deemed to have
been accepted, since the defendant did not file a provisional objection within the time limit
under Rule 19.1 of the RoP, Rule 19.7 of the RoP.

II. Counterclaim

60. There are no concerns regarding the admissibility of the counterclaim.

61. In particular, the UPC also has international jurisdiction. Pursuant to Article 32(1)(e) of the UPC
Agreement, the UPC has exclusive jurisdiction over counterclaims for the invalidity of
(European) patents. Since, as already mentioned, no opt-out from the exclusive jurisdiction of
the Court in relation to the patent at issue is currently in force, the UPC – as the common court
of the Member States of the UPC Agreement – has international jurisdiction over the present
counterclaim pursuant to Art. 24(4), 71a(2)(a) and 71b(1) of the Brussels Ia Regulation.

B. Right to bring an infringement action

62. It is undisputed between the parties that the claimant is the sole proprietor of the German,
French and Italian parts of the patent at issue. The claimant is therefore entitled to bring
proceedings before the Court pursuant to Article 47(1) of the UPC Agreement.

C. Person skilled in the art

63. The person skilled in the art is a qualified physicist with several years’ practical experience in
the field of (industrial) laser technology for material processing.

D. Scope of protection of the patent at issue

64. With regard to the scope of protection of the patent at issue, the following applies:

I. Subject-matter of the patent at issue

65. The patent at issue relates to a method and an order for generating a laser beam with varying
beam profile characteristics.

66. The patent at issue begins by describing that, in material processing using laser radiation,
different processes and applications each give rise to different requirements regarding
characteristic laser beam parameters, such as focal diameter, intensity distribution or beam
profile characteristics at the processing site. A change of process or application in a laser
processing system is therefore usually associated with a corresponding conversion effort.
According to the patent at issue, this can range from a relatively simple replacement of
individual optical components to a switch to a different system (para. [0002]).
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67. The patent at issue then cites DE 38 33 992 A1 (Annex D1; hereinafter: D1), from which a 
method for achieving certain laser beam properties is known, in which the laser beams from 
two laser sources are coupled into a conventional optical fibre at different coupling angles. 
Beam shaping occurs in this process depending on the coupling angles of the two laser beams 
with different wavelengths, which can be selected to suit the respective biological or medical 
application. In addition to the use of two laser sources, this method may also employ a single 
laser source with a switchable wavelength. In this case, the coupling conditions into the optical 
fibre depend significantly on the respective wavelength. However, the method proves to be 
sub-optimal due to its disproportionate complexity in such cases and its restrictive 
specialisation to applications of a different nature, if the application does not require different 
wavelengths or even the use of a single wavelength (para. [0002]).

68. Furthermore, the patent at issue acknowledges DE 42 00 587 C1 (Annex D2; hereinafter: D2), 
which describes a light wave applicator for cutting biological tissue, comprising a laser, a step-
index fibre, a focusing device and a push-button manipulator. With this device, the user can 
alter the radiation profile (para. [0002]).

69. DE 362 466 A1 (Annex D3; hereinafter: D3) describes, the patent at issue continues, an optical 
fibre device for transmitting several mutually independent optical beam bundles (para. [0004]).

70. On this basis, the patent at issue states that its objective is to provide a method for generating 
a laser beam with varying beam profile characteristics, which, using multiple laser beam 
sources or a single laser beam source – in particular one with a single wavelength – allows for 
application-specific modification of the laser beam characteristics with relatively little effort, as 
well as aarrangement for this purpose. Furthermore, according to the information in the 
description of the contested patent, the aim is to simultaneously extend the range of 
adaptation options to various applications as far as possible whilst reducing the complexity of 
the order or the method (para. [0005]).

71. To solve this problem, Patent Claim 1 protects a method and Patent Claim 2 protects an order 
for generating a laser beam with different beam profile characteristics. These can be set out in 
structured form as follows:

Claim 1:

1. A method for generating a laser beam (3) with varying beam profile characteristics,

1.1 wherein a laser beam (61, 62) is coupled into one fibre end (1a) of a multi-clad fibre (1), in 
particular a double-clad fibre, and is decoupled from the other fibre end (1b) of the multi-
clad fibre (1), and

1.2 wherein, to generate a first beam profile characteristic of the decoupled laser beam (3), a 
first laser beam (61) is coupled at least into the inner fibre core (4) of the multi-clad fibre 
(1) and
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1.3 to generate a different second beam profile characteristic of the decoupled laser beam (3), 
a different second laser beam (62) is coupled into at least one outer ring core (6) of the 
multi-clad fibre (1).

Claim 2:

2. Order (60) for generating a laser beam (3) with a different beam profile characteristic, wherein
the order comprises at least the following elements:

2.1 a multi-clad fibre (1), in particular a double-clad fibre, with

2.1.1 an inner fibre core (4) and

2.1.2 at least one outer annular core (6), and

2.2 a switchable device (65) with at least two switching positions,

2.2.1 wherein, in the first switching position, a first laser beam (61) is selectively coupled 
at least into the inner fibre core (4) of the multi-clad fibre (1) and

2.2.2 in the second switching position, a different second laser beam (62) is coupled into 
at least one outer ring core (6) of the multi-clad fibre (1).

II. Description

72. Some features require explanation:

1. Principles of the design

73. Pursuant to Article 69 EPC, read in conjunction with the Protocol on its interpretation, the
patent claim is not merely the starting point but the decisive basis for determining the scope of
protection of a European patent. The interpretation of a patent claim does not depend solely
on its exact wording in the linguistic sense. Rather, the description and the drawings must
always be taken into account as aids to the interpretation of the patent claim and should not
be used merely to resolve any ambiguities in the patent claim. However, this does not mean
that the patent claim serves merely as a guideline and that its subject-matter also extends to
what, upon examination of the description and the drawings, appears to be the patent
proprietor’s claim for protection. In applying these principles, appropriate protection for the
patent proprietor should be combined with sufficient legal certainty for third parties. The
patent claim must be interpreted from the perspective of a person skilled in the art. These
principles for the interpretation of a patent claim apply equally to the assessment of
infringement and the validity of a European patent (UPC_CoA_335/2023, Order of 26 February
2024, Headnote 2 and p. 26 et seq. – 10x Genomics v. NanoString; UPC_CoA_1/2024, Order of
13 May 2024, para. 26 – VusionGroup v. Hanshow; UPC_CoA_182/2024, Order of 25
September 2024, para. 82 – Mammut v. Ortovox).

2. Interpretation in individual cases

74. That being said, the following applies:
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a) Claim 1

aa) Structure of the claim

75. Claim 1 relates to a method for generating a laser beam with varying beam profile 
characteristics (feature 1). As will be explained in more detail shortly, this statement is a 
summary of the purpose of the entire method, namely the generation of a laser beam with 
varying beam profile characteristics.

76. In the method according to the claim, according to feature 1.1, a laser beam is coupled into one 
end of a multi-clad fibre, in particular a double-clad fibre, and decoupled from the other end of 
the multi-clad fibre.

77. Feature 1.1 thus describes the entire sequence of the method according to the invention. This 
begins with the coupling of a laser beam into one end of the multi-clad fibre and ends with the 
decoupling of the laser beam from the other end of the multi-clad fibre.

78. Features 1.2 and 1.3 then specify in more detail the coupling step referred to in feature 1.1.

79. The method according to the invention thus comprises two steps which, from a legal 
perspective, are sequential but which, in practice, are performed at the speed of light and are 
therefore simultaneous: (1.) the coupling of a laser beam into one end of the multi-clad fibre, 
as mentioned in feature 1.1 and described in more detail in features 1.2 and 1.3, and (2.) the 
coupling of the laser beam into the other end of the multi-clad fibre, as mentioned in feature
1.1, namely the coupling of the laser beam into the other end of the multi-clad fibre. 
Furthermore, these are not procedural steps to be carried out sequentially.

bb) First and different second beam profile characteristics (features 1, 1.2, 1.3)

80. Independent claim 1 claims a method for generating a laser beam with varying beam profile 
characteristics (feature 1). As already mentioned, the phrase ‘for generating a laser beam with 
varying beam profile characteristics’ constitutes a statement of purpose. The patent at issue 
thus expresses the objective of the method described in more detail in features 1.1 to 1.3, 
namely the generation of a laser beam with different beam profile characteristics.

81. By using the term ‘different beam profile characteristics’, the feature refers to the ‘first beam 
profile characteristic’ and the ‘different second beam profile characteristic’ of the coupled-out 
laser beam mentioned in features 1.2 and 1.3 – also within the context of statements of 
purpose. If the method is suitable, within the meaning of these features, for generating a first 
and a different second beam profile characteristic, it is also suitable, within the meaning of 
feature 1.1, for generating a ‘different beam profile characteristic’.

Concept of beam profile characteristic
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82. By a ‘beam profile characteristic’ within the meaning of features 1, 1.2 and 1.3, the patent at 
issue understands the configuration of the cross-section of the decoupled laser beam, as 
shown, for example, in Figures 5a to 5c (e.g. ring profile, circular profile).

83. This is already apparent from features 1.2 and 1.3, which, as a means of achieving the desired 
first or different second beam profile characteristic of the decoupled laser beam, refer to the 
coupling of a first laser beam at least into the inner fibre core of the multi-cladfibre or the 
coupling of a different second laser beam into at least one outer ring core of the multi-clad 
fibre, respectively. According to the teaching of the patent at issue, the result of this coupling is 
the achievement of the respective beam profile.

84. The patent at issue clarifies this relationship in its general description in paragraph [0010], 
where it states as follows:

‘By using a double-clad fibre, it is possible, according to the invention, to select between different 
beam profile characteristics depending on whether the light is coupled into the inner fibre 
core, the outer ring core, or both the inner fibre core and the outer ring core.’

(Emphasis added)

85. Depending on the coupling, the invention makes it possible to achieve various (beam) profiles 
of the coupled-out laser beam, which the patent at issue expressly refers to in paragraph 
[0011] as
“profile characteristics”:

‘… Depending on the application, a laser beam can thus be obtained at the output of the double-
clad fibre with a filled circular profile corresponding to the inner fibre core, with a ring profile 
corresponding to the outer ring core, with a filled circular profile corresponding to both core 
regions together (with a narrow missing ring due to the first cladding), or with the corresponding 
intermediate stages of the aforementioned profile characteristics.’

(Emphasis added)

86. Depending on the type of material processing using laser radiation, there may be a need for 
different beam profile characteristics. For example, the circular profile achievable upon 
coupling into the inner fibre core may be suitable for laser cutting processes, whilst the profile 
achievable by coupling into the outer ring core or into both the inner fibre core and the outer 
ring core may be particularly suitable for welding processes (see paras. [0010], [0011]; [0020], 
[0021], [0031], [0034]). Under suitable coupling conditions into the outer ring core, a top-hat 
ring beam profile of the decoupled laser beam can also be achieved, which is suitable for many 
applications (para. [0031]).

87. The achievable beam profiles are illustrated in Figures 5a to 5c shown below:
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88. Figure 5a shows a narrow, filled circular profile 51 corresponding to the inner fibre core, Figure
5b shows a wide ring profile 52 corresponding to the outer ring core (see para. [0031]), and
Figure 5c shows the uniform, filled-in wide beam profile 53 that results from coupling into both
the inner fibre core and the outer ring core (see para. [0034]).

Distinctiveness

89. According to   ,   , claim   ,   , a   “first   beam profile characteristic”   , as well as   , a
“different second beam profile characteristic”. It follows from this that beam profile
characteristics which are actually distinguishable, in the sense of the understanding just
explained, must be producible.

90. Admittedly, the wording of the claim at first glance also permits coupling that results in both
laser beams having identical beam profile characteristics. This is because, according to feature
1.2, a first laser beam is coupled ‘at least into the inner fibre core’ of the multi-clad fibre, and
according to feature 1.3, a different second laser beam is coupled ‘at least into at least one
outer ring core’. Both requirements therefore appear to be met if the laser beams are each
coupled into both the inner fibre core and the one (or more) outer ring cores. However, such
coupling results in a uniform beam profile, namely the uniformly filled wide beam profile. It is
precisely this case of a single uniform beam profile that is excluded by the requirement of a
‘different second beam profile characteristic’.

91. Insofar as the defendant considers any kind of different beam profile to be sufficient and
understands this to mean, for example, a different intensity distribution (with respect to an
irradiation plane, i.e. a wider laser beam as opposed to a narrower laser beam), a different
beam intensity (whereby a mere change in beam intensity with the same intensity distribution
is already sufficient) and/or a different beam quality, this cannot be accepted for the reasons
stated. This does not constitute a beam profile characteristic within the meaning of the
teaching of the patent at issue.

92. Furthermore, the patent at issue also makes a conceptual distinction between the beam profile
or beam profile characteristic on the one hand, and measurable properties such as beam
intensity (see, for example, paragraphs [0002], [0018], [0041]) and beam quality (see, for
example, paragraphs [0031], [0044])
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on the other. A ‘beam profile’ therefore exhibits high or low beam quality. The term itself, 
however, does not describe the beam quality.

cc) Multi-clad fibre (features 1.1, 1.2, 1.3)

93. The patent at issue defines what it means by a multi-clad fibre in paragraph [0007]. According 
to this, a multi-clad fibre is a fibre comprising an inner core and at least one outer ring core. 
This may, for example, be a double-clad fibre (with a single outer ring core) or a triple-clad fibre 
(with a further outer ring core adjoining the first outer ring core). In paragraph [0008], the 
patent at issue clarifies that it describes the invention on the basis of a double-clad fibre, 
although the principle can readily be extended to multi-clad fibres with further outer ring cores 
adjoining the first outer ring cores.

94. The patent at issue describes a double-clad fibre with two cores – the specific case of a multi-
clad fibre under consideration – in paragraph [0009] as follows: This fibre has an inner core. 
The inner fibre core is surrounded by a cladding that is as thin as possible and has a low 
refractive index compared to the inner fibre core. This is followed by a single outer ring core. 
This, in turn, is surrounded by a second cladding with a low refractive index. A further layer of 
glass may follow, which defines the outer diameter of the fibre but has no influence on the 
beam guidance. The structure is therefore completed by a coating made of a plastic material 
such as silicone and/or nylon, which serves to protect the fibre. As materials, paragraph [0028] 
cites, by way of example, undoped quartz glass for the inner fibre core and the outer annular 
core, as well as doped quartz glass for the respective cladding.

95. The structure is illustrated, for example, in Figure 1 shown below, which depicts an inner fibre 
core 4, a first cladding 5, an outer ring core 6 and a second cladding 7:

96. The refractive indices are designated n1 to n4. The refractive indices n1 and n3 of the cores 
may be the same or different; the same applies to the refractive indices n2 and n4 of the 
claddings (para. [0028]).
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dd) Laser beam (features 1.1, 1.2, 1.3)

97. The patent at issue first states in feature 1.1 that ‘a laser beam’ is coupled into one end of a
multi-clad fibre and decoupled from the other end of the multi-clad fibre. Claims 1.2 and 1.3
then refer to ‘a first laser beam’ and ‘a different second laser beam’ being coupled in.

98. The ‘first’ and the ‘different second’ laser beams of features 1.2 and 1.3 together constitute the
‘one’ laser beam referred to in feature 1.1. For, as already mentioned, feature 1.1 describes the
entire method with its two method steps, whilst features 1.2 and 1.3 specify the method in
greater detail.

99. With regard to the dispute between the parties, it is particularly necessary to discuss the extent
to which the first laser beam and the different second laser beam must differ from one
another.

Different laser sources not required

100. It is not necessary for the first laser beam and the different second laser beam to be generated 
by different laser sources.

101. Although the specification of the contested patent mentions the provision of two laser beam 
sources in connection with the different laser beams in both paragraph [0023] and paragraph 
[0046], claim 1 (as well as claim 2) does not deal with the laser source, but focuses on the 
timing of the coupling.

102. Furthermore, in defining the subjective objective, the patent at issue states that a method is to 
be provided which is suitable for achieving certain advantages using multiple laser beam 
sources or even a single laser beam source. Paragraph [0005] states:

‘The objective of the present invention is therefore to provide a method for generating a laser 
beam with different beam profile characteristics, which, using multiple laser beam sources or 
just a single laser beam source, in particular with a single wavelength, allows for an 
application-specific modification of the laser beam characteristics with relatively little effort, as 
well as to provide an order for this purpose. …“

(emphasis added)

103. It is therefore not ruled out that the first and the second, different laser beam originate from a 
single laser light source and thus have a single wavelength. The provision of two optical fibres 
at the input end is the subject of sub-claim 6, which is dependent on claim 2. Nor does the 
claim, in this context, rule out the possibility that, where two laser sources are provided, each 
of these supplies a laser beam of the same wavelength.

Differences in the measurable properties of the two laser beams?

104. In addition   ,   discuss   the   parties   the   question,   whether   there are   the   “first” 
and   the
“distinct second” laser beam in terms of measurable properties, for example with regard to the 
focal diameter, the intensity distribution or the beam profile characteristics
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the processing unit. They also discuss the question of whether partial beams, such as those 
described in the embodiment shown in Figure 3, can constitute a first laser beam as claimed 
and a second laser beam that is different from the first. In this context, the defendant, referring 
to the grant procedure, takes the view that Figure 6 is the only embodiment that meets the 
requirements of the claims. However, as these questions are not relevant in the context of the 
examination of validity and infringement, no final decision is required on this point.

ee) Coupling (see features 1.1 to 1.3)

105. Feature 1.1 provides that a laser beam is
. Features 1.2 and 1.3 specify this requirement to the effect that the first laser beam must be 
‘coupled’ at least into the inner fibre core of the multi-clad fibre and the different second laser 
beam must be ‘coupled’ at least into at least one inner ring core
.

106. The incident laser beam is focused onto the end face of the fibre on the coupling side (see 
paragraphs [0012], [0013], [0016]), [0017], [0031], [0032], [0035], [0036], [0038]) and is 
introduced or guided into the fibre at a
specific point. The patent at issue also refers to the specific region of coupling into the fibre, 
such as the inner fibre core or the outer ring core, as the coupling region (see para. [0032]). The 
patent at issue also refers to the undesired introduction of laser radiation into the inner or 
outer cladding as coupling (see para. [0042]). Additional means may be provided for coupling, 
such as a coupling optical system (see para. [0036]), for example in the form of a focusing lens 
(see para. [0032]). However, this is not mandatory.

107. It is undisputed between the parties that, in accordance with the general understanding of a 
person skilled in the art, the patent at issue understands coupling to mean the entry or 
introduction of a laser beam into an optical fibre. The sole point of dispute is whether the 
patent at issue further requires, for coupling to take place, that the introduction of the laser 
beam into the multi-clad fibre occurs via a free space. In the defendant’s view, there must be 
free space in front of the end face of the fibre, with the laser light being focused onto the end 
face of the fibre within this free space. The laser beam prior to coupling must therefore be a 
free laser beam propagating through air or a vacuum.

108. However, the patent at issue provides no basis for such a restrictive interpretation.

109. The fact that there is a free space in the embodiment shown in Figure 6, and that this may be 
necessary in that particular design featuring a mechanical switching mechanism when the first 
laser beam is coupled into the inner fibre core and the second laser beam is coupled into both 
the inner fibre core and the outer ring core, does not limit the broader scope of the claim. The 
same applies to the embodiments shown in Figures 1 to 3 (which, in the defendant’s view, do 
not fall within the scope of the claim). Insofar as these may require a free space in front of the 
end face of the multi-clad fibre in view of the design of the switchable device, this likewise does 
not limit the claim.

110. In so far as the defendant points out that, according to the teaching of D1 cited in paragraph 
[0003], there is a free space in front of the fibre, which is also reflected in the reference in the 
patent at issue
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to the various ‘coupling angles’ known in D3, this does not imply anything different.

b) Claim 2

111. Claim 2 claims an order for generating a laser beam with different beam profile characteristics 
(feature 2).

aa) Switchable device with at least two switching positions (feature 2.2)

112. A switchable device with at least two switching positions within the meaning of feature 2.2 is to 
be understood as any device that can be set to at least two switching positions, such that it 
fulfils the requirements of feature 2.2.1 in one switching position and the requirements of 
feature 2.2.2 in the other switching position. The patent at issue does not specify how the 
switching operation is carried out. In particular, no such conclusions can be drawn from the 
design of the embodiment shown in Figure 6. The only decisive factor is that the function of the 
switchable device is fulfilled, namely the alteration of the beam profile characteristics of the 
decoupled laser beam (see paragraph [0030]).

113. In so far as the defendant understands the switchable device exclusively as a mechanical 
switching optical system with two switching positions, arranged in a free space between the 
respective laser light source and the multi-clad fibre, this cannot be accepted against this 
background. The fact that the examples of embodiment show exclusively mechanically 
switchable devices does not limit the broader claim.

bb) Further features

114. Furthermore, for the purpose of understanding the features of claim 2, reference may be made 
to the corresponding features of claim 1, taking into account the differences in wording.

E. (Un)merits of the counterclaim

115. The defendant’s counterclaim, by which it challenges the patent at issue to the extent of claims 
1 to 3, is unfounded.

I. Novelty

116. Claims 1 to 3 of the patent at issue are not lacking in novelty, Article 54 EPC.

1. Standard

117. An invention is considered new if it does not form part of the state of the art. The assessment 
of novelty within the meaning of Article 54(1) EPC requires an examination of the entire 
content of the prior publication. The decisive factor is whether the subject-matter of the patent 
at issue, with all its features, is directly and unambiguously disclosed in the prior art 
(UPC_CoA_182/2024, Order of 25 September 2024, para. 123 – Mammut v. Ortovox). In this 
regard, as already explained, the court must proceed on the basis of the same interpretation of 
the scope of protection, regardless of whether an infringement of the patent at issue occurs
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or its validity is being examined (UPC_CoA_335/2023, Order of 26 February 2024, Headnote 2 
and p. 26 et seq. – 10x Genomics v. Nanostring).

2. Novelty over D6

118. D6, which constitutes prior art within the meaning of Article 54 EPC irrespective of whether 
priority is validly claimed, does not anticipate the teaching of claims 1 and 2 in a manner 
detrimental to novelty.

a) Disclosure content of D6

119. D6 relates in particular to a method in which optical radiation from several fibres is combined 
into a single fibre. D6 also relates to a fibre-optic component (fibre combiner) which serves to 
combine optical radiation from several individual fibres and/or fibre-coupled lasers into a single 
output or so-called process fibre (see paragraph [0001] of D6).

120. As noted in the introduction to D6, fibre lasers possess many attractive properties that make 
them suitable for various industrial applications. They could, for example, be used for 
macroscopic processing applications such as welding and cutting metals. However, many 
industrial applications require a higher laser power than the optical output power of a single 
fibre laser in so-called single-mode operation can provide. It is therefore preferable to combine 
the power of several fibre lasers into a single process fibre in order to achieve a higher output 
power. When combining the power of several fibre lasers, the beam quality inevitably 
deteriorates compared to that of a single fibre laser. However, this is often accepted as long as 
the deterioration is not too drastic compared to what is theoretically possible (see para. [0002] 
of D6).

121. D6 sets out to provide an improved method and apparatus for combining radiation from 
multiple fibre sources into a single fibre (paragraph [0007] of D6). Furthermore, D6 states that 
the aim of the invention is to provide a design in which the brightness of the light transmitted 
through the coupler is reduced less than in known couplers, whilst maintaining low optical 
losses therein (para. [0008]) Finally, the aim is to provide a solution that mitigates the risk of 
micro-bends in the input fibres, which degrade signal quality (para. [0009]).

122. For illustrative purposes, Figure 6 of D6 is shown below, depicting a cross-section of an optical 
fibre combiner:
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b) Claim 1

123. D6 does not anticipate the teaching of claim 1 of the patent at issue in a manner prejudicial to 
novelty.

124. The parties are in dispute as to whether the embodiment shown in Figures 8a/8b of D6 directly 
and unambiguously discloses a multi-clad fibre within the meaning of the teaching of the 
patent at issue (features 1.1, 1.2, 1.3). Figures 8a and 8b are shown below for illustrative 
purposes:
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125. However, this question can ultimately be left open. In any event, there is no direct and 
unambiguous disclosure of a suitability ‘for generating a different second beam profile 
characteristic’ (feature 1.3) and thus also ‘for generating a laser beam with a different beam 
profile characteristic’ (feature 1).

126. The fact that, according to the teaching of the patent at issue, the different beam profile 
characteristics are each required within the context of statements of purpose means that, for 
an anticipation detrimental to novelty, it is in principle sufficient if the capability to generate 
the aforementioned beam profile characteristics is disclosed directly and unambiguously. 
However, the direct and unambiguous disclosure of such suitability must also be capable of 
being established in practice; that is to say, the mere theoretical possibility that a device can be 
used in this sense is not sufficient.

127. D6 teaches in para. [0041] that, in the embodiment shown in Figure 8, the inner fibres 82 may 
be coupled to an intense laser source (e.g. a fibre laser or a solid-state laser), whilst the outer 
fibres 82’ may be coupled to a less intense laser source (e.g. a semiconductor laser such as a 
diode laser). It follows in principle that two distinct profiles of the laser radiation can be 
obtained following the respective coupling.

128. However, D6 does not disclose the ability to generate ‘different’ profiles. This is because, 
according to the teaching of D6, the focus is specifically on combining the optical radiation 
from multiple fibres for the purpose of increasing the laser power. This also applies to the 
embodiment described in paragraph [0041], in which the less intense laser radiation (e.g. from 
a diode laser) is intended to act as a heat source for melting the metal around the joint and to 
supply additional material, whilst the radiation from the intense laser source (e.g. fibre laser) 
forms the primary heat source for the efficient joining of the metals. The fact that the profiles 
can also be produced individually with such an order is not discussed.

129. On the contrary, the introductory remarks in D6 confirm the skilled person’s view that, 
according to the teaching of D6, combining the radiation of two laser beams to form a single 
profile is advantageous. The skilled person is even led away from the idea of producing 
different profiles by the explanations in D6. Paragraph [0002] of D6 states:

“… In many industrial applications, however, greater laser power is required, even though there is 
no need to maintain the diffraction-limited performance of the laser output. In other words, one 
can compromise on beam quality if a higher output power is achieved. It is therefore preferable 
to combine the output of several individual fibre lasers into a single process fibre, thereby 
achieving a higher output power from a single process fibre than would be possible using just 
one fibre laser alone. …”

(Emphasis added)

130. The D6 therefore considers it particularly advantageous to combine the power of several 
individual fibre lasers and thus achieve a higher output power from a single process fibre than 
would be possible with just one fibre laser. The D6 does not intend to abandon the 
combination of laser radiation deemed advantageous, but merely to provide an improved 
method for such a combination. In this sense, the D6 states a primary objective of the 
invention described therein in paragraph [0007] as follows:
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“The aim of the invention is to provide an improved method and device for combining radiation 
from several fibre sources into a single fibre.”

(Emphasis added)

131. The defendant argues that it is known to those skilled in the art that laser light sources – in the 
case of D6, the intense and the less intense laser light sources – can be switched on and off 
independently of one another. This applies in particular to the disclosure in paragraph [0041] 
of D6, as it is proposed that the inner and outer fibres be powered by different lasers.

132. However, it cannot be inferred from D6 that the mere possibility of independent switching on 
and off is necessarily linked to the configuration of a device for generating different beam 
profiles. Nor would the person skilled in the art interpret it in this way, given that the teaching 
of D6 is specifically directed towards a combination of laser radiation. A fortiori, the 
configuration for generating different beam profile characteristics is not thereby directly and 
unambiguously disclosed.

c) Claim 2

133. Nor is the teaching of claim 2 prejudicially anticipated by D6.

134. D6 does not directly and unambiguously disclose a switchable device with at least two 
switching positions within the meaning of feature 2.2 of claim 2. It is not disputed between the 
parties that D6 does not deal with switchability. The defendant also argues in this regard that it 
is self-evident to a person skilled in the art that separate laser light sources also have separate 
power connections which can be switched on and off separately.

135. However, the defendant has not thereby demonstrated a direct and unambiguous disclosure of 
a switchable device with at least two switching positions. Since, according to the teaching of 
D6, it is precisely the combined radiation of both sources that is to be utilised, separate 
switching on and off – and thus the provision of two switching positions – is precisely not self-
evident.

136. Furthermore, for the reasons stated in relation to claim 1, there is no direct and unambiguous 
disclosure of an order ‘for generating a laser beam with different beam profile characteristics’ 
(feature 2).

d) Claim 3

137. Nor is the teaching of dependent sub-claim 3, which has an additional feature compared to 
claim 2, thus anticipated in a manner detrimental to novelty.

II. Inventive step

138. Given the defendant’s arguments, there is also no lack of inventive step, Article 56 EPC.
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1. Standard

139. Under Article 56 EPC, an invention is deemed to involve an inventive step if it does not follow 
in an obvious manner from the prior art for a person skilled in the art.

140. According to the case law of the Court of Appeal, the following procedure should be followed 
when assessing inventive step (see UPC_CoA_464/2024, decision of 25 November 2025, 
Headnotes 7 et seq., para. 131 et seq. – Meril v. Edwards; UPC_CoA_528/2024, decision of 25 
November 2025, Headnotes 10 et seq., para. 126 et seq. – Amgen v. Sanofi; see also 
UPC_CoA_335/2024, Order of 26 February 2024, pp. 34 et seq. – Nanostring v. 10x Genomics):

141. First, it must be established what the subject-matter of the invention is; in other words, the 
objective problem (the objective technical problem) must be identified. This must be assessed 
from the perspective of a person skilled in the art, drawing on their general technical 
knowledge at the time of filing or the priority date of the patent (the relevant date). To this 
end, it must be determined what contribution the invention makes to the state of the art, not 
by considering the individual features of the claim, but by comparing the claim as a whole in 
conjunction with the description and the drawings, whereby the inventive concept underlying 
the invention (the technical teaching) must also be taken into account; this must be based on 
the technical effect or effects which the person skilled in the art understands to have been 
achieved by the claimed invention on the basis of the application.

142. To avoid a retrospective assessment, the objective problem should contain no references to 
the claimed solution.

143. The claimed solution is obvious if, at the relevant time, the person skilled in the art, starting 
from a realistic point in the prior art in the relevant technical field and with the aim of solving 
the objective problem, would have arrived at the claimed solution and not merely could have 
arrived at it.

144. The relevant field of technology is the specific field relevant to the objective problem to be 
solved, as well as any field in which the same or a similar problem arises and which the person 
skilled in the art in the specific technical field can reasonably be expected to be familiar with.

145. A starting point is realistic if its teaching would have been of interest to a person skilled in the 
art seeking to solve the objective problem at the relevant time. This may be the case, for 
example, where the relevant prior art already discloses several features similar to those of the 
claimed invention and/or addresses the same or a similar underlying problem as that of the 
claimed invention. There may be more than one realistic starting point, and the claimed 
invention must be inventive in relation to each of these starting points.

146. The skilled person lacks inventive ability and imagination and requires a starting point or 
motivation which, based on a realistic starting point, prompts them to take the next step 
towards the claimed invention. As a rule, a claimed solution is to be regarded as non-inventive
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if the person skilled in the art would take the next step on the basis of the starting point or as a 
matter of routine and arrive at the claimed invention.

147. It is not necessary to demonstrate an improvement of the claimed technical teaching over the 
prior art in order to establish inventive step. Inventive step may also be present where the 
patent claims disclose a non-obvious alternative to the solutions known in the prior art.

2. Examination on a case-by-case basis

148. Measured against these principles, a lack of inventive step cannot be established.

a) Objective technical problem

149. The defendant, who bears the burden of proof regarding the lack of inventive step, has not yet 
demonstrated what the objective problem (the objective technical problem) is, within the 
meaning of the Court of Appeal’s principles set out above for the assessment of inventive step. 
According to those principles, the determination of the objective problem underlying the 
patent at issue requires the identification of one (or more) realistic starting points in the prior 
art. The determination of the objective problem must therefore not depend on which realistic 
starting point is taken as the basis for the assessment of inventive step.

150. The Board considers that the objective scope of the patent at issue is to provide a method for 
generating a laser beam with different beam profile characteristics.

b) Based on D6

151. The defendant challenges the inventive step on the basis of D6 and argues that, in systems with 
at least two laser light sources, it is common general knowledge to the person skilled in the art, 
as disclosed in D7, D3, D1 and D8, that the laser light sources can be switched on and off 
independently of one another.

aa) Realistic starting point

152. D6, which mentions in paragraph [0002], for example, the use of fibre lasers for various 
industrial applications, constitutes a realistic starting point for the assessment of inventive 
step.

bb) Indication/motivation

153. However, it cannot be established that, based on D6, the person skilled in the art had a starting 
point or motivation to take a further step towards the claimed invention.

154. As already mentioned in the context of the novelty examination, D6 concerns a combination of 
the optical radiation of several fibres, for example for the purpose of hybrid welding. By 
mentioning the advantages of such a combination, the
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the skilled person is deterred from, but certainly not prompted to, seek the generation of 
different beam profile characteristics.

155. Nor does the defendant convincingly demonstrate any such indication based on D6.

156. During the oral hearing, the defendant’s representative argued that the person skilled in the 
art would have been led to design the laser system disclosed therein in a more flexible manner 
and would therefore have made it independently controllable. However, he did not cite any 
specific passage of the disclosure or provide any reasoning based on D6.

157. Furthermore, the defendant’s representative argued on the basis of various passages in the 
prior art to be combined, such as D1, D3 or D8. However, in doing so, he failed to 
demonstrate that the skilled person would have been prompted, on the basis of D6, to refer to 
this prior art at all.

158. Even with the argument that the skilled person interprets D6 as meaning that different 
requirements apply depending on the application, the defendant fails to demonstrate any 
motivation for the skilled person to take the next step towards the invention on the basis of D6. 
As mentioned, D6 specifically emphasises the advantages of combining laser radiation. The 
skilled person is given no indication to depart from the combination deemed advantageous 
and to separate the laser beams.

b) Starting from D7

159. The question of whether the patent at issue validly claims priority from PS1a can be left 
open. Even if the priority claim is invalid and the filing date of the patent at issue is 
therefore 8 April 2011 – an assumption made in favour of the defendant – there is no lack of 
inventive step based on D7, which would then be regarded as the prior art.

aa) Disclosure content of D7

160. D7 is an article in the magazine Autore
who were employed by the predecessor company of the plaintiff within the Trumpf Group at 
the time the article was written. The article is entitled “Two concentric fibre diameters in one 
laser light cable — The 2in1 fibre makes it possible to weld and cut by means of simple optical 
exchange” (Two concentric fibre diameters in one laser light cable
— The 2-in-1 fibre enables welding and cutting by means of simple optical exchange).

161. The D7 deals with the ‘2-in-1 fibre’, which contains two concentric core diameters within a 
single laser fibre. This fibre allows the laser beam to be directed into the inner core during 
cutting and into the outer ring core during welding. This ensures that the laser light strikes 
the workpiece with exactly the correct depth of focus and beam diameter (see page 38, 1st 
column of D7).

162. D7 describes the underlying problem as being that the various laser processing applications 
(welding, cutting), with their differing requirements regarding beam quality, cannot be 
accommodated by a single optical configuration
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can be carried out. Instead, the fibre diameter and/or focal length would have to be 
individually adapted to the process, which would require replacing the optical paths inside the 
machine and thus opening the machine. This could lead to various problems such as 
contamination or changes to the beam path (see page 38, 1st column to page 39, 2nd column 
of D7). D7 describes the possible solution of routing several laser light cables with different 
core diameters into the machine and using beam switches as disadvantageous (page 38, 
column 2). Instead, the use of beam switches should be avoided and only one laser light cable 
should be routed from the laser into the machine (page 39, columns 1 and 2).

163. According to the teaching of D7, the switching is effected by inserting a wedge plate into the 
laser beam path. Without the wedge plate, the laser beam enters the core of the 2-in-1 fibre 
directly via the coupling lens. The wedge plate, however, deflects the beam slightly so that it 
enters the ring core.

164. For illustration purposes, Figures 1, 2 and 7 from D7 are shown below.

165. Figure 1 shows the structure of a 2-in-1 fibre:

166. Figure 3 illustrates the coupling of the laser beam into either the core (left-hand image) or the 
ring core (right-hand image) via the wedge plate:

167. Finally, Figure 5 shows the intensity distributions immediately after the 2-in-1 fibre upon 
coupling into the core (left, diameter 100 μm) and into the ring core (right, diameter 600 μm):
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168.   It is undisputed between   the   parties   that                D7   with   the exception   of
“different second laser beam” (feature 1.3 of claim 1 and feature 2.2.2 of claim 2), discloses all 
the features of claims 1, 2 and 3 of the patent at issue.

bb) Realistic starting point

169. D7 constitutes a realistic starting point for the assessment of inventive step.

cc) Indication/motivation

170. The defendant, who bears the burden of proof in this regard, has not demonstrated, either in 
the pleadings or at the oral hearing, any starting point or motivation for the person skilled in 
the art to provide a different second laser beam based on D7 and thus to take a further step 
towards the claimed invention.

c) Starting from D1 or D3

171. Nor is there any lack of inventive step based on the prior art documents D3 (= D7 in that case) 
and D1 (= D2 in that case) taken into account in the grant proceedings.

172. The defendant’s challenge is directed at a combination of D3 and D1 with general technical 
knowledge. It argues that all that is required is to replace the base fibre of D1/D3 with a 
double-clad fibre known, for example, from D6 and D7.

aa) Disclosure of D3

173. D3 relates to an optical fibre device, in particular a medical application part, as well as an 
irradiation device for biological materials in particular by means of optical radiation (column 1, 
lines 1 ff. of D3).

174. By way of introduction, D3 describes that laser beams, in medical as well as other technical 
applications, trigger different effects at the application site depending on the wavelength, 
operating mode and irradiation parameters, such as irradiation energy and intensity, or 
radiation characteristics. Specifically, D3 mentions a coagulating (haemostatic) effect of short-
wavelength laser radiation on biological tissue, whilst longer-wavelength laser radiation has a 
more cutting effect. If the various irradiation effects are to be achieved successively or 
simultaneously in different sub-zones of the application site, the problem arises that, due to 
the confined space (e.g. within the lumen of organic hollow vessels), only a single optical fibre 
without any switching or control capability at the distal end can be used for
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is available, and multifunctional applications are therefore only possible to a limited extent 
and, at best, only following a complex replacement of the application system, including the 
optical fibre (column 1, lines 8 ff. of D3).

175. On this basis, D3 sets itself the task of designing an optical fibre device such that, using a single 
optical fibre, several different types of irradiation effects—each individually adjustable—can be 
achieved in spatially separate sub-zones of the application site at the distal end in a structurally 
simple manner and without the need for control (column 1, lines 34 ff. of D3).

176. According to the invention, several mutually independent beam bundles are transmitted by a 
single optical fibre in such a way that they are injected into the proximal end of the optical fibre 
at different coupling angles and, due to specific properties of the optical fibre utilised in this 
manner, emerge at the distal end of the fibre in spatially distinct decoupling angle ranges, 
without requiring any separationor even control elements for the emitted light beams (column 
1, line 46 to column 2, line 1 of D3).

177. It is undisputed that D3 discloses an optical fibre in the form of a single multimode fibre, the 
specific (angle-preserving) transmission properties of which are utilised.

bb) Disclosure of D1

178. D1 describes itself as a further development of D3 (see column 1, line 27 and column 5, claim 1 
of D1). It relates to an irradiation device for the contactless cutting and coagulation of 
biological tissue by means of optical radiation (column 1, lines 3 et seq. of D1).

179. According to the teaching of D1, the aim is, in particular, to ensure, with minimal construction 
effort, optimal light beam guidance and concentration for simultaneous cutting and 
coagulation, as well as trouble-free, simultaneous operation in the surgical field (column 2, 
lines 5 ff. of D1).

cc) Realistic starting point

180. Neither D1 nor D3 constitute realistic starting points for assessing inventive step.

181. Both citations deal with the irradiation of biological material, do not disclose decisive features 
such as the provision of beam profile characteristics, and are not based on a technical problem 
similar to that of the patent at issue.

182. In particular, neither D1 nor D3 discloses a different beam profile characteristic.

183. According to the teaching of D1, the incident beams 14, 16 correspond to the output beams
30 (cone), 40 (hollow cone). Therefore it delivers the device

according to D1 a laser output beam with a variable beam angle (see Figure 
1 of D1).

DeepL machine translation provided by www.veron.com

2026-03-16_LD_Dusseldorf_UPC_CFI_733-2024_UPC_CFI_255-2025_en-GB.pdf



35

184. The D3 also features an output laser beam with a variable beam divergence angle. As can be 
seen from Figure 1, the concentric circles in the top-left and bottom-right corners do not refer 
to the cores of the optical fibre 4, but rather represent
represent ‘coupling angle ranges’ 10, 12 and ‘sub-zones’ 22, 24 of the application site.
The ‘sub-zones’ 22, 24, which correspond to the ‘coupling angle ranges’ 18, 20, can be made 
visible by projecting the output beam onto a screen. These ranges do not correspond to the 
concentric layers of the optical fibre in D3, but rather to directions.

F. Merits of the infringement claim

185. The infringement claim is well founded.

I. Configuration of the contested embodiment

186. The claimant has submitted the operating instructions for a copy of the contested embodiment 
obtained by it as Annex K 10. On page 33 of these operating instructions, the structure and 
mode of operation of the contested embodiment are illustrated as follows:

187. The laser radiation is generated in laser modules (shown in light blue and light green in the 
figure above), which form part of the contested embodiment. Each laser module can be 
regarded as a standalone laser with its own control unit (LCU). The contested embodiment 
comprises (at least) two or more laser modules. The laser radiation for a central beam and a 
ring beam is generated in different laser modules (or groups of laser modules).
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188. The laser radiation generated in the laser modules is routed via optical fibres (shown in orange 
in the figure above) to a so-called combiner module (bottom left in the figure above). In this 
combiner module, the optical fibres from the laser modules are combined into a fibre bundle 
(hereinafter: ‘input fibre bundle’). At a splice point in the combiner module, the input fibre 
bundle is then spliced to a complex optical fibre comprising two light-carrying regions 
(hereinafter: ‘output fibre’).

189. The defendant illustrates the laser beam profiles that can be generated using the contested 
embodiments – namely the core beam, the ring beam and a combination of these beam 
profiles – on its website as follows:

II. Direct infringement of claim 2

190. The contested embodiment makes direct, literal use of the teaching of claim 2 of the patent at 
issue.

1. Literal realisation of all features

191. It embodies all the features of claim 2.

a) Coupling

192. Based on the above interpretation, a different second laser beam is ‘coupled in’ during 
operation of the contested embodiment, meaning that the switchable device has the 
corresponding configuration (see feature 2.2.2).

193. The fact that the contested embodiment indisputably uses a combiner module in which the 
ends of the input fibre are spliced directly to the output fibre, and consequently there is no free 
space in front of the end face of the output fibre, does not preclude infringement for the 
reasons set out above.

b) Switchable device

194. The contested embodiment features a switchable device with at least two switching positions 
within the meaning of feature 2.2. The fact that the two laser light sources are controlled 
electronically
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and that it does not involve a mechanical switching optical system is irrelevant according to the 
interpretation set out.

c) Different second laser beam

195. In the operation of the contested embodiment, a “different second laser beam” is also coupled 
in (see feature 2.2.2). The defendant first challenges the fulfilment of this feature in its 
rejoinder, solely on the basis that the Claimant states in the supplementary technical report 
(contrary to the defendant’s assertion, this refers not to Annex K 12 but to Annex K 14, para. 9) 
that both laser modules provide exactly the same wavelength, namely 1071 nm.

196. However, according to the interpretation set out above, this argument does not negate the 
infringement. As explained above, the fact that the laser beams have a single wavelength does 
not preclude the fulfilment of the feature, whether a single laser source or two laser sources 
are provided.

d) Further features

197. The realisation of the remaining features is rightly undisputed.

2. Acts of use under Article 25(a) of the UPC Agreement

198. The defendant manufactures the contested embodiment in Germany, offers it for sale in 
Germany, France and Italy, and distributes it in Germany, amongst other places. The defendant 
has not contested the Claimant’s corresponding submissions. Acts of use within the meaning of 
Article 25(a) of the UPC Agreement are therefore present.

III. Indirect infringement of claim 1

199. There is also an indirect infringement of claim 1 of the patent at issue.

200. Under Article 26(1) of the UPC Agreement, the defendant may not, without the Claimant’s 
consent, within the territory of the contracting member states in which the patent at issue is in 
force, offer or supply to persons other than those entitled to use the protected invention 
means relating to an essential element of the invention for the purpose of using the invention 
in that territory, if they know or ought to have known that those means are suitable and 
intended for use in carrying out the invention. These conditions are fulfilled.

1. Objective suitability

201. The contested embodiment is objectively suitable for use in implementing the invention 
according to patent claim 1. Reference is made to the description of claim 2.

2. Further requirements

202. Furthermore, the contested embodiment relates to an essential element of the invention. The 
defendant has rightly not disputed this.

DeepL machine translation provided by www.veron.com

2026-03-16_LD_Dusseldorf_UPC_CFI_733-2024_UPC_CFI_255-2025_en-GB.pdf



38

203. It can be established that the offer and/or supply takes place within the territory and also 
serves the use of the invention within the territory (double territorial connection). Reference is 
made to the comments on the acts of use in the context of direct patent infringement.

204. Furthermore, the subjective elements of indirect patent infringement are also satisfied. The 
defendant is aware that the contested embodiment is suitable and intended for use in 
connection with the invention. It was aware of both the objective suitability for use within the 
meaning of claim 1 of the patent at issue and the corresponding intention of its customers, or 
in any event should have been aware of them. The contested embodiment is specifically 
advertised as being for the purpose of carrying out the method claimed in patent claim 1.

3. Acts of use under Article 26(1) of the UPC Agreement

205. The defendant has offered and supplied the contested embodiment within the meaning of 
Article 26(1) of the UPC Agreement. Reference is made to the comments on Article 25(a) of the 
UPC Agreement.

G. […]

206–218. […]

H. Legal consequences

219. With regard to the legal consequences, the following applies:

I. Legal consequences of direct infringement of patent claim 2

1. Injunction

220. Taking into account the circumstances of the case, the claimant is entitled to an injunction 
prohibiting the continuation of the infringement pursuant to Article 25(a) of the UPC 
Agreement in conjunction with Article 63(1) of the UPC Agreement.

2. Recall, permanent removal from the distribution channels and destruction

221. The order for recall from the distribution channels in respect of the directly infringing products 
is justified under Article 25(a) of the UPC Agreement in conjunction with Article 64(2)(b) and (4) 
of the UPC Agreement.

222. The same applies with regard to the permanent removal from the channels of distribution. In 
this respect, the sought order is based on Article 25(a) of the UPC Agreement in conjunction 
with Article 64(2)(d),
(4) UPC Agreement. According to the wording of the UPC Agreement, the permanent removal 
of goods from the distribution channels is a separate measure that must be distinguished from 
the recall. It accompanies the recall, although removal is only an option if the infringer has the 
practical and legal means to carry it out. The formulation of specific and sufficiently defined 
measures must be based on this (see UPC_CFI_7/2024 (LD Düsseldorf), judgment of 3 July 
2024, p. 30 – Kaldewei v. Bette; UPC_CFI_16/2024 (LD Düsseldorf Regional Court), judgment of 
14 January 2025, p. 36 et seq. – Ortovox v. Mammut). The claimant has sufficiently complied 
with this in the wording of its application.

223. The order for destruction is based on Article 25(a) of the UPC Agreement in conjunction with 
Article 64(2)(e),
(4) UPC Agreement.
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224. As regards the disproportionate nature of the order for recall, the permanent removal of the 
products from the distribution channels and their destruction within the meaning of Article 
64(4) UPC Agreement. The defendant, who bears the burden of proof and presentation in this 
regard (see UPC_CoA_534/2025 et al., decision of 3 October 2025 – Belkin v. Philips), has not 
made an appeal in this regard.

225. In so far as the claimant demands the submission of evidence not only to itself but also to the 
court, this was not to be granted. There is no interest in this outside of any enforcement 
proceedings (see UPC_CFI_735/2024 (LD Mannheim), decision of 24 February 2026, para. 232 – 
Trumpf Laser UK v. IPG Laser).

226. Taking into account the circumstances of the individual case, the Chamber sets the deadline for 
compliance with the obligation to recall the product, remove it from the supply chain and 
destroy it at six weeks, commencing from the date of service of the relevant enforcement 
notice (as in the case decided there: UPC_CFI_735/2024 (LD Mannheim), judgment of 24 
February 2026, para. 235 – Trumpf Laser UK v. IPG Laser).

3. Provision of information and transmission of data

227. The claimant has a right to information pursuant to Article 25(a) of the UPC Agreement in 
conjunction with Article 67 of the UPC Agreement. There are no objections regarding the 
manner in which the information is to be provided.

228. Furthermore, pursuant to Art. 68(3)(a), (b) UPC Agreement in conjunction with Rule 191.1 Alt. 2 
RoP, request such information as she reasonably requires for the purposes of her legal 
proceedings and which also enables her to verify the accuracy of the information provided and 
to obtain evidence for her calculation of damages (UPC_CFI_7/2023 (LD), decision of 3 July 
2024, p. 29 – Kaldewei v. Bette; UPC_CFI_16/2024 (LD Düsseldorf), decision of 14 January 2025, 
p. 36 – Ortovox v. Mammut; UPC_CFI_11/2024 (LD Düsseldorf), decision of 8 May 2025, para. 
164 – Grundfos v. Hefei Xinhu; UPC_CFI_210/2023 (LD Mannheim), judgment of 22 November 
2024, para. 179 – Panasonic v. OPPO).

229. The claimant may also request supporting documents for the information provided under 
Article 67(1) of the UPC Agreement. This includes the evidence requested by the claimant in 
electronic form. For, apart from the interest in the information itself, which the patent holder is 
required to provide under Article 67(1) The UPC Agreement, the patent proprietor’s interest in 
being able to verify the accuracy of this information, at least by means of random checks, is 
also worthy of recognition (UPC_CFI_7/2023 (LD), decision of 3 July 2024, p. 29 – Kaldewei v. 
Bette; UPC_CFI_16/2024 (LD Düsseldorf), judgment of 14 January 2025, p. 36 – Ortovox v. 
Mammut; UPC_CFI_210/2023 (LD Mannheim), judgment of 22 November 2024, para. 179 – 
Panasonic v. OPPO).

230. With regard to the time limit, the above comments on recall, definitive removal from 
distribution channels and destruction apply mutatis mutandis.

4. Provisional damages

231. The claimant may demand the sought payment in the amount of EUR 230,000.

232. Pursuant to Rule 119 of the RoP, the court may award provisional damages to the successful 
party, subject to conditions determined by the court, which are intended to cover at least the 
provisional costs of the proceedings for damages and compensation incurred by the successful 
party.
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233. As provisional damages in this sense, the claimant may claim the costs of EUR 115,000 which it 
has asserted and which it had to bear for the purchase of a copy of the contested embodiment.

234. Insofar as she further makes an appeal for costs of the current proceedings amounting to a 
further EUR 115,000, the claimant may claim these as provisional reimbursement of costs 
pursuant to Rule 150.2 of the RoP.

235. The fact that it has cited provisional damages under Rule 119 of the RoP as the basis for the 
amount it seeks is irrelevant. The claimant’s claim is clearly directed at provisional 
reimbursement of costs, and its statement of facts justifies the award made.

236. The defendant has not contested the claimant’s claim.

5. Determination of liability for damages on the merits

237. A determination of liability for damages on the merits is possible on the basis of Article 68(1) of 
the UPC Agreement. In any event, the defendant must have known that its actions infringed 
the patent at issue.

6. Threat of coercive measures

238. The imposition of a penalty payment for the injunction (Article 63(2) of the UPC Agreement) 
raises no concerns. This also applies when taking into account considerations of 
proportionality. The imposition of a penalty payment in respect of the measures relating to the 
provision of information, transmission of information, recall, removal and destruction is based 
on Article 82(1) and (4) of the UPC Agreement, Rule 354.3 of the RoP.

239. The threatened penalty payment of at least EUR 100,000 per infringing device in the event of a 
breach of the injunction and of at least EUR 5,000 per day in the case of disclosure, recall, 
removal from distribution channels and destruction, gives the local division the necessary 
flexibility to take into account the specific circumstances of the individual case, including the 
conduct of the infringer, in the event of a breach, and, on that basis, to set an appropriate 
penalty payment in accordance with Article 82(4) sentence 2 of the UPC Agreement in 
conjunction with Rule 354.4 of the RoP. Consequently, the imposition of a fixed sum also 
appears inappropriate. The defendant has not contested the minimum amounts specified by 
the Claimant.

II. Legal consequences of the indirect infringement of patent claim 1

240. With regard to the indirect infringement of the patent at issue, the Claimant’s right to an 
injunction against the continuation of the infringement derives from Article 26(1) of the UPC 
Agreement in conjunction with Article 63(1) of the UPC Agreement. It is not apparent that the 
risk of direct patent infringement by the defendant’s customers can be adequately countered 
by a relative prohibition, for example on the basis of warning notices (see UPC_CFI_74/2024 
(LD Munich), order of 27 August 2024, p. 59 – Hand Held v. Scandit). Nor does the defendant 
assert this.

241. The claimant cannot, however, demand an order for a recall, final removal from the 
distribution channels and destruction, even with regard to the individual components 
challenged solely in the context of indirect infringement. Since products which merely
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allegation of indirect patent infringement are not the ‘subject-matter of the patent’, there is 
generally no scope for ordering a recall or removal from the distribution channels 
(UPC_CFI_140/2023 (LD Mannheim), decision of 22 November 2024, para. 184 – Panasonic v. 
OPPO; UPC_CFI_16/2024 (LD Düsseldorf), judgment of 14 January 2025, p. 37 – Ortovox v. 
Mammut). This also applies to an order for destruction (see generally UPC_CFI_316/2024 (LD 
Düsseldorf), judgment of
10 December 2025, para. 314 – M-A-S v. Altech).

J. Decision on costs

242. Pursuant to Article 69(2) of the UPC Agreement in conjunction with Rule 118.5 of the RoP, a 
decision on costs must be made.

243. Since the claimant has been unsuccessful in part of its infringement claim, namely in particular 
with regard to the sought order for further legal consequences also on the grounds of the 
patent infringement that can be inferred, it is justified to order the claimant to bear part of the 
costs of the infringement claim and, for the remainder, to order the defendant to bear the 
costs.

244. The defendant’s counterclaim has been unsuccessful. The defendant must therefore bear the 
costs thereof.

I. Security

245. Pursuant to Art. 82(2) of the UPC Agreement, Rule 118.8(2) and Rule 352.1 of the RoP, the 
court may make any order or measure subject to the provision of security, the amount of which 
it is to determine. However, the defendant has not put forward any circumstances that might 
give rise to this.

J. Reimbursement ceiling

246. The setting of the upper limit for reimbursable legal costs is based on the decision of the 
Administrative Committee on the upper limits for reimbursable costs of
24 April 2023 (D - AC/10/24042023_D) in conjunction with the Administrative Committee’s 
decision of 24 April 2023 on the guidelines for determining court fees and the ceiling for the 
winning party’s recoverable costs (D-AC/09/24042023_D). Pursuant to Section II. 2. (4) of the 
latter decision, the value of the infringement action and the value of the counterclaim for 
annulment, both of which are pending before the same Chamber, must be added together to 
determine the amount of recoverable costs. Consequently, the determination of the 
reimbursement ceiling in the present case must be based on a total value in dispute of EUR 
2,000,000, resulting in a total reimbursement ceiling of EUR 200,000.

247. The parties agreed at the oral hearing that the recoverable costs for both the infringement 
action and the counterclaim for annulment shall be mutually recognised, subject to the 
decision on costs pursuant to Rule 118.5 of the RoP, up to the limits set out in the decision of 
the Administrative Committee of 24 April 2023.
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DECISION:

I. The defendant is prohibited from,

1. Issuing instructions for generating a laser beam, which are suitable and intended 
for carrying out a method of generating a laser beam with varying beam profile 
characteristics,
to offer or supply to customers in Germany, France and/or Italy,

wherein a laser beam is coupled into one end of a multi-clad fibre, in particular a
double-clad fibre, and is decoupled from the other end of the multi-clad fibre, and
wherein, to generate a first beam profile characteristic of the decoupled laser
beam, a first laser beam is coupled into at least the inner fibre core of the multi-
clad fibre, and to generate a different second beam profile characteristic of the
decoupled laser beam, a different second laser beam is coupled into at least one
outer ring core of the multi-clad fibre;

(EP 2 624 031 B1 – indirect infringement of claim 1)

2. Issuing instructions for generating a laser beam with a different beam profile 
characteristic,
to manufacture, offer, place on the market or use in Germany, France and Italy, or
to import or possess for the aforementioned purposes,

wherein the order comprises at least the following elements: a multi-clad fibre, in
particular a double-clad fibre, with an inner fibre core and at least one outer ring
core, as well as a switchable device with at least two switching positions, wherein
in the first switching position a first laser beam is optionally coupled into at least
the inner fibre core of the multi-clad fibre and in the second switching position a
different second laser beam is coupled into at least one outer ring core of the
multi-clad fibre.

(EP 2 624 031 B1 – direct infringement of claim 2)

II. The defendant is ordered, in each case within six weeks of service of the relevant notice
of enforcement,

1. to provide the Claimant with information on the extent to which it has committed
the acts described in Section I since 13 December 2017, specifically in the form of a
structured, coherent, electronically analysable list, organised by calendar month
and by the devices referred to in Section I, identified by their type designations,
which includes the following information:
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a) the origin and distribution channels of the products,

b) the identity (names and addresses) of all third parties involved in the
manufacture or distribution of the products,

c) the quantities of the devices manufactured, offered, delivered, received or
ordered, and the respective purchase and sale prices paid for the devices;
specifying the respective date of the offer, delivery or order, as well as the
respective manufacturer, purchaser, customer or recipient of the offer,

d) the advertising carried out, broken down by advertising medium, its
distribution, the distribution period and the distribution area, including
evidence of these advertising activities,

e) the costs incurred in this regard, broken down by individual cost factors, and
the profits generated,

whereby copies of the relevant supporting documents (namely invoices, or 
alternatively delivery notes) must be submitted as evidence of the information 
provided, with details requiring confidentiality being redacted from the data 
subject to disclosure and notification;

2. to recall the devices referred to in Section I.2. that have been placed on the market
since 13 December 2017 through the actions described in Section
I.2. by the acts referred to in point I.2. by notifying the third parties from whom the
devices are to be recalled that this court has found that the devices infringe
European Patent EP 2 624 031, whereby the defendant undertakes to the third
parties to reimburse the costs incurred, in particular purchase prices paid, to
reimburse the packaging and transport costs incurred as well as the customs and
storage costs associated with the return, and to take back the devices;

3. the products referred to in paragraph I.2., which have been placed on the market
since 13 December 2017 through the acts referred to in paragraph
I.2. have been placed on the market, by the defendant, with reference to the fact
that this court has found that the devices infringe European Patent EP 2 624 031,
requesting its commercial customers to cancel all orders or contracts relating to
the devices referred to in section I.2. , and asserts in writing any existing
contractual claims for restitution against commercial customers, under threat of
legal enforcement, should they refuse to return the devices recalled in accordance
with Section II.2;

4. to destroy, at its own expense, or have destroyed, the devices referred to in
Section I.2 which are in its direct or indirect possession or ownership in Germany,
France and/or Italy, or which have been repossessed in accordance with Section
II.2 or II.3;
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and to provide the Claimant with written evidence of the measures it has taken in 
accordance with clauses II.2, 3 and 4.

III. In the event of any breach of any of the prohibitions set out in Section I, a recurring
penalty payment of at least EUR 100,000 per infringing device, and in the event of any
breach of any of the orders set out in Section II, a recurring penalty payment of at least
EUR 5,000 per day for each day of the breach to the court.

IV. The defendant is ordered to pay the claimant EUR 115,000 as provisional damages and a
further EUR 115,000 as provisional reimbursement of costs.

V. It is hereby declared that the defendant is, in substance, obliged to compensate the 
Claimant for any further damage exceeding the damage compensated in accordance with 
Section IV, which has been or will be incurred by the Claimant as a result of the acts 
described in Section I and committed since 13 December 2017.

VI. In all other respects, the action for infringement is dismissed.

VII. The counterclaim for annulment is dismissed.

VIII. The claimant shall bear 10% of the costs of the infringement proceedings and the
defendant 90%.

The costs of the counterclaim shall be borne by the defendant.

IX. The value in dispute for the claim and for the counterclaim for annulment is set at EUR
1,000,000 in each case.

X. The upper limit on recoverable legal representation costs for the claim and the 
counterclaim for annulment is set at a total of EUR 200,000.

XI. The orders under I., II. and IV. shall only be enforceable once the claimant has notified
the court of which part of the orders it intends to enforce and, where necessary, has
submitted a certified translation of the orders into the official language of the Member
State in which enforcement is to take place, and once the defendant has been served
with the notification and the (relevant) certified translation.
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Düsseldorf, 16 March 2026 NAMES 
AND SIGNATURES

Presiding Judge Thomas

Ronny signed
Digitally

by Ronny Thomas

Thomas Date: 12 March 2026
19:33:24 +01:00

Legally qualified judge Dr Schumacher

Digitally signed

JuleKathrin by Jule Kathrin
Schumacher

Schumacher Date: 12 March 2026
17:03:44 +01:00

Legally qualified judge Agergaard

Digitally signed

PeterJuul  by Peter Juul
Agergaard

Agergaard Date: 13 March

2026
07:20:07 +01:00

Dr Hansson, technically qualified judge

Anders Signed 
electronically by

Max Anders Max 
Hansson

Hansson Date: 13 March 2026
06:54:09 +01:00

For the Deputy-Registrar (Bettina)   
Signeddigitally

signed
by Bettina Broock

Broock  Date: 13 March 2026
13:19:50 +01:00

INFORMATION ON APPEALS:

Any party whose applications have been rejected in whole or in part may lodge an appeal against this decision 
with the Court of Appeal within two months of the decision being served (Art. 73(1) UPC Agreement, R. 
220.1(a), 224.1(a) RoP).
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Information on enforcement (Art. 82 UPC Agreement, Art. 37(2) EPGS, R. 118.8, 158.2, 354, 355.4 RoP):

A certified copy of the enforceable decision shall be issued by the Deputy-Registrar on the application of the 
enforcing party, Rule 69 of the Rules of Procedure.

This decision was pronounced in open court on 16 March 2026. Presiding Judge 

Thomas
Digital

Ronny Signed by 
Ronny
Thomas
Date: 16 March 2026
09:00:53 +01:00

Thomas
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