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Claimant:

Versah LLC, c/o Salah Huwais, DDS, 2000 Spring Arbor Rd., Suite D, Jackson, 49203 Michigan, USA 

represented by: Ole Dirks, Attorney-at-law, Wildanger, Kehrwald, Graf von 

Schwerin
& Partner mbB, Fischerstraße 2, 40477 Düsseldorf, Germany

Assisted by: Patent Attorney Dipl.-Ing. Ingo Bauer, Gille Hrabal 
Partnerschaftsgesellschaft mbB Patent Attorneys, Brucknerstraße 
20, 40593 Düsseldorf, Germany

Electronic service address:Versah-HaeNaem-EP420@wildanger.eu 

Defendant:

1. HaeNaem Co., Ltd., 194, Jisan-ro 175beon-gil, Jinwi-myeon, Pyeongtaek-si, Gyeonggi-do,
17718, Republic of Korea

2. Adin Dental Implant Systems Ltd., Alon Tavor POB 1128, Afula 1811101, Israel

represented by: Thomas Adrian, Attorney-at-law, Daub Patent and Law Firm
Daub, Bahnhofstrasse 5, 88662 Überlingen, Germany 

email address for service: thomas.adrian@kanzlei-daub.de

PATENT AT ISSUE:

European Patent No. EP 3 402 420 B1

TRIAL PANEL/CHAMBER:

Panel 1 of the Düsseldorf local division JUDGES SEATING 

ON THE CASE:

This decision was delivered with the participation of the Presiding Judge Thomas as the reporting 
judge, the legally qualified judge Dr Schumacher, the legally qualified judge Agergaard and the 
technically qualified judge Dr Daniel.

LANGUAGE OF THE PROCEEDINGS: German

SUBJECT-MATTER: Action for infringement and counterclaim for annulment

ORAL HEARING: 14 July 2026

BRIEF SUMMARY OF THE FACTS:

1. The claimant is bringing proceedings against the defendants for infringement of the 
European patent EP 3 402 420 B1 (submitted as Annex WKS T1, hereinafter: the patent at 
issue

2. The proprietor of the contested patent, which was filed on 17 January 2017 claiming the
priority of US
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201662278579 dated 14 January 2016, in the language of the proceedings, is Huwais IP 
Holding LLC, founded by Dr Salah A. Huwais and having its registered office in Michigan, 
USA. The patent application was published on 21 November 2018. The notice of grant of 
the patent at issue was published on 1 July 2020. The patent at issue is currently in force in, 
amongst others, Germany, Austria, Denmark, Italy, Belgium, Finland, France, the 
Netherlands and Sweden.

3. The patent at issue is entitled ‘Autografting tool with enhanced flute profile and methods
of use’. Its claim 1 is worded as follows:

“A rotary osteotome (136), comprising:

a shank (140) defining a longitudinal axis of rotation;

a body (142) extending from said shank (140), said body (142) having an apical end (148) 
remote from said shank (140), a plurality of helically spiralling flutes (162) disposed about 
said body (142), each of said flutes (162) having a cutting face (166) on one side thereof 
defining a rake angle and a densifying face (164) on the other side thereof defining a heel-
side angle, said flutes (162) having an axial length and radial depth, a stopper section (106) of 
said body (142) disposed between said flutes (162) and said shank (140), a land (170) formed 
between each adjacent pair of flutes (162), each said land (170) having a working edge (172) 
along said cutting face (166) of the one adjacent said flute (162), said working edge helically 
twisting about said body (142);

characterised in that

each said flute (162) is formed with a continuously negative rake angle along the entire 
length of the cutting face (166) and a continuously negative rake angle along the entire 
length of said densifying face (164).”

4. In the registered German translation, patent claim 1 is worded as follows:

“A rotary osteotome (136) comprising:

a shank (140) defining a longitudinal axis of rotation; a body (142) extending from said shank 
(140), wherein said body (142) comprises: an apical end (148) remote from said shaft (140), a 
plurality of helically wound grooves (162) ordered around said body (142), each said groove 
(162) having a cutting face (166) on one side defining a rake angle and a compaction face 
(164) on the other side defining a heel angle, said grooves (162) having an axial length and a 
radial depth, wherein a stop section (106) of said body (142) is situated between said grooves 
(162) and said shank (140), wherein a web (170) is formed between each adjacent pair of 
grooves (162), each said web (170) having a working edge (172) along said cutting surface 
(166) of the adjacent said groove (162), said working edge spiralling round said body
(142);
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characterised in that

each said groove (162) has a continuously negative rake angle along the entire length of the 
cutting surface (166) and a continuously negative rake angle along the entire length of said 
compaction surface (164).’

5. Figures 33 to 35, shown below, illustrate the invention by way of a preferred embodiment. 
According to the patent description, Figure 33 is a side view of an improved rotary 
osteotome. Figure 34 shows a cross-section extending along line 34-34 in Figure 33.

6. Figure 35 shows a cross-section of the rotary osteotome, which runs substantially along line 
35-35 in Figure 33.
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7. The defendant develops, manufactures and distributes rotary osteotomes which are 
advertised as causing compaction of the jawbone and the reimplantation of bone material 
when used. These include, in particular, kits containing various burs, which are marketed 
under names such as ‘Total Haenaem Bur Set’, ‘Total Haenaem Bur Kit’, ‘Total Haenaem 
Bur Kit for Sinus’ or ‘Haenaem Bur Kit for Expander’. These rotary osteotomes are 
manufactured by the first defendant.

8. In its claim, the claimant is not challenging the sale of the sets as a whole, but rather the 
burs as such. This concerns, in particular but not exclusively, the burs designated L1824S, 
S2228S, L263S and L628S (hereinafter: the contested embodiments). Enlarged images of 
the drills at issue, taken from Annex WKS T5, are shown below:

9. In setting out the (alleged) facts of the infringement, the claimant has primarily referred to 
the L2632 drill bit, also known as L263S or L26(29)32, whilst clarifying that the other 
embodiments are configured accordingly in respect of the relevant features.

KEY PROCEDURAL STEPS:

Partial withdrawal of the claim

10. In its infringement claim, the claimant initially also brought proceedings against Adin 
Dental Implant Systems GmbH, based in Düsseldorf.

11. Even before the conclusion of the written procedure, the claimant, by a document dated 
23 May 2025, declared the withdrawal of the claim brought against that company in the 
context of an out-of-court settlement. At the same time, in view of the settlement 
concluded between the parties concerned, it applied for an order that the parties 
concerned should bear their own costs.
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12. Adin Dental Implant Systems GmbH consented to the partial withdrawal declared by the 
Claimant on 23 May 2025 and confirmed an agreement with the Claimant to the effect that 
each party would bear its own costs.

13. Consequently, by an order dated 2 June 2025, the Düsseldorf Local Division authorised the 
withdrawal of the claim brought against Adin Dental Implant Systems GmbH and declared 
the proceedings against that company to be terminated. At the same time, the Düsseldorf 
Local Division ruled that the Claimant shall bear the portion of the court costs attributable 
to the proceedings against Adin Dental Implant Systems GmbH. In all other respects, 
pursuant to this order, each party shall bear its own costs.

Further alternative claim

14. By a document dated 19 February 2026, the claimant filed a further alternative application 
2a as Annex NB 11 to the case file and requested that

- that the further alternative claim 2a, submitted as Annex NB 11, be admitted in 
accordance with Rule 30(
2 of the RoP;

- to uphold the patent at issue EP 3 402 420 B1, in the alternative, in the version 
set out in auxiliary claim 2a;

- in the event that the patent at issue is upheld in the version set out in auxiliary 
claim 2a, to uphold the applications for infringement of the patent at issue, in 
the alternative, on the basis of auxiliary claim 2a.

15. The defendants objected to the admission of this further auxiliary claim in their document 
of 5 March 2026. In this regard, they requested that

1. that auxiliary claim 2a, filed by letter of 19 February 2026, be regarded as 
having been filed out of time and not be admitted;

2. in the alternative, to declare European patent EP 3 402 420 B1 invalid to a 
limited extent in accordance with auxiliary claim 2a, should auxiliary claim 2a 
be deemed not to have been filed out of time and be admitted.

16. The Board has deferred its decision on the admissibility of this further auxiliary request.

APPLICATIONS OF THE PARTIES:

Infringement proceedings:

17. The claimant requests that

I. that the defendants be ordered

1. to refrain from
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rotary osteotomes for dental applications, comprising: a shank forming a 
longitudinal axis of rotation; a body extending from said shank, said body 
comprising: an apical end remote from said shank, a plurality of helically 
wound grooves ordered around said body, each said groove having a 
cutting surface on one side defining a rake angle, and a compaction face 
on the other side defining a heel angle, said grooves having an axial 
length and a radial depth, wherein a stop section of said body is situated 
between said grooves and said shank, wherein a web is formed between 
each adjacentpair of grooves, each said web having a working edge along 
said cutting surface of one adjacent said groove, said working edge 
spiralling around said body; wherein each said groove has a continuously 
negative rake angle along the entire length of the cutting surface and a 
continuously negative rake angle along the entire length of said 
compaction surface

within the territory of the Member States of the Convention, the Unified 
Patent Court: Germany, Austria, Denmark, Italy, Belgium,
Finland, France, the Netherlands and Sweden

to offer for sale, place on the market, use, or import or possess for the 
said purposes;

(independent claim 1 of the patent in suit)

2. to provide the Claimant with information as to the extent to which the 
defendants have committed the acts referred to in paragraph I.1 above 
since 1 August 2020,

specifying

a) the origin and distribution channels of the devices referred to in 
section I.1, and

(i) the names and addresses of the manufacturers, producers, 
distributors, suppliers and other previous owners, and

(ii) the names and addresses of the commercial customers and 
the points of sale for which the devices were intended;

b) the quantities delivered, received or ordered, and the prices paid 
for the devices in question,

c) the identity of all persons involved in the distribution of the devices 
referred to in section I.1,

whereby copies of the relevant purchase documents
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(namely invoices, or alternatively delivery notes) must be 
submitted, whereby details requiring confidentiality may be 
redacted from the data subject to disclosure, and whereby the 
information, together with the proof of purchase, must in any event 
also be provided in a computer-readable, electronic format;

3. to provide the Claimant with a statement detailing the extent to which 
the defendants have carried out the acts referred to in paragraph I.1 
above since 1 August 2020, specifying

a) the individual deliveries, broken down by delivery quantities, times, 
prices and model designations, as well as the names and addresses 
of the recipients,

b) the individual quotations, broken down by quotation quantities, 
dates, prices and model designations, as well as the names and 
addresses of the recipients of the quotations,

c) the advertising carried out, broken down by advertising medium, 
circulation figures, distribution period and distribution area, and, in 
the case of online advertising, the website addresses, display 
periods and visitor numbers,

d) the production costs, broken down by individual cost factors, and 
the profit generated,

whereby the statement containing the accounting data must be provided 
at least in an electronic format suitable for computerised analysis, and 
the Defendants reserve the right, at their discretion, to disclose the 
names and addresses of non-commercial customers and recipients of 
offers, instead of to the Claimant, to a chartered accountant designated 
by the Claimant, who is bound by a duty of confidentiality and is resident 
in a Member State party to the UPC Agreement, provided that the 
Defendants bear the costs thereof and authorise and oblige him inform 
the claimant, upon specific request, whether a particular supply or a 
particular customer or recipient of an offer is included in the list;

4. the products referred to in section I.1 above, which have been placed on 
the market in the aforementioned Member States since 1 July 2020, from 
commercial customers, citing the court-established-patent-infringing 
nature of the products, and to undertake to bear any fees, as well as 
necessary packaging and transport costs, and customs and storage costs 
associated with the return, and to take the products back;

II. to declare

1. that the patent in suit was infringed by the defendants in respect of the 
products
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in paragraph I.1;

2. that the defendants are liable to compensate the Claimant for all 
damages incurred and to be incurred as a result of the acts referred to in 
paragraph I.1 committed since 1 August 2020;

III. to order that, in the event of any breach of the order under paragraph I.1, the 
defendants shall pay a (where applicable, repeated) penalty payment of up to 
EUR 10,000 per product and/or, in the case of ongoing acts such as offers on 
the internet, of up to EUR 30,000;

IV. to issue a warning to the respective defendants that, unless they comply fully 
with the orders set out in paragraph I.2. and/or I.3. and/or I.4., to impose daily 
penalty payments of up to EUR 10,000, but not less than EUR 1,000, payable 
repeatedly for each day of delay.

18. The defendants request that

that the claim be dismissed.

Counterclaim for annulment:

19. The defendants request that

that the European patent EP 3 402 420 B1 be declared invalid in its entirety.

20. The claimant requests that

that the counterclaim be dismissed.

Applications for amendment of the 
patent at issue:

21. The claimant requests,

in the alternative – should the local division not grant the principal claim – as part of 
an application for amendment of the patent pursuant to Article 65 of the UPC 
Agreement in conjunction with Rule 30(1) of the RoP, on behalf of the counter-
defendant,

I. to maintain the patent in suit in a limited form on the basis of the attached sets 
of claims in accordance with auxiliary claims 1 to 9 (in the order specified) for 
the Contracting States of Germany, Austria, Denmark, Italy, Belgium, Finland, 
France, the Netherlands and Sweden;
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II. to dismiss the counterclaim in all other respects.

22. The defendants request,

in the alternative, that the European patent EP 3 402 420 B1 be declared invalid to a 
limited extent in accordance with one of the alternative claims 1 to 9.

FACTUAL AND LEGAL ISSUES:

Standing to sue

23. The claimant alleges that Huwais IP Holding LLC granted BRRTech LLC, also founded by Mr 
[Name] and having its registered office in Michigan, an

exclusive licence to the patent at issue (Exhibit WKS 1). BRRTech LLC granted the claimant 
an exclusive (sub-)licence by contract dated 22 August 2014, which, amongst other things, 
covered the patent at issue (Exhibit WKS 2). This licence contained a substantive ‘field of 
use’ restriction to the field of dental applications. The companies involved were validly 
represented in the granting of the licences by their managing partner, Dr  . A 
prohibition on ‘self-dealing’, as regulated in Germany, for example, by Section 181 of the 
German Civil Code (BGB), did not exist under the law of the State of Michigan.

24. The defendants dispute that Mr  ,  , granted the Claimant on 22 August 
2012, through the alleged chain of self-dealing transactions, acting on behalf of the 
proprietor of the contested patent, BRRTech LLC as licensee and sub-licensor, and the 
Claimant as sub-licensee, all of which are domiciled in Michigan, USA, under the law of the 
State of Michigan, granted a valid sub-licence with exclusive effect within the territory 
covered by the patent at issue. The defendant is unaware of which foreign contract law is 
applicable and whether intra-group transactions are valid under that contract law.

Interpretation of the patent 

at issue: rake angle

25. The claimant submits that, from the perspective of the patent at issue, the term ‘chip 
angle’ is to be understood as a parameter used in various cutting and machining processes 
and describing the angle of the cutting surface relative to the workpiece (see paragraph 
[0037], second sentence). It is common practice in the art to measure the chip angle 
relative to a line perpendicular to the workpiece.

26. By contrast, with regard to the interpretation of this term, the defendants refer to 
paragraphs [0037] et seq. and Figure 16 of the patent at issue, as well as to paragraphs 
[0088] et seq. According to these, a
‘chip angle’ in relation to the cutting surface, when the rotary osteotome rotates in the 
cutting direction, is an angle of inclination. This is measured, when viewed in a plane 
perpendicular to the axis of rotation of the rotary osteotome, between a line running 
radially through the working edge and an imaginary line that is tangent to a circle which 
intersects the rotary osteotome at its maximum radial extent and passes through the 
working edge. When rotating against the cutting direction, a ‘chip angle’ relative to the 
cutting plane – viewed in a plane perpendicular to the axis of rotation – is defined as the 
angle measured between the web and the working edge, whereby the
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resulting ‘chip angle’ relative to the cutting surface and a primary cone angle of the web 
together add up to 90°.

Compaction surface on the other side, which defines a heel-side angle

27. The claimant refers to the explanations in paragraph [0085] and to Figure 35 of the
contested patent specification, according to which the ‘heel-side angle’ of the compaction
surface is measured relative to a radial line passing through a transition between the
compaction surface and the web surface connected to it. Figure 35 illustrates, by drawing
the ‘heel-side angle’ of the compaction surface on the one hand and the rake angle of the
cutting surface on the other in a direction-dependent, analogous manner, that the
inclination of the respective leading and trailing surfaces can be described and specified,
depending on the direction of rotation, by the rake angle and the heel-side angle
respectively. The defendant’s view that a compaction surface which defines a heel angle in
the cutting direction cannot form a negative rake angle when rotating against the cutting
direction must therefore be rejected.

28. In the defendant’s view, a ‘heel-side angle’ in relation to the compactionsurface, when the
rotary osteotome rotates in the cutting direction, is an angle of inclination measured in a
plane perpendicular to the axis of rotation of the rotary osteotome, between a line running
radially from an intersection point of the compaction surface and an outer surface of the
web facing away from the axis of rotation of the rotary osteotome, and a line running
parallel to the compaction surface.

Negative rake angle

29. The defendants refer to paragraphs [0037] et seq. and [0083] of the patent at issue,
according to which a ‘negative rake angle’ may have a value of approximately 0° up to and
including (-)89° in order to be regarded as a ‘negative rake angle’ within the meaning of the
patent at issue.

30. The claimant has contested this. Firstly, ‘approximately 0°’ is not disclosed in any of the
paragraphs cited by the defendants in relation to the rake angle according to claim 1.
Secondly, with formulations such as, for example, ‘between about 0° and about -65°’
(negative rake), as in paragraph [0037], 0° is obviously excluded; thus, <0° is meant.
Otherwise, the range of values would be in direct contradiction to the note in brackets
‘negative rake’ and the entire disclosure relating to the change from the neutral rake angle
of the GEN-1 osteotome to the negative rake angle in the GEN-2 osteotome, as well as the
subject-matter of claim 1.

Stop section

31. The claimant is of the view that the stop section forms part of the body and is situated
between the shank and the grooves of the body. The stop section acts like a cork. Loosened
bone material can no longer escape upwards from the grooves when the osteotome is
lowered into the osteotomy, as shown in Figure 38.

32. The defendants regard the stop section as an area of the rotary osteotome extending
between the end of the grooves and a conical transition from the shank to the body (see
paragraph [0037] and Figure 33, and paragraph [0139] and Figure 33 of the contested
patent application). The stop section is intended to prevent bone particles from travelling
further along the grooves in
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cutting mode, thereby halting the cutting performance of the rotary osteotome when 
operated in the cutting direction. According to Figure 33 of the patent at issue or the 
patent application at issue, a ‘stop section’ as defined by the patent at issue is a region of 
the rotary osteotome which is ordered along the longitudinal axis of the rotary osteotome 
between a shank of the rotary osteotome and the working region of the rotary osteotome 
featuring grooves, and in which the rotary osteotome has a maximum diameter.

Implementation of the features

33. The claimant asserts that the contested embodiments have the following geometry and, on 
that basis, make use of all the features of patent claim 1 in accordance with the spirit and 
letter of the claim:

34. The defendants have denied any infringement of the patent at issue.
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35. In the contested embodiments, the edges do not have a cutting function. Rather, the
cutting effect is achieved solely by cutting grooves, but not by the edges of the areas of the
four grooves wound spirally around the body, which the Claimant regards as cutting
surfaces.

36. It is therefore refuted, even from a factual point of view, that each of the grooves has a
cutting surface on one side which defines a rake angle (feature 3.1.). It is likewise refuted
that each web has a helical working edge along the said cutting surface, to which an
adjacent groove is attached (features 3.4.1. and 3.4.1.2.), and that each groove is formed
with a consistently negative rake angle along the entire length of the cutting surface and a
consistently negative rake angle along the entire length of the said compaction surface
(features 4.1. and 4.2.).

Acts of infringement

37. The claimant alleges that the rotary osteotomes manufactured by the first defendant are
advertised, amongst other places, online in a product brochure, which the claimant has
submitted to the file as Annex WKS 3a. Defendant 1 distributes the rotary osteotomes it
manufactures itself in Germany. This is evidenced by a delivery note dated 18 November
2021 to the

in Lorsch, Germany, submitted as Annex WKS 3b to the file. Mr  had, in 
the course of his business activities, offered ‘Haenaem Total Bur Kits’ originating from
Defendant 1. Following a successful test purchase, Mr  was served with a cease-
and-desist notice by the claimant. He subsequently submitted a declaration of undertaking
to cease and desist and named Defendant 1 as the source of supply.

38. Furthermore, the first defendant also utilises various distribution partners to market its
products within the scope of the UPC Agreement, including Germany. One such distribution
company is the second defendant, together with its subsidiaries, including Adin Dental
Implant Systems GmbH, which was originally named as a co-defendant. As part of a test
purchase, the claimant made an enquiry to the second defendant regarding the supply of a
‘Haenaem Total Bur Kit’. This enquiry was apparently forwarded internally to the second
defendant, whose employee then contacted the Claimant and offered to supply the kit via
the second defendant (Exhibit WKS 4a). Subsequently, Adin Dental Implant Systems GmbH
delivered a Haenaem Total Bur Kit to Düsseldorf.

39. Defendant 2 is the parent company of Adin Dental Implant Systems GmbH. It receives
enquiries regarding the purchase of ‘Haenaem Total Bur Kits’ and forwards them to
national sales subsidiaries. Furthermore, the second defendant advertises online on its
YouTube channel, which has more than 2,000 followers, with training videos for the
‘Haenaem Osseodensification Bur Kits’ in order to support its international and European
sales organisation in their distribution activities. Furthermore, the second defendant also
supplies distribution companies without ensuring that they do not, for example, resell the
products in Germany. For instance, following a warning letter issued in connection with a
delivery of a ‘Haenaem Total Bur Kit’ to Germany by the Spanish company Araguaney
Dental SL, the Claimant was able to ascertain that this company had sourced the kit
delivered to Germany from the second defendant.
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40. Furthermore, as part of the settlement reached following the filing of the claim, Adin 
Dental Implant Systems GmbH provided the claimant with information stating that it had, 
in turn, sourced the infringing products it distributed from the second defendant, who had 
dispatched them to Germany. The claimant has submitted a corresponding invoice and 
delivery note to the file as Annex WKS 6.

41. The defendants deny that any relevant acts of infringement have taken place.

42. Defendant 1 does not offer the products at issue in Germany. As an original equipment 
manufacturer (OEM), it manufactures these products exclusively on behalf of other 

companies in Korea. Defendant 1 also does not make use of various distribution partners in 
Germany. Insofar as the products at issue are offered by third parties in Germany, this is in 

any event not at the instigation of Defendant 1. The events described by the Claimant 
concerning Mr [Name] are disputed. Defendant 1 has no knowledge of these events, which 

in any case took place abroad and
therefore do not constitute patent infringement, of which the first defendant has no 
knowledge.

43. The product brochure submitted by the claimant does not constitute an offer within the 
territory of protection due to the lack of a domestic connection.

44. Defendant 2 had nothing to do with any of the events cited as alleged acts of infringement. 
In particular, it had not received the purchase enquiry of 16 April 2024 sent to the email 
address germany@a-din-implantats.com, nor had it forwarded it to its subsidiary. Adin 
Dental Implant Systems GmbH is not a subsidiary of the second defendant. It is an 
independent trading company which, with the consent of the second defendant—which is 
not itself active in Germany—operates in Germany and uses the second defendant’s brand 
names. Defendant 2 refers all enquiries from Germany to Defendant 1 from the outset. 
Consequently, the purchase enquiry in question was directed directly at Defendant 1.

45. The claim that the claimant, following a cease-and-desist letter issued in connection with 
the delivery of a ‘Haenaem Total Bur Kit’ to Germany by the Spanish company Araguaney 
Dental SL, had learnt that this company had sourced the kit delivered to Germany from the 
third defendant is contested as a precautionary measure. Defendant 3 had no knowledge 
of this. The patent at issue was not granted with effect in Spain. Defendant 2, which is 
based in Israel, had no reason in this case to investigate any possible resale.

46. Defendant 2’s online presence is irrelevant in any event due to the lack of a domestic 
connection.

Counterclaim for nullity: 

Inadmissible extension

47. In the defendants’ view, claim 1 of the patent at issue is based on an impermissible 
extension.
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48. The ‘negative chip angle’ in relation to the compaction surface, as set out in feature 4.2 of
the breakdown of features displayed later in the proceedings, does not appear to be
disclosed anywhere in the application for the contested patent.

49. Furthermore, no dependence of a ‘negative chip angle’ on the direction of rotation with
respect to the cutting surface (166) can be inferred from feature 4.1 of claim 1 of the
contested patent application or the contested patent, whereby, according to the disclosure
of the contested patent application, the chip angle with respect to the cutting surface (166)
also appears to be negative only in one direction of rotation (cutting direction, ‘Cutting-
Mode’) of the rotary osteotome (136). Moreover, it cannot be clearly inferred from either
paragraphs [00129] to [00136] of the contested patent application or from its Figures 35,
36 and 43 to 46 that there is a continuous ‘negative rake angle’ along the entire length of
the cutting surface (166) and a continuous ‘negative rake angle’ along the entire length of
the compaction surface (164). The paragraphs of the patent application in dispute referred
to in the preceding sentence merely disclose a relationship between the total extent of the
groove
(162) and the ‘negative rake angle’ (see, for example, paragraph [00134] of the contested
patent application).

50. The claimant has contested this.

51. Reference is also made to the defence to the counterclaim for nullity.

Insufficient disclosure

52. Should feature 1.9 be disclosed in the patent at issue, the defendants appeal, in the
alternative, on the grounds of insufficient disclosure. It is not apparent from the disclosure
of the patent at issue how the alleged ‘negative rake angle’ in relation to the compaction
surface is intended to contribute to, or is suited for, the removal of material. For further
details, reference is made to the grounds of the counterclaim for nullity.

53. From the Claimant’s perspective, the fact that the person skilled in the art is provided with
two sets of construction instructions in accordance with the invention in Figures 33 to 36
and 42 to 47 alone already argues against the validity of the allegation of lack of
workability. Furthermore, the description contains detailed dimensional and angular
specifications (see paragraphs [0129]–[0136]).

Priority

54. The defendants are of the view that, for the assessment of patentability – at least with
regard to claim 1 – the filing date of the patent at issue (17 January 2017) is decisive. Claim
1 of the patent at issue, in its granted version, comprises specific features relating to the
configuration of the groove (162) which are not contained in the priority documents.

55. In response to this objection, the claimant has argued that the content of all the figures in
the patent application at issue, with the exception of the flowchart in Figure 39, is reflected
in the corresponding figures of the priority application. Priority was therefore validly
claimed. The assessment of the patentability of the patent at issue must therefore be
based on the priority date (14 January 2016).
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Novelty

56. In the defendant’s view, the technical teaching protected by claims 1 and 11 of the
contested patent is disclosed in a manner prejudicial to novelty in WO 2014/077920 A1
(D1) and WO 2015/138842 A1 (D3).

57. Furthermore, patent claim 1 is also rendered non-novel by US 2012/24497/A1 (D2), WO
2013/154686 A1 (D4), WO 2009/083667 A2 (D5) and WO 2016/187493 A1 (D7)
.

58. The claimant has contested this.

Inventive step

59. If the feature of the ‘negative tension angle’ (features 4.1 and 4.2) of claim 1 of the patent
at issue is not disclosed either explicitly or implicitly by publications D1 to D5 and D7, then,
in the defendant’s view, patent claim 1 must at least not be regarded as involving an
inventive step.

60. The claimant has also contested this view.

REASONS FOR THE DECISION:

61. The admissible action for infringement is also successful on the merits. By contrast, the
counterclaim for nullity is admissible but unfounded.

A. Admissibility of the infringement claim and the counterclaim for revocation

I. Action

62. The infringement claim is admissible.

63. In particular, the international jurisdiction of the Unified Patent Court (UPC) must be
presumed, as the defendants neither lodged a preliminary objection under Rule 19 of the
RoP nor raised the issue of jurisdiction in their statement of defence (see
UPC_CoA_409/2025, decision of 27 March 2026, Headnote 3 – NUC v Hurom).

64. Furthermore, in the absence of a preliminary objection, the jurisdiction of the UPC and that
of the Düsseldorf local division are deemed to have been acknowledged, Rule 19.7 of the
RoP.

II. Counterclaim for nullity

65. Nor are there any concerns regarding the admissibility of the counterclaim for revocation.
Pursuant to Article 32(1)(e) of the UPC Agreement, the UPC has exclusive jurisdiction over
counterclaims for the revocation of (European) patents. The UPC – as the common court of
the Member States of the UPC Agreement – has international jurisdiction over the present
counterclaim pursuant to Articles 24(4), 71a(2)(a) and 71b(1) of the Brussels Ia Regulation.
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B. Right to bring an infringement action

66. Pursuant to Article 47(2) of the UPC Agreement, the holder of an exclusive licence in
respect of a patent has the right to bring proceedings before the court in the same way as
the patent proprietor, provided that the patent proprietor has been notified in advance.

67. These conditions are fulfilled in the present case in favour of the Claimant.

68. As evidenced by the ‘Master IP Agreement’ dated 22 August 2014, submitted as Annex
WKS 1, Huwais IP Holding LLC grants BRRTech LLC an exclusive licence, whereby the
‘Intellectual Property’ covered by the licence includes, amongst other things, all patents
and patent applicationsfiled by the licensor relating to tools and methods for preparing
holes and implants or anchors therefor (see Article II, clause 2.1 and Article I, clause 1.1 (A)
of the agreement). At the same time, this agreement expressly grants the licensee the right
to grant sub-licences (see Article II, paragraph 2.1, at the end: ‘… including the right to
grant sub-licences’).

69. BRRTech LLC made use of this option in the ‘IP Licence Agreement’ dated the same day,
submitted as Annex WKS 2, by granting the Claimant a corresponding exclusive sub-licence
(see Article II, clause 2.1 in conjunction with Article 1.1(A), (G) of the Agreement). Pursuant
to Article 5, clause 5.2 of the agreement, the sub-licence granted to the Claimant also
includes the right to bring patent infringement proceedings.

70. The fact that both agreements were signed on behalf of both the licensor and the licensee
by Mr  does not preclude their validity. The question of whether a company
was duly represented when concluding a licence agreement must be assessed in
accordance with the company’s articles of association. Whether, in this context, the
company’s registered office (the so-called ‘registered office theory’) is the decisive factor,
or whether the place of incorporation of the company – and thus, as a rule, the statutory
registered office – is of decisive importance (the so-called ‘incorporation theory’), requires
no further discussion. Under both approaches, the law of the State of Michigan is
applicable in the present case. The claimant has conclusively demonstrated, by means of a
private expert opinion submitted as Annex WKS 5 to the file, that this law, unlike German
law, for example, does not prohibit self-contracting. On this basis, it would now have been
for the defendant to raise specific objections to this. However, they did not make use of
this opportunity, which is why the agreement must be deemed valid (para. 171.2 of the
RoP).

71. It is undisputed that the patent proprietor also informed the Claimant of the action, as
required by Article 47(2) of the UPC Agreement (see statement of claim, p. 3, second line).
This indispensable condition for the exclusive licensee’s right to bring an action, which
serves to protect the defendants, is therefore also fulfilled.

C. Person skilled in the art

72. The defendants regard a person with a university degree in mechanics/design and many
years’ professional experience in the development of surgical instruments, in particular
rotary osteotomes, as a person skilled in the art for the purpose of assessing inventive step.
Since the claimant has not put forward a different definition of the person skilled in the art
and there are no other objections to the defendants’ proposal, the Board sees no reason to
depart from the defendants’ proposal.
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D. Scope of protection of the patent at issue

73. With regard to the scope of protection of the patent at issue, the following applies:

I. Subject-matter of the patent at issue

74. The invention relates in particular to osteotomes and the methods carried out using them 
for widening an osteotomy or an opening in an inorganic material to accommodate an 
implant or another fixation device.

75. As the person skilled in the art will gather from the introductory remarks in the description 
of the contested patent, the insertion of an implant frequently requires preparation of the 
bone, either using manual osteotomes or precision drills operating at a strictly controlled 
speed, in order to avoid burns or pressure necrosis of the bone. After a variable period of 
time, during which the bone can grow onto the surface of the implant, sufficient healing 
enables the patient to commence rehabilitation therapy, return to normal use, or perhaps 
insert a restoration or another fastening element (para. [0002]).

76. In the prior art, as the contested patent specification goes on to explain, several methods 
for creating a reception bore or osteotomy are known. For example, since the early days of 
implantology, osteotomies have been prepared using standard drills, which are very similar 
in appearance and handling to drills intended for industrial applications. These drills have 
proved to be functional for dental and medical applications, but there is room for 
improvement. Although the success rates for implants have been satisfactory over time, 
the techniques used for osteotomy preparation have proved inadequate for various 
reasons. Standard drills used in dentistry to hollow out bone and create space for the 
implant do cut effectively through the bone, but generally do not produce a clean, precise 
and circumferential osteotomy. Due to vibrations, osteotomies can become elongated and 
elliptical, as the drills do not cut a perfectly circular path. If the osteotomy is not perfectly 
circular, the implant’s insertion torque may be reduced, which can lead to poor primary 
stability and, potentially, a lack of integration. Osteotomies drilled into narrow bone areas 
can lead to dehiscence in the buccal or lingual region, which also impairs primary stability 
and necessitates an additional bone grafting procedure, thereby potentially increasing 
costs and the duration of treatment (para. [0003]).

77. Against this background, as evidenced by the description of the patent at issue, the 
applicant for the patent at issue has recently developed a novel biomechanical bone 
preparation technique known as ‘osseodensification’. This is based on the preservation of 
the host bone and has rapidly gained acceptance in dentistry. In some cases, 
osseodensification is regarded as the standard of care. Examples of osseodensification are 
disclosed, according to the description of the patent at issue, in US 9,028,253, US 9,326,778 
and WO 2015/138842 (para. [0004]).

78. Osteodensification is a method for enlarging an osteotomy using a specially developed, 
multi-channel, rotating osteotome or burr, an example of a suitable osteotome being 
described in US 9,326,778
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. As mentioned in the description of the contested patent, rotating osteotomes for dental 
applications are marketed by the Claimant, as a licensee of the applicant, under the trade 
name ‘Densa®’ drills (para. [0006]).

79. In contrast to conventional drilling techniques, osseodensification does not involve the
removal of bone tissue. Rather, the bone tissue is simultaneously compacted and
autotransplanted in a flow directed outwards from the osteotomy site. Operating at high
speed in a reverse, non-cutting direction and under constant external irrigation, these
rotating osteotomes form a strong and dense layer of bone tissue along the walls and at
the base of the osteotomy. Densely compacted bone tissue provides a firmer anchorage for
the implant of the surgeon’s choice and may promote faster healing (para. [0007]). With
regard to the explanation of a practical example of the use of osseodensification in dental
implantology, reference is made to paragraphs [0008] et seq. of the description of the
contested patent.

80. Biomechanical and histological validation studies on osseodensification technology have
shown that osseodensification in the tibia of pigs and in the pelvicof sheep facilitates bone
expansion, increases implant stability and creates a compacted layer around the
preparation site by compacting bone particles throughout the entire depth of the
osteotomy and incorporating them as an autograft (para. [0010]).

81. Although these techniques have so far been described in the context of medical
applications, they are also applicable to non-bony materials. Some industrial applications,
including those involving the insertion of screw anchors into foamed metals, cellular
composites and other inorganic materials, could benefit from the general principles of this
technology (para. [0011]).

82. On this basis, the person skilled in the art derives from the description of the contested
patent the objective (the technical problem) – albeit not explicitly formulated as such – of
providing new and improved tools in the field of osseodensification. Furthermore, the aim
is to improve the efficiency of surgical procedures so that they can be carried out more
quickly and easily (para. [0012]).

83. To solve this task, patent claim 1 protects a rotary osteotome characterised by the
following features:

1. A rotary osteotome (136) comprising:

2. a shaft (140) defining a longitudinal axis of rotation;

3. a body (142) extending from said shaft (140), said body (142) comprising:

3.1. an apical end (148) remote from said shaft (140);

3.2. a plurality of helical grooves (162),

3.2.1. ordered around said body (142),
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3.2.2. wherein each of said grooves (162) has a cutting surface (166) on 
one side,

3.2.2.1. which defines a rake angle,

3.2.3. and a compaction face on the other side,

3.2.3.1. which defines a heel angle,

3.2.4. wherein said grooves (162) have an axial length and a radial 
depth,

3.3. wherein a stop section (106) of said body (142) is ordered between said 
grooves (162) and said shank (140),

3.4. wherein a web (170) is formed between each adjacent pair of grooves
(162),

3.4.1. wherein each said web (170) has a working edge (172) along the 
said cutting surface (166) of one adjacent groove
(162),

3.4.1.2. wherein said working edge spirals round said body (142).

4. Each of said grooves (162) exhibits

4.1. a continuous negative rake angle along the entire length of the cutting
surface (166)

and

4.2. a continuous negative rake angle along the entire length of the sealing 
surface (164).

II. Design

1. Principles of interpretation

84. Pursuant to Article 69 EPC, read in conjunction with the Protocol on its interpretation, the
patent claim is not merely the starting point but the decisive basis for determining the
scope of protection of a European patent. The interpretation of a patent claim does not
depend solely on its exact wording in the linguistic sense. Rather, the description and the
drawings must always be taken into account as aids to the interpretation of the patent
claim and should not be used merely to resolve any ambiguities in the patent claim.
However, this does not mean that the patent claim serves merely as a guideline and that its
subject-matter also extends to what, upon examination of the description and the
drawings, appears to be the patent proprietor’s claim to protection. In applying these
principles, appropriate protection for the patent proprietor should be combined with
sufficient legal certainty for third parties. The patent claim must be interpreted from the
perspective
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the person skilled in the art. These principles for the interpretation of a patent claim apply 
equally to the assessment of infringement and the validity of a European patent 
(UPC_CoA_335/2023, Order of 26 February 2024, Headnote 2 and p. 26
et seq. – 10x Genomics v Nanostring; UPC_CoA_1/2024, Order of 13 May 2024, para. 26 – 
VusionGroup v Hanshow; UPC_CoA_182/2024, Order of 25 September 2024, para. 82 – 
Mammut v Ortovox; UPC_CoA_528/2024, decision of 25 November 2025, para. 39 – Amgen 
v Sanofi; UPC_CoA_464/2024, decision of 25 November 2025, para. 50 – Meril v Edwards).

2. Interpretation in the present case

85. That being said, the following applies with regard to the scope of protection of the patent at
issue:

a. Claim structure

86. The rotary osteotome protected by claim 1 is characterised by two essential components: it
comprises a shaft forming a longitudinal axis of rotation (feature 2) and a body extending
from this shaft (feature group 3).

87. Whilst patent claim 1 makes no mention of the specific technical design of the shaft,
thereby leaving this to the discretion of a person skilled in the art, it deals in detail with the
design of the body intended to extend from the shaft (feature groups 3 and 4).

88. Away from the shaft, the body initially has an apical end which is not defined in further
detail. Examples of a possible configuration of this apical end can be found in Figures 14
and 15, including the accompanying patent description, without the scope of protection
being limited to these preferred embodiments due to the absence of corresponding
features in Patent Claim 1.

89. To enable the rotary osteotome to create the holes required, for example, for the insertion
of an implant (see paragraph [0002]), the body further comprises helical grooves in an
order around the entire body, which have an axial length and a radial depth (features 3.2
and 3.2.4). A stop section is ordered between these grooves and the shaft. Patent claim 1
does not specify how this is to be designed. However, regarding the function of such a stop
section, the person skilled in the art can infer from paragraph [0079] of the description of
the contested patent that, in any event, the stop section shown in Figure 33 prevents bone
particles from travelling further along the grooves (162) in cutting mode, thereby
automatically halting the osteotome’s cutting performance in cutting mode.

90. Furthermore, according to the invention, a web is to be formed between each adjacent pair
of grooves, each web having a working edge along the said cutting surface of one adjacent
groove, wherein the said working edge spirals around the said body.

91. Patent claim 1 contains no further specifications regarding the detailed design of the webs,
the working edge or the stop section. Their precise technical design is therefore also left to
the skilled person.
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b. Design of the grooves

92. The core of the invention is the technical configuration of the cutting and compaction
surfaces of the grooves, as described in feature groups 3.2.2, 3.2.3 and 4.

aa. Feature groups 3.2.2 and 3.2.3

93. As the person skilled in the art will gather from feature 3.2.2., each groove has a cutting
surface and a compaction surface, which are situated on opposite sides of the groove.
Whilst the cutting surface on one side defines a rake angle (feature 3.2.2.1.), the
compaction surface on the other side defines a heel-side angle (feature 3.2.3.1.).

Cutting and compaction surfaces

94. The reason why each groove should have both a cutting surface and a compaction surface
becomes clear when considering the basic principle of bone compaction
(‘osseodensification’), as explained in paragraphs [0004] et seq. of the description of the
contested patent.

95. If the surgeon uses a rotary osteotome suitable for bone densification, they have two
options for further opening the existing cavity: they can either cut or densify, with the
switch between the two modes being effected by changing the direction of rotation of the
osteotome (see paragraphs [0007], [0026], [0055]).

96. If, in light of the specific application, the surgeon opts for cutting, the osteotome is rotated
in the cutting direction (see also paragraph [0015]: ‘The cutting direction is defined as
rotationally sweeping the cutting faces into the host material.’). In doing so, the working
edges of the rotary osteotome cut bone material into small chips or particles, which collect
in the grooves. The bone particles are then disposed of or collected (see para. [0008]).

97. If, on the other hand, the surgeon considers compaction to be necessary, the same rotary
osteotome is rotated in the opposite direction (‘non-cutting direction’). Unlike in cutting
mode, no bone tissue is removed in this process. Instead, the bone tissue is simultaneously
compacted and autotransplanted outwards. This results in the formation of a strong and
dense layer of bone tissue along the walls of the opening, which provides a firmer hold for
the implant preferred by the surgeon and may promote faster healing (see paragraph
[0009] in conjunction with [0006]).

98. Patent claim 1 leaves open the direction in which the rotary osteotome cuts or compacts.
In so far as the description of the contested patent refers to clockwise rotation as the
‘cutting direction’ and anti-clockwise rotation as the ‘non-cutting direction’ (see paragraph
[0034] et seq.), these are preferred embodiments to which the invention must not be
limited. Claim 1 does not specify on which side of the groove the cutting surface is located
and on which the compaction surface is located. The order of these surfaces ultimately
defines the direction in which the rotary osteotome cuts the bone material and the
direction in which it compacts it.
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Rake angle

99. Feature 3.2.2.1. requires that the cutting surface defines a rake angle.

100. The person skilled in the art can ascertain what is meant by a rake angle according to the 
invention from paragraph [0037] of the patent at issue, which states (emphasis added):

‘A rake is an angle of slope measured from the leading face of the working edge 72 to an 
imaginary line extending perpendicular to the surface of the worked object (e.g., the inner 
bone surface of the osteotomy). Rake angle is a parameter used in various cutting and 
machining processes, describing the angle of the cutting face relative to the workpiece. 
Rake angles can be: positive, negative or zero.’

101. And in German translation:

“The rake angle is an angle of inclination measured from the front face of the cutting edge 72 
to an imaginary line running perpendicular to the surface of the workpiece (e.g., the inner 
bone surface of the osteotomy). The rake angle is a parameter used in various cutting and 
machining processes, describing the angle of the cutting face relative to the workpiece. 
Rake angles can be positive, negative or zero.”

102. In summary, the rake angle therefore describes the inclination of the cutting surface 
towards the workpiece. As the rake angle is defined by the cutting surface, it is clear that, 
in accordance with standard technical understanding, it relates to the removal of material.

Heel-side angle

103. Unlike the rake angle, the heel-side angle is defined by the compaction surface (feature 
group 3.2.3.). Even though there is no explicit explanation in the description of the 
contested patent as to how it is determined, it can be inferred both from the structure of 
feature groups 3.2.2. and 3.2.3. and from the explanations regarding the rake angle that 
the heel-side angle is a parameter which describes the angle of the compaction surface 
relative to the workpiece. This is illustrated by Figure 35, which is shown again below and in 
which both the rake angle and the heel angle are depicted:
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bb. Feature group 4.

104. Feature group 4 describes the design of the groove in more detail, stating that it has a 
negative rake angle along the entire length of both the cutting surface and the compaction 
surface.

105. A person skilled in the art attempting to understand the significance of this requirement 
will note that patent claim 1 now refers to a negative rake angle not only in the region of 
the cutting surface but also in the region of the compaction surface, and thus no longer 
refers to a heel angle as in feature group 3.2.3 (feature 4.2).

106. The background to the required order becomes clear to the person skilled in the art from 
Figures 33 to 47 and the accompanying description. Whilst the osteotome shown in Figures 
5 to 21 and 29 to 32 was, during operation in cutting mode, capable exclusively of cutting 
(and thus could not simultaneously compact the bone), this is to be improved by the design 
shown in Figures 33 to 47, in which the chip angles along the entire length of the grooves 
are no longer zero, as previously, but are negative over their entire length (see paragraph 
[0082]). The grooves modified in this way enable the osteotome to form a partially 
compacted crust even in cutting mode. Whilst this crust is less developed than when the 
osteotome is operated in compaction mode, the formation of such a crust may 
nevertheless be useful in various application situations, for example with hard bone 
(paragraph [0078]).

107. On this basis, the significance of feature 4.1 is readily apparent to those skilled in the art: If 
each groove has a negative rake angle along its entire cutting edge, as shown, for example, 
in Figure 40, the cutting process—unlike in the case of a rake angle of zero—is 
accompanied by partial compaction, as explained in more detail in paragraph [0092] 
(emphasis added):

“Because of the high pressure generated in the semi-viscous bone particle slurry, combined
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With the negative rake angle at the cutting face 166, the enhanced rotary osteotome 136, 
operating in cutting mode, begins to force the slurry into the surrounding wall surfaces of the 
osteotomy 132, thereby beginning to form an incipient densification crust. In other words, 
the enhanced rotary osteotome 136, with its flutes 162 featuring a negative rake angle, will 
increase pressure to the point of producing an outward strain that actually lifts the working 
edge 172 away from contact with the osteotomy 132, thereby halting the cutting action. 
Some of the bone particles and collagen are autografted directly back into the sidewalls of 
the osteotomy 132 when operating in cutting mode. As a result, any implant or fixture 
subsequently installed and screwed into the osteotomy 132 (i.e., a hole in the case of non-
medical applications) will benefit from enhanced initial stability.”

108. And the German translation:

“Due to the high pressure generated in the semi-viscous bone particle suspension, in 
conjunction with the negative rake angle at the cutting surface 166, the improved rotary 
osteotome 136, operating in cutting mode, begins to press the suspension into the 
surrounding wall surfaces of the osteotomy 132, thereby forming an incipient compaction 
crust. In other words, the improved rotary osteotome 136, with grooves 162 featuring a 
negative rake angle, increases the pressure to such an extent that outward expansion 
occurs, effectively separating the working edge 172 from contact with the osteotomy 132 
and halting the cutting process. During operation in cutting mode, some of the bone 
particles and collagen are directly reimplanted into the side walls of the osteotomy 132. 
Consequently, any implant or fastener subsequently inserted and screwed into the 
osteotomy 132 (i.e. into the hole in the case of non-medical applications) benefits from 
increased initial stability.”

109. The significance and scope of the claim regarding a continuous rake angle along the 
compaction surface remain to be clarified. This wording departs from the technical 
convention linking the rake angle to the removal of material, because during compaction, 
material is, in fact, introduced into the surface being processed.

110. If the expert refers once again to Figure 35, shown above, together with the accompanying 
description in order to answer this question, they will notice that the contested patent 
describes the cutting angle formed by the cutting surfaces as negative (see para. [0082] et 
seq.). By contrast, the angle formed by the compaction surfaces is described as positive, 
with this angle being referred to as the ‘heel-side angle’ (see paragraph [0085]). On this 
basis, it is clear to a person skilled in the art that the ‘heel-side angle’ serves to describe the 
geometry of the rotary osteotome by specifying the inclination of the compaction surface, 
taking into account the direction of rotation (see NWK’s defence, para. 20, with reference 
to Figure 35). If the rotary osteotome is rotated in the cutting direction, the cutting surface 
therefore leads, whilst the compaction surface trails.

111. If feature group 4 now describes the rake angle of both the cutting surface and the 
compaction surface as negative, it is clear that, from the perspective of a person skilled in 
the art, the rake angle specified in each case implies the direction of rotation in which the 
respective surface – i.e. the cutting or compaction surface – leads. If the cutting face leads, 
the rake angle formed by it should be negative. Conversely, if the compaction face leads, 
the rake angle formed by it is also negative.

112. The fact that, strictly speaking, the compaction face does not cause any material removal 
and that, therefore, the term ‘chip angle’ does not perfectly fit the compaction face 
according to the general understanding of the term does not preclude such an  
interpretation. The patent at issue
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is its own lexicon, so that what ultimately matters is the meaning the patent at issue 
attributes to certain terms. According to the explanation set out in paragraph [0037], a rake 
angle is an angle of inclination measured from the front face of the cutting edge to an 
imaginary line running perpendicular to the surface of the workpiece (e.g. to the inner 
bone surface of the osteotomy). Since feature 4.2. also refers to the rake angle in relation 
to the compaction surface – in contrast to the term ‘heel angle’ used in feature group 3.2.3. 
– it is clear that it is intended to refer precisely to this definition, albeit in relation to the
compaction surface. When applied to the compaction surface, the cutting angle within the 
meaning of feature 4.2 is therefore an angle of inclination measured from the front face of 
the compaction surface (or edge) to an imaginary line running perpendicular to the surface 
of the object to be machined. This ‘chip angle’ should then be negative when the 
osteotome is rotated in the direction of compaction.

113. If both the cutting surface and the compaction surface are negative in the aforementioned 
sense, this results in a V-shaped groove.

114. It will be clear to those skilled in the art from paragraph [0078] that, according to the 
invention, it is precisely this V-shape that is crucial; there, the patent at issue focuses not 
merely on the inclination of the cutting edge, but on the overall shape of the groove now 
resulting from the negative chip angle of the cutting surface. It states there (emphasis 
added):

“The flutes 162 of the enhanced rotary osteotome 136 are specially shaped to achieve a 
result not possible with the earlier rotary osteotome 36, namely a moderate degree of 
densification when operated in the cutting mode. The rotary osteotome 36 shown in Figures 
5–21 and 29–32 was not capable of producing a buttressing layer when operated in the 
cutting mode, as can be seen from the micro-CT images in Fig. 22 (centre) and Figures 23A 
and 23B. However, the modified geometry of the flutes 162 enables the enhanced rotary 
osteotome 136 to produce a partially densified crust when rotated in the cutting direction. 
See Figure
38. The early-stage buttressing layer produced in cutting mode by the enhanced rotary
osteotome 136 is less developed than when the same enhanced rotary osteotome 136 is 
operated in densifying mode. Nevertheless, this ability to achieve some degree of 
densification in cutting mode can prove useful to the surgeon in many applications, such as 
hard bone, to name but one. And, if desired, the buttressing layer can be further enhanced 
by performing a novel ‘densify-after-cut’ (DAC) protocol, which will be described below.”

115. And the German translation:

“The grooves 162 of the enhanced rotary osteotome 136 are specially shaped to achieve a 
result that was not possible with the earlier rotary osteotome 36, namely a moderate 
degree of densification in cutting mode. The rotary osteotome 36 shown in Figures 5–21 and 
29–32 was unable to produce a buttressing layer in cutting mode, as can be seen from the 
micro-CT images in Fig. 22 (centre) and Figures 23A and 23B. However, the modified 
geometry of the grooves 162 enables the improved rotary osteotome 136 to produce a 
partially compacted crust when rotated in the cutting direction. See Figure 38. The support 
layer produced in the early stages by the improved rotary osteotome 136 in cutting mode is 
less pronounced than when the same improved rotary osteotome 136 is operated in 
compaction mode. Nevertheless, this ability to achieve a certain degree of compaction in 
cutting mode can be useful to the surgeon in many applications, for example in hard bone, to 
name but one. And if desired, the support layer can be further improved by applying a novel 
‘Densify-after-Cut’
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protocol (DAC), which is described below.”

116. The shape of the groove enables the rotary osteotome of the invention to compact the 
bone material (initially) picked up in the cutting direction, regardless of the direction of 
rotation. The patent at issue summarises the sequence of this compaction process in 
paragraph [0096] as follows (emphasis added):

“By trapping semi-viscous bone particles, collagen and blood within the flutes 162 during the 
cutting mode, the enhanced rotary osteotome 136 causes a build-up of hydraulic pressure 
which acts in conjunction with the working edges 172 to deform the side walls of the 
osteotomy 132 outwards, as illustrated in Figures 38 and 40. The build-up of pressure induces 
an outwardly elastic response (at least initially) which has the effect of reducing the contact 
pressure at the working edge 72 (Figure 41). The cutting action is slowed down or perhaps 
even halted altogether. This, in combination with the negative rake angles (Figure 43), 
enables the enhanced rotary osteotome 136 to transition from cutting mode to 
autografting/densifying mode whilst maintaining high-speed rotation in the cutting direction 
as soon as the stopper section 106 plugs the osteotomy 132.”

117. In German:

“As the enhanced rotary osteotome 136 traps semi-viscous boneparticles, as well as collagen 
and blood, in the grooves 162, it causes a build-up of hydraulic pressure which, in conjunction 
with the cutting edges 172, deforms the side walls of the osteotomy 132 outwards, as shown 
in Figures 38 and 40. The build-up of pressure triggers (at least initially) an outwardly directed 
elastic reaction, which causes a reduction in the contact pressure at the cutting edge 72 
(Figure 41). The cutting process is slowed down or may even be stopped completely. This 
enables the improved rotary osteotome 136, in combination with the negative chip angles 
(Figure 43), to switch from cutting mode to autotransplantation/compaction mode, whilst 
maintaining the high rotational speed in the cutting direction as soon as the stop section 106 
seals the osteotomy 132.”

118. When the rotary osteotome is operated in the cutting direction, collagen and blood 
consequently accumulate in the grooves, leading to a build-up of hydraulic pressure which, 
in conjunction with the working edges (172), deforms the side walls outwards, as can be 
seen in Figure 40 of the patent at issue shown below:
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119. The fact that the build-up of pressure causes, at least initially, an outward reduction in the 
contact pressure at the cutting edge (72) is illustrated by Figure 41 of the patent at issue, 
shown below, whereby the cutting process is slowed down or even stopped altogether:

120. It is this process which, together with the negative chip angles, enables the rotary 
osteotome to transition from cutting mode to compaction mode whilst maintaining 
rotation in the cutting direction. It is therefore precisely (also) the shape of the groove 
described by the negative chip angles that enables the rotary osteotome to compact even 
in cutting mode.

E. (Un)merits of the counterclaim for nullity

121. The counterclaim for revocation is unfounded.

I. Ground for invalidity: inadmissible extension (Art. 138(1)(c) EPC)

122. The subject-matter of claim 1 of the patent at issue does not go beyond the content of the 
earlier application as originally filed.

1. Legal basis

123. Article 138(1)(c) EPC provides that a European patent may be declared invalid with effect in 
a Contracting State if the subject-matter of the European patent extends beyond the 
content of the application as originally filed or, where the patent was granted on the basis 
of a divisional application, beyond the content of the earlier application as originally filed 
(Article 123(2) EPC).

124. The subject-matter of the granted claim 1 must not extend beyond (1.) the disclosure of 
the application as filed for the patent in dispute, (2.) the disclosure of the original PCT 
application which has entered the regional phase and constitutes the parent application for 
the divisional application, and, where the patent arises from a divisional application, (3.) 
any further earlier divisional application (see UPC_CoA_382/2024, Order of 14 February 
2025, para. 52 – Abbott v Sibio; UPC_CoA_764/2024, decision of
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2. October 2025, para. 65 – expert e-Commerce v Seoul Viosys; UPC_CoA_762/2025,
decision of 5 November 2025, para. 45 – Seoul Viosys v expert e-Commerce; 
UPC_CoA_528/2024, decision of 25 November 2025, para. 54 – Amgen v. Sanofi).

2. Application in the present case

125. Applying these principles, no impermissible extension of the subject-matter of claim 1 can 
be identified on the basis of the defendant’s arguments.

a. “each flute (162) is formed with a continuously negative rake angle…” (para. 4.2.)

126. The defendants contend that, according to claim 1 of the contested patent application, the 
compaction surface defines a ‘heel-side angle’ which, according to paragraph [0136] of the 
contested patent application, is measured relative to a radial line passing through the point 
of intersection between the compaction surface and the associated web. No disclosure that 
this ‘heel-side angle’ forms a negative rake angle, which also extends over the entire length 
of the compaction surface, can be found in paragraphs [0129] – [0136] and Figures 35, 36 
and 43–46. These disclose only a heel-side angle extending along the entire length of the 
groove, which, according to paragraph [0136], has only positive values.

127. Based on the interpretation set out above, this objection is unsuccessful. As already 
explained in detail, the ‘heel-side angle’ referred to in feature 3.2.3.1 and the ‘negative 
rake angle’ within the meaning of feature 4.2 are in each case the same angle defined by 
the compaction surface, the designation of which varies merely depending on the direction 
of rotation under consideration. When viewed in the direction of cutting, the angle is 
referred to in the terminology of the patent at issue as the ‘heel-side angle’; in the opposite 
direction, it is referred to as the rake angle. Whilst the ‘heel-side angle’ is described as 
positive in paragraph [0136] et seq. of the application for the patent at issue, it is – as the 
rake angle – negative.

128. On this basis, there is no ground for the objection raised by the defendants regarding 
impermissible extension.

129. The fact that the patent application also identifies, as shown in Figure 16 and explained in 
more detail in paragraphs [0086]–[0089] cited by the defendants during the oral hearing, 
further angles which, according to the defendants’ submission, may also be negative 
(primary taper clearance angles), does not alter this finding. These angles are not defined 
by the compaction surface within the meaning of Patent Claim 1 and are therefore 
irrelevant to the question of impermissible extension. As already explained, Patent Claim 1 
focuses on the groove shape. However, the ‘primary taper clearance angles’ described in 
paragraphs [0086] et seq. are not decisive for this.

b. Dependence of the ‘negative chip angle’ on the direction of rotation in relation to the rake
face (M. 4.1.)

130. In so far as the defendants continue to base their objection of inadmissible extension on 
the ground that feature 4.1. cannot be interpreted as implying that a ‘negative chip angle’ 
is dependent on the direction of rotation in relation to the cutting surface – whilst also 
arguing that, according to the disclosure of the contested patent application, the chip angle 
in relation to the cutting surface appears to be negative only in one direction of rotation
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, this fails to take into account that, according to the disclosure of the patent application, 
each groove has, on one of its sides, a cutting surface which defines a chip-forming surface, 
as well as a compaction surface which defines a heel-side angle (see para. [0013]). If the 
chip angle formed by the cutting surface is the counterpart to the heel angle formed by the 
compaction surface, it is already clear from the general understanding of the terms that 
this chip angle leads in the cutting direction. This is all the more so given that the patent 
application, in the context of the explanation of Figure 16, mentions a chip angle of 
approximately 0°, whilst also referring to rotation in the cutting direction.

c. No disclosure of the negative rake angle over the entire extent of the cutting surface and 
over the entire extent of the compaction surface (features 4.1 and 4.2)

131. The fact that the negative rake angles, within the meaning of feature groups 4.1 and 4.2, 
extend across the entire cutting and compaction surfaces, respectively, is also sufficiently 
disclosed in the contested patent application.

132. With regard to the rake angles of the cutting faces, this is already apparent from paragraph 
[0133], which states (emphasis added):

“In the enhanced design, the rake angles (i.e., the angular relationship between each cutting 
face 166 and a radial passing through the corresponding working edge 172) have been 
changed to negative […] along substantially their entire length.”

133. And in the German translation:

“In the improved design, the rake angles (i.e., the angular relationship between each cutting 
face 166 and a radial passing through the corresponding working edge 172) have been 
changed to negative values over their entire length.”

134. As regards the rake angles formed by the compaction surfaces, the disclosure is set out in 
paragraph [0136] et seq. According to this, the ‘heel-side angles’ may remain constant over 
the entire length of the grooves, whereupon certain positive angle ranges are then 
discussed. If the heel-side angles are positive across the entire surface of the groove, the 
chip angles of the compaction surface, as now required by feature 4.2, are negative.

II. Ground for invalidity on the basis of lack of workability (Art. 138(1)(b) EPC)

135. Nor does the ground for invalidity of lack of workability apply.

1. Standard

136. Feasibility must be assessed on the basis of the patent as a whole – that is, on the basis of 
the claims, the description and the drawings – from the perspective of a person skilled in 
the art with the general technical knowledge customary on the filing date or priority date.

137. The decisive factor is whether the person skilled in the art is able, on the basis of the 
patent, to reproduce the claimed subject-matter without an inventive step and without 
disproportionate effort

30

DeepL machine translation provided by www.veron.com

2026-08-25_LD_Dusseldorf_UPC_CFI_56-2025_UPC_CFI_864-2025_en-GB.pdf



34

. An invention is sufficiently disclosed if the patent specification reveals to the person 
skilled in the art at least one possibility – and, in the case of functional features, a technical 
concept – for carrying out the claimed invention.

138. If a claim contains one or more functional features, it is not necessary for the disclosure to 
contain specific instructions on how to achieve every conceivable embodiment within the 
scope of the functional definition(s). Adequate protection requires that variants of 
specifically disclosed embodiments which are equally suitable for achieving the same effect 
– an effect which could not have been foreseen without the invention – should also be 
protected by the claim. Consequently, the possible unavailability of some embodiments of 
a functionally defined claim is irrelevant to the sufficiency of the disclosure, provided that 
the person skilled in the art is able, on the basis of the disclosure, to arrive at suitable 
embodiments falling within the scope of the claim.

139. A reasonable degree of trial and error does not preclude the inventiveness of the invention. 
The burden of proof lies with the party claiming that the patent is invalid 
(UPC_CoA_528/2024 and UPC_CFI_529/2024, decision of 25 November 2025, headnotes 5 
to 9 – Amgen v Sanofi).

2. Application in the present case

140. On the basis of these principles, the defendant’s allegation of lack of workability is 
unfounded.

141. In the defendants’ view, a person skilled in the art cannot deduce from the disclosure of 
the patent at issue how to proceed in order to achieve a ‘negative rake angle’ in relation to 
the compaction surface. It is not apparent from the disclosure of the patent at issue how 
the alleged ‘negative rake angle’ in relation to the compaction surface is intended to 
contribute to, or is suitable for, the removal of material.

142. However, such removal is not a prerequisite for realising the claimed invention. By 
referring in feature 4.2. to the rake angle for the compaction surface as well – in contrast to 
the term ‘heel angle’ used in feature group 3.2.3. – the patent at issue, as explained, 
merely expresses that it is based on the definition of the rake angle to be found in the 
description of the patent at issue, albeit this time in relation to the compaction surface.

143. There is therefore no basis for the objection raised by the defendants regarding lack of 
workability.

III. Ground for nullity based on lack of patentability (Art. 138(1)(a) EPC)

144. On the basis of the defendants’ submissions, it cannot be established that claim 1 lacks 
patentability.
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1. Novelty

145. The defendants’ challenge to novelty is unsuccessful.

a. Standard

146. An invention is considered new if it does not form part of the state of the art. The 
assessment of novelty within the meaning of Article 54(1) EPC requires a determination of 
the entire content of the prior publication. The decisive factor is whether the subject-
matter of the patent at issue, with all its features, is directly and unambiguously disclosed 
in the prior art (UPC_CoA_182/2024, Order of 25 September 2024, para. 123 – Mammut v 
Ortovox). In this regard, as already explained, the court must proceed on the basis of the 
same interpretation of the scope of protection, irrespective of whether it is examining an 
infringement of the patent at issue or its validity (UPC_CoA_335/2023, Order of 26 
February 2024, Headnote 2 and p. 26 et seq. – 10x Genomics v Nanostring).

147. In the context of the novelty examination, the disclosure of the relevant document must be 
considered in its entirety. However, this does not mean that the content of this document 
may be regarded as a sort of pool from which features could be drawn to create a specific 
configuration. Rather, different passages of a document may only be combined if a clear 
and unambiguous teaching suggests such a combination (UPC_CoA_473/2025, decision of 
13 July 2026, para. 151 – Fujifilm v. Kodak).

b. Assessment on a case-by-case basis

148. On the basis of these principles, the prior art cited by the defendants is not sufficient to 
seriously call into question the novelty of the patent at issue.

aa. D1 (WO 2014/077920)

149. D1, which was already taken into account during the grant proceedings and which, 
irrespective of whether priority is validly claimed, constitutes prior art within the meaning 
of Article 54 EPC, does not anticipate the teaching of claims 1 and 11, including the 
dependent claims referring back to them, in a manner that would destroy novelty.

Disclosure content of D1

150. Like the patent at issue, D1 relates to rotary osteotomes and methods for enlarging an 
osteotomy or a hole in cellular material for the insertion of an implant or other fastening 
device (paragraph [0002]).

151. Figures 6 and 7 of the prior art are shown below; these are side views of a rotary 
osteotome according to an embodiment of the disclosed invention.
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152. As the person skilled in the art will gather from paragraph [0060] of the description of D1, 
the osteotome
(36) a shaft (40) and a body (42), the body being connected to the lower end of the shaft. 
The body tapers, having its smallest diameter in the region of the apical end (48) (D1, para. 
[0061]).

153. A plurality of grooves (62) are ordered on the body (42), which are spiral in shape 
(paragraph [0065] et seq.). Regarding the configuration of these grooves, the skilled person 
derives the following from paragraph [0068] of the prior art:

“[0068] As perhaps best shown in Figures 15 and 16, each flute 62 has a burnishing face 64 
and an opposing cutting face 66. A rib or land is formed between adjacent flutes 62, in an 
alternating pattern. Thus, a four-flute 62 osteotome 36 will have four lands, a ten-flute 62 
osteotome 36 will have ten interleaved lands, and so on. Each land has an outer land face 70 
that extends between the burnishing face 64 of the flute 62 on one side and the cutting face 
66 of the flute 62 on the other side. The edge-like interface between each land face 70 and its 
associated cutting face 66 is referred to as a working edge 72. Depending on the direction of 
rotation of the osteotome 36, the working edge 72 either functions to cut bone or to burnish 
bone. That is, when the osteotome is rotated in the cutting direction, the working edges 72 
slice and excavate bone (or other host material). When the osteotome is rotated in the 
burnishing direction, the working edges 72 compress and radially displace bone (or other 
host material) with little to no cutting whatsoever.”

154. And in German translation:

“As can perhaps best be seen in Figures 15 and 16, each groove 62 has a polishing surface 64 
and an opposing cutting surface 66. Between adjacent
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cutting grooves 62, a rib or a web is formed alternately. Thus, an osteotome 36 with four 
grooves 62 has four webs, an osteotome 36 with ten grooves 62 has ten alternately arranged 
webs, and so on. Each web has an outer web surface 70, which extends between the polished 
surface 64 of the groove 62 on one side and the cutting surface 66 of the groove 62 on the 
other side. The edge-like interface between each web surface 70 and the associated cutting 
surface 66 is referred to as a working edge 72. Depending on the direction of rotation of the 
osteotome 36, the working edge 72 serves either to cut or to smooth bone. That is to say, 
when the osteotome is rotated in the cutting direction, the working edges 72 cut the bone 
(or other host material) and hollow it out. If the osteotome is rotated in the polishing 
direction, the working edges 72 compress the bone (or other host material) and displace it 
radially, with little or no cutting taking place.”

155. With regard to the design of the cutting face, including the rake angle formed by it, the 
following explanations are provided in paragraph [0071] et seq. (emphasis added):

“[0070] The cutting face 66 establishes a rake angle for each respective working edge 72. A 
rake is an angle of slope measured from the leading face of the tool (the working edge 72 in 
this case) to an imaginary line extending perpendicular to the surface of the workpiece (e.g., 
the inner bone surface of the osteotomy). The rake angle is a parameter used in various 
cutting and machining processes, describing the angle of the cutting face relative to the 
workpiece. Rake angles can be: positive, negative or zero. The rake angle for working edge 
72 when rotated in a cutting direction is preferably zero degrees (0°). In other words, the 
cutting face 66 is oriented approximately perpendicular to a tangent of the arc drawn 
through the working edge
72. As shown in Figure 16, this creates a sharp cutting edge 72 well-suited to cutting or slicing 
bone when the osteotome 36 is rotated in the cutting direction.

[0071] However, when the osteotome 36 is rotated in the burnishing direction, a rake angle 
is established between the working edge 72 and the land face 70, which, as previously 
stated, may be a large negative rake angle of the order of 10°–15° (for example). The large 
negative rake angle of the working edge 72 (when rotated in the burnishing direction) 
applies outward pressure at the point of contact between the wall of the osteotomy 32 and 
the working edge 72 to create a compression wave ahead of the point of contact, loosely akin 
to spreading butter on toast.”

156. Translation into German:

“[0070] The cutting surface 66 forms a rake angle for each respective working edge 72. A rake 
angle is an angle of inclination measured from the front face of the tool (in this case, the 
working edge 72) to an imaginary line running perpendicular to the surface of the workpiece 
(e.g. to the inner bone surface of the osteotomy). The rake angle is a parameter used in 
various cutting and machining processes and describes the angle of the cutting surface 
relative to the workpiece. Rake angles can be positive, negative or zero. The rake angle for 
the working edge 72 is preferably zero degrees (0°) when rotating in the cutting direction. 
In other words: the cutting surface 66 is oriented approximately perpendicular to a tangent 
to the arc drawn through the working edge 72. As shown in Figure 16, this results in a sharp 
cutting edge 72 which is well suited for cutting or severing bone when the osteotome 36 is 
rotated in the cutting direction.

[0071] However, if the osteotome 36 is rotated in the polishing direction, the rake angle 
between the working edge 72 and the web surface 70 is formed, which, as already 
mentioned, can be a large negative order of (for example) 10° to 15°. The large negative rake 
angle of the cutting edge 72 (when rotated in the polishing direction) exerts a force at the 
point of contact between the
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"The wall of the osteotomy 32 and the working edge 72 exert an outward pressure, thereby 
creating a compression wave in front of the contact point, which is roughly analogous to 
spreading butter on toast."

Novelty of claim 1

157. On this basis, it cannot be established in the prior art that the continuously negative rake 
angle along the entire cutting surface, as required by feature 4.1, is disclosed.

158. Although a negative rake angle of the cutting surface is mentioned in paragraph [0070], this 
is merely in the context of the statement that rake angles can be positive, negative or zero. 
The person skilled in the art would infer no more from this than that rake angles can have 
any orientation. In other words: the orientation of the rake angle is not decisive. It is 
irrelevant whether it is positive, negative or zero. As the person skilled in the art can gather 
from the following sentence, the prior art describes a rake angle of zero when rotated in 
the cutting direction as advantageous (see also sub-claim 7: ‘… wherein said rake angle is 
approximately zero degrees’). Ideally, the rake angle therefore has no inclination (see also 
sub-claim 13: ‘… said rake angle being approximately zero degrees.’). In contrast, the 
compaction angle (or, in the wording of the prior art, the polishing angle) is expressly 
described as negative.

159. Against this background, there is no disclosure of a negative rake angle formed by the 
cutting surfaces, let alone along the entire length of the cutting surface. In particular, this 
cannot be inferred from the fact that, according to sub-claim 7, the rake angle is to be 
‘approximately 0°’ (approximately zero degrees). If the person skilled in the art learns from 
paragraph [0070] that the rake angle may be ‘positive, negative or zero’ and further notes 
that the rake angle is preferably to be zero (paragraph [0071]), they will understand the 
term ‘approximately 0°’ to mean that the rake angle is to be 0°, with certain variations 
upwards or downwards where applicable. The requirement contained in feature 4.1, 
namely that the rake angle be negative along the entire length of the cutting surface, is 
therefore not disclosed.

160. Nothing to the contrary follows from paragraph [0089] of the patent at issue, which the 
defendants have relied on to support their differing view. That paragraph states, amongst 
other things (emphasis added):

“For embodiments in which the negative rake angle changes progressively, as in Figure 36, 
satisfactory results can be obtained when the rake angles start at about 0° to -30° adjacent 
the apical end 148 and progress to about -45° to -70° adjacent the stopper section 106.”

161. In German:

“In embodiments in which the negative rake angle changes progressively, as shown in 
Figure 36, satisfactory results can be achieved when the rake angles begin at approximately 
0° to –30° in the region of the apical end 148 and increase to approximately –45° to –70° in 
the region of the stopper section 106.”

162. It cannot be inferred from paragraph [0089] that the patent at issue regards an angle of 
approximately zero as a negative rake angle. Rather, this paragraph describes a specific 
embodiment in which the rake angle at the apical end begins at approximately 0° to –30° 
and then
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rises into the negative range. Even in the extreme case, therefore, the starting point would 
merely be 0°. The rake angle is then, however – as required by feature 4.1 – negative over 
the entire length of the cutting surface.

163. D1 does not disclose anything of this nature. This remains true even when taking into 
account Figure 21, to which the defendants referred during the oral hearing. This is purely 
a perspective view. There is no direct and unambiguous disclosure therein of a negative 
rake angle extending continuously over the entire length of the cutting surface.

Novelty of claim 11

164. The above considerations apply mutatis mutandis to claim 11 by virtue of its reference 
back to claim 1 (“providing a turning tool according to claim 1…”).

bb. D2 (US 2012/0244497 A1)

165. D2, which was also taken into account during the grant proceedings, does not disclose the 
technical teaching protected by the contested patent in a manner that would render it 
lacking in novelty. In any event, there is no direct and unambiguous disclosure of feature 
group 3.2.2 or of feature 4.1.

166. The prior art makes no mention of a chip angle defined by the cutting surface, nor does the 
document deal with its orientation.

167. Against this background, the defendants attempt to derive the relevant rake angle from 
Figure 7, as shown in the illustration below, whereby the red line, including the green dots, 
was added by the defendants:

168. This attempt fails for at least two reasons: Firstly, the figure shows the direction of 
compaction rather than the cutting direction. For this reason alone, the person skilled in 
the art had no reason to determine the cutting angles—which are not referred to in the 
description—for the reverse
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direction of rotation from the figure. This is all the more true given that the possibility of 
cutting is merely mentioned in passing in D2 (paragraph [0056]). Secondly, even the 
defendants interpret the figure as indicating only a ‘chip angle of approximately 0° for 
rotation in the opposite direction to that shown in Figure 7’.

169. Against this background, the disclosure of D2 does not, in any event, go beyond that of D1. 
The above considerations therefore apply mutatis mutandis.

cc. D3 (WO 2015/138 842 A2)

170. D3, which was also taken into account during the grant proceedings and forms part of the 
prior art irrespective of the question of whether priority was validly claimed, does not, in 
the sections relevant to the novelty examination, go beyond the disclosure content of D1, 
which belongs to the same patent family. In particular, not only are Figures 6 and 7, shown 
above, also found here. Rather, the
explanations regarding the angular relationships in paragraph [0066] et seq. correspond, 
at least in essence and in the relevant statements, to those in paragraph [0070] of D1. 
Furthermore, D3 lacks a
sub-claim comparable to sub-claim 7 of D1 is missing.

171. The disclosure of D3 therefore does not go beyond that of D1 in the passages relevant to 
the novelty assessment, so that, to avoid repetition, reference may be made to the 
explanations given there.

dd. D4 (WO 2013/154 686 A1), D5 (WO 2009/083 667 A2) and D7 (WO 2016/187 493 A1)

172. In so far as the defendants further appeal to an alleged lack of novelty based on D4 and D5, 
they have already failed to set out in detail the disclosure content of the individual 
documents and to explain where, specifically, they consider the individual features of 
patent claims 1 and 11 to be disclosed.

173. No direct and unambiguous disclosure of all the features can be established on the basis of 
the defendants’ submissions, who bear the burden of proof and presentation regarding the 
existence of the ground for invalidity of lack of novelty, even taking into account the 
passages of text and figures cited by the defendants without further comment. Further 
comments on these documents are therefore unnecessary.

174. D7, by contrast, belongs to the same patent family as D1 and D3. It was also taken into 
account during the grant proceedings and is mentioned in paragraph [0061] of the 
description of the contested patent. In its description, it does not go beyond the disclosure 
of D3 with regard to the arrangement of the cutting and compaction surfaces.

175. In so far as the defendants refer to Figure 10, shown below, with regard to the disclosure of 
the angular relationships required in feature 4.1, this figure does not lead to any different 
assessment.
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176. The claimant has rightly pointed out that Figure 10 of the prior art serves merely to 
illustrate the circumferential order of the blade slots (60) around the collar (56) of the 
adjustable stop gauge, whereby the volume of flushing water to the body (52) of the rotary 
osteotome (56) can be influenced (see para. [0047]). Figures 11 and 12 are intended to 
illustrate the flow of irrigation water through the wing slots (60) towards the body (42) of 
the rotary osteotome (36) in both directions of rotation of the collar (56) (see para. [0048]). 
No cutting or compaction surface is disclosed anywhere in the description. It is not 
apparent that the shape of the cross-sectional contour of the osteotome (36) – and in 
particular the inclination of the cutting and compaction surfaces – shown in Figures 10 to 
12 would be of significance.

177. On this basis, the Claimant is correct in arguing that the person skilled in the art would 
regard Figures 10 to 12, in relation to the osteotome, as conventional, schematic drawings 
from which no specific dimensions or ratios—such as the rake angle of the cutting 
surface—could be derived as a disclosure prejudicial to novelty.

2. Inventive step

178. On the basis of the defendant’s submissions, there is also no lack of inventive step.

a. Standard

179. Under Article 56 EPC, an invention is deemed to involve an inventive step if it does not 
follow in an obvious manner from the state of the art for a person skilled in the art.

180. According to the case law of the Court of Appeal, the following approach must be taken 
when assessing inventive step (see UPC_CoA_464/2024, decision of 25 November 2025, 
Headnotes 7 et seq., para. 131 et seq. – Meril v Edwards; UPC_CoA_528/2024, decision of
25 November 2025, Headnotes 10 et seq., para. 126 et seq. – Amgen v. Sanofi; see also
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UPC_CoA_335/2024, Order of 26 February 2024, pp. 34 et seq. – Nanostring v. 10x 
Genomics):

181. Firstly, it must be established what the subject-matter of the invention is; that is to say, the 
objective problem (the objective technical problem) must be determined. This must be 
assessed from the perspective of a person skilled in the art, with their general technical 
knowledge, as at the filing date or the priority date of the patent (the relevant date). To 
this end, it must be determined what contribution the invention makes to the state of the 
art, not by considering the individual features of the claim, but by comparing the claim as a 
whole in conjunction with the description and the drawings, whilst also taking into account 
the inventive concept underlying the invention (the technical teaching), which must be 
based on the technical effect or effects that the person skilled in the art, on the basis of the 
application, understands to have been achieved by the claimed invention.

182. To avoid a retrospective assessment, the objective problem should not contain any 
references to the claimed solution.

183. The claimed solution is obvious if, at the relevant time, the person skilled in the art, starting 
from a realistic point of departure in the state of the art in the relevant technical field and 
with the aim of solving the objective problem, would have arrived at the claimed solution, 
and not merely could have arrived at it.

184. The relevant technical field is the specific field relevant to the objective problem to be 
solved, as well as any field in which the same or a similar problem arises and which the 
person skilled in the art in the specific technical field must be expected to be familiar with.

185. A starting point is realistic if its teaching would have been of interest to a person skilled in 
the art seeking to solve the objective problem at the relevant time. This may be the case, 
for example, where the relevant prior art already discloses several features similar to those 
of the claimed invention and/or addresses the same or a similar underlying problem as that 
of the claimed invention. There may be more than one realistic starting point, and the 
claimed invention must be inventive in relation to each of these starting points.

186. The person skilled in the art possesses neither inventive ability nor imagination and 
requires a point of reference or motivation which, starting from a realistic starting point, 
prompts them to take the next step towards the claimed invention. As a general rule, a 
claimed solution is to be regarded as non-inventive/obvious if the person skilled in the art 
would take the next step on the basis of the starting point, either routinely or otherwise, 
and arrive at the claimed invention.

187. To establish inventive step, it is not necessary to demonstrate an improvement in the 
claimed technical teaching over the prior art.
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inventive step may also be present if the patent claims disclose a non-obvious alternative 
to the solutions known in the prior art.

b. Examination on a case-by-case basis

188. Measured against these principles, a lack of inventive step cannot be established.

aa. Objective problem

189. The defendants most recently formulated the problem, with reference to paragraph [0014] 
of the description of the contested patent, to the effect that a rotary osteotome should be 
provided with which a (pre-)compacted inner wall of a drill hole can be achieved 
particularly advantageously already during a cutting operation. Even on the basis of this 
task, which appears to anticipate parts of the solution, inventive step must be affirmed. 
Consequently, the question of the admissibility of the task formulated in this way, which is 
the subject of discussion between the parties, requires no further examination as it is not 
relevant to the decision.

bb. Further examination

190. Irrespective of the question of the problem, the defendants have in any event failed to 
explain in a comprehensible manner why the person skilled in the art, starting from D1 and 
D3 – which they discussed as the starting point of their examination – would arrive at the 
claimed invention in an obvious manner and without exercising inventive step. Although 
the defendants also cited D7 as a starting point in the introductory sentence of their 
counterclaim for nullity, they did not subsequently discuss it from the perspective of a lack 
of inventive step.

Combination of D1/D3 with general technical knowledge

191. The defendants’ argument is essentially limited to the assertion that D1 and D3, 
respectively, disclose that a rake angle may be negative (D1: para. [0070], D3: para. [0066]), 
and what effect can be achieved by a negative rake angle (D1: para. [0071], D3: paras. 
[0067] and [0070]). The defendants further argued that the person skilled in the art would 
therefore have been led, without engaging in any inventive activity themselves, to 
configure the previously
‘neutral’ rake angle into a negative rake angle in order to solve the stated problem.

192. This does not appear convincing, if only because the prior art documents do not describe a 
negative rake angle as advantageous for the rake angles defined by the cutting surface, but 
rather a rake angle of 0° (see D1: [0070]; D3: para. [0066]). Insofar as the advantages of a 
negative angle are subsequently discussed in each case, these statements relate to rotation 
in the direction opposite to the cutting direction (see D1: [0071]; D3: [0067] and [0071]). 
Given that both prior art documents describe a chip angle of 0° as preferred, it is not 
apparent what reason the person skilled in the art might have – without resorting to an 
invariably inadmissible retrospective analysis – to design the chip angle of the cutting 
surface (in the cutting direction) along the entire length of the groove as negative, based 
on D1 or D3.

193. Nor, in particular, can such a reason for a negative orientation of the chip angles formed by 
the cutting surfaces be inferred from the fact that the person skilled in the art is aware of 
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the advantages of compaction and of a negative angle formed by the compaction surface. 
The person skilled in the art is deterred from applying the orientation known to them from 
the compaction surface to the cutting surface and the chip angle formed by it, simply 
because D1 and D3 specifically describe an orientation of zero as advantageous with regard 
to this chip angle. Furthermore, in the rotary osteotomes known in the prior art, the cutting 
and compaction directions represent two different modes, so that the rotary osteotome 
either cuts or compacts depending on the direction of rotation.

Inclusion of D8 and D9

194. The prior art documents D8 (article ‘MIS Bone Compression Kit for Sinus Lift’, Annex N 14) 
and D9 (‘Der Lehrerfreund – Collection of Comprehension and Memorisation Aids’, Annex 
N 15), which were additionally introduced into the proceedings by the defendants in their 
Reply to the counterclaim for nullity, do nothing to alter this.

195. Even if, as the defendants have pointed out with reference to citation D8, the person 
skilled in the art should have been aware, even before the priority date of the patent at 
issue, that a negative rake angle during machining merely produces a better powder, 
namely scraped chips, this does not answer the question of why the person skilled in the 
art, starting from D1 and D3, would replace the cutting angle of approximately zero 
disclosed therein with a negative cutting angle (over the entire length of the groove) 
(‘would’ and not merely ‘could’). Similarly, it may be the case that, as the defendants 
further argue with reference to D9, it was known that a bone compression instrument 
enlarges a borehole previously made in the bone by compressing the soft bone into denser 
bone, whereby the bone compression instrument is screwed into the borehole for this 
purpose. Nor does this explain why the person skilled in the art should replace the rake 
angle of approximately 0°, as disclosed in D1 and D3 and formed by the cutting surface, 
with a negative rake angle.

IV. Claim to priority

196. In view of the above considerations, the question raised by the defendants regarding the 
validity of the claim to priority is irrelevant.

197. The prior art documents D1 to D5 would still form part of the state of the art even if this 
priority claim were invalid.

198. The situation is different with regard to D7. However, as this does not in any event go 
beyond the disclosure content of D1 to D5 in any decisive way, and, based on the above 
considerations, is neither detrimental to novelty nor was it relied upon by the defendants 
to substantiate the lack of inventive step, the question of priority does not require a final 
assessment or decision.
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F. Merits of the infringement claim

199. The action for infringement is well founded.

I. Fulfilment of the features

200. The parties rightly do not dispute the embodiment of features 1 to 3.2.1 and 3.2.3 to 3.4, 
so no further comments are required on this point. Furthermore, the contested 
embodiments also make direct, literal use of the remaining features of patent claim 1. In 
particular, they also feature a cutting surface which defines a continuously negative rake 
angle over the entire length of the cutting surface.

1. The Claimant’s submissions

201. In its statement of claim, the claimant initially explained the technical design of the 
contested embodiments, appealing to an examination of the contested embodiments and 
3D scans. According to this, the contested embodiments have the following geometry:
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202. They have four flutes, whereby each of the four flutes, as highlighted in colour once again 
in the second cross-sectional view, has, in the Claimant’s view, a cutting face (highlighted in 
yellow in the cross-sectional drawing) on one side and a densifying face (highlighted in red) 
on the other side. Both adjoin the land face highlighted in green. The four green land faces 
are situated between an adjacent pair of flutes in each case.

203. The cutting faces (yellow) and the adjacent land faces (green), the Claimant further 
explains, each form a working edge along the cutting face at their junction. If the contested 
embodiments, as shown in the figures above, are viewed from above and rotated 
clockwise, the working edge (cutting face) can, according to the claimant’s submission, cut 
out bone material.

204. On the basis of such a definition of the cutting and compaction surfaces, the claimant has 
subsequently also illustrated the angular relationships required by patent claim 1. To avoid 
repetition, reference is made in this regard to the statement of claim (paragraphs 64 to 70).

205. In its reply, the claimant expanded on its arguments in this regard and submitted an 
independent expert report based on a geometric analysis and supplementary tests; 
reference is made to Annex WKS T 7 for the full content of this report.

206. In his independent expert report, the expert commissioned by the Claimant found that 
both the patent at issue and the challenged embodiment L2632 – which the Claimant used 
as an example to illustrate the structure and mode of operation of the challenged 
embodiments – cut in one direction and compress in the other (see Annex WKS T 7, p. 3 
below the illustration). According to the private expert report, the aforementioned 
embodiment has the following configuration:
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207. Even though the structure of the contested embodiment L2632 is mirrored, the 
independent expert concludes that this product also has a compression surface (164), a 
web (170), a working edge (172) and a cutting edge (166) (see Annex WK T 7, p. 5, centre). 
According to the independent expert, when the contested embodiment L2632 is rotated 
clockwise, the compaction surface (164) and the web (179) come into contact with the 
bone and expand it by means of osteotomy. When rotated in the opposite direction, the 
cutting surface and the working edge cut into the bone in order to expand it (Annex WK T 
7, p. 5, penultimate paragraph; p. 7, penultimate paragraph).

208. The independent expert did not stop at these considerations, which were based on a 
geometric analysis. Rather, he subjected the examined embodiment to supplementary 
tests (see Annex WKS T 7, p. 8 at the bottom – p. 10). In the course of these tests, the 
independent expert concluded that the working edge (172) cuts into the bone, whereby 
the geometry of the design allows particles to be reintroduced into the osteomy wall when 
the device is rotated in the direction of compaction.

2. The defendants’ submissions

209. In their statement of defence, the defendants disputed the implementation of the technical 
teaching protected by patent claim 1 solely on the grounds that the edges of the four 
helical grooves around the body were referred to as "working edges" by the Claimantdo 
not have a cutting function; in the contested embodiment L2632, the cutting effect is 
achieved solely by the cutting grooves marked in green in the figure below, but not by the 
areas marked in red (see Statement of Defence, p. 9 ff.):
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210. In addition, the defendants referred to – irrelevant – drawings of a ‘comparable osteotome’ 
with regard to the actual cutting and compaction process.

211. After the claimant had supplemented and elaborated on its submissions in the Reply by 
submitting a private expert report, the defendants objected that, contrary to the premise 
of the private expert report, the contested embodiments cut in a clockwise direction when 
viewed from the shank towards the tip, and consequently in an anti-clockwise direction 
when viewed from the tip. In doing so, the alleged cutting surface and the alleged working 
edge of the compaction surface would follow this direction, meaning that they could not 
perform a cutting function. The Claimant’s independent expert erroneously concluded, on 
the basis that the helix of the grooves runs in the opposite direction to that of the patent at 
issue – that is, in a mirror-inverted manner – that the cutting and compaction directions are 
reversed compared with the patent at issue. However, this is not the case. The contested 
product cuts and compacts in a single operation in the same direction of rotation, namely 
clockwise when viewed from the shank and anticlockwise when viewed from the tip.

212. That this is the case is already apparent from a comparison of the drill bit of the contested 
embodiments with the preferred embodiment shown in Figure 14 of the specification of 
the contested patent. The contested product cuts and compacts in a single operation in the 
same direction of rotation, namely (as indicated in a training video as ‘clockwise’ in the 
direction of the arrow) clockwise when viewed from the shank, and therefore anticlockwise 
when viewed from the tip.

3. Assessment

213. The defendant’s submissions are not sufficient to substantially call into question the 
allegation of infringement, which has been conclusively raised by the Claimant and 
substantiated by the submission of a private expert report (Rule 171(2) of the RoP).

214. Since the claimant has submitted a detailed independent expert report regarding the 
design of the contested embodiments, the defendant’s very general arguments are 
insufficient to substantially dispute an infringement of the patent at issue. Rather, it would 
now have been for the defendant to present arguments in equal detail and, where 
appropriate, also by
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submitting its own independent expert report, to present its case regarding the design of 
the contested embodiments.

215. The defendants have not sufficiently met these requirements, either in their pleadings or in 
response to a corresponding point raised during the oral hearing.

216. In so far as the defendants, on the basis of a comparison of the order of the lips and flanks 
shown in Figures 14, 15 and 15A of the patent at issue with those of the contested 
embodiments, and claim that the contested embodiments cut in a clockwise direction—
contrary to the assumptions of the independent expert commissioned by the claimant—
and not, as the expert assumed, in an anti-clockwise direction, this objection does not 
succeed.

217. It may be the case that the contested embodiments cut and compact in the same cutting 
direction in a single operation, with the areas regarded by the Claimant as cutting 
surfaces—including those identified by the Claimant as working edges—trailing behind. In 
the terminology of the patent at issue, however, this is the direction of compaction. The 
fact that a cutting operation (possibly) also takes place in this direction is not precluded by 
patent claim 1, provided that the rake angle formed by the compaction surface is 
consistently negative along the entire length of the compaction surface (feature 4.2.). Nor 
do the defendants claim that this would not be the case for the contested embodiments, 
based on the understanding explained in detail above.

218. If the contested embodiments are rotated in the other direction (‘cutting direction’), the 
area regarded by the Claimant as the cutting surface and working edge leads the way. The 
suitability of the area identified by the Claimant as the cutting surface for cutting bone 
material when rotated in the cutting direction was expressly confirmed by the independent 
expert commissioned by the Claimant (see Annex WKS T 7, pp. 8–10). The independent 
expert’s report states at the top of p. 10:

“Specifically, the radially prominent working edge (172) of the HaeNaem burs performed the 
cutting of the bone, as evidenced by the accumulation of representative bone particles at the 
osteotomy surface following rotation in the cutting direction (anti-clockwise).”

219. Translated into German:

“In particular, the radially protruding working edge (172) of the HaeNaem burs resulted in 
the cutting of the bone. This is evidenced by the accumulation of typical bone particles on the 
osteotomy surface following rotation in the cutting direction (anti-clockwise).”

220. The defendants have been unable to refute these findings by the independent expert.

221. In particular, it is not sufficient to point out that the contested embodiments are, when 
used as intended, rotated exclusively in the direction in which the areas identified by the 
Claimant as cutting surfaces follow. For a direct infringement of a product claim, the 
decisive factor is whether the contested embodiments, by virtue of their nature and 
suitability for use, are objectively capable of fulfilling the features of the patent claim. Nor 
do the defendants claim that the contested embodiments, due to their technical design 
and despite the configuration of their tip – which the defendants have
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the design of their tip, which was at the centre of their considerations, are objectively 
unsuitable for being rotated in the direction identified by the Claimant as the cutting 
direction. The fact that such a rotational movement is also possible with the contested 
embodiments, even if not primarily intended, is confirmed by the brochure submitted as 
Annex WKS 3a, which states on page 15, amongst other things:

“It must rotate clockwise. If they use our drill in a counter-clockwise direction, it will have a 
high cutting performance. This is very dangerous, and you need to be careful.”

222. Translation into German:

“The rotation must be clockwise. If our drill bits are operated anti-clockwise, they achieve a 
high cutting performance. This is very dangerous, and you must be careful.”

223. In other words, clockwise rotation is strongly recommended. At the same time, however, it 
is acknowledged that – as the claimant has argued – the drill bits exhibit high cutting 
performance when rotated in the opposite direction, which is why caution is advised when 
operating them in this direction.

224. Insofar as the defendants further criticised during the oral hearing that the claimant’s 
private expert had not established that the areas identified by the claimant as cutting 
surfaces actually cut, this argument is also insufficient to substantially dispute the 
allegation of infringement raised by the claimant. Since the claimant has not only 
demonstrated a cutting process but has also identified the components which, in her view, 
are responsible for it, it would have been incumbent on the defendants, in accordance with 
their duty of truthfulness, to explain which components – if not those identified by the 
claimant – they believe cause the cutting process in the direction of cut. However, they 
have failed to do so.

II. Acts of infringement

225. The defendants are liable as infringers within the meaning of Article 25(a) of the UPC 
Agreement for the offering for sale and distribution of the contested embodiments in the 
relevant contracting member states.

1. First Defendant

226. Even though the manufacture of the contested embodiments by Defendant 1 takes place in 
the Republic of Korea and thus outside the Contracting Member States, the claimant has 
submitted, as Annex WKS 3b, an invoice issued by Defendant 1 in which the latter charges 
Mr  for several copies of the contested embodiments. In so far as the 
defendants dispute not only that Mr Wachtel, in the course of his business activities, 
offered kits originating from Defendant 1 in connection with the goods he imported, but 
also that he (a) was served with a cease-and-desist letter following a successful test 
purchase, (b) signed a declaration of undertaking to desist, and (c) named the first 
defendant as the source of supply, this denial is without merit in the light of the invoice 
submitted. The defendants have not disputed the
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227. The first defendant has therefore, in any event, supplied the contested products to 
Germany and thus to one of the relevant contracting member states, and has thereby, in 
any event, imported them there within the meaning of Article 25(a) of the UPC Agreement 
and placed them on the market there. This justifies the legal consequences sought by the 
Claimant, without it being necessary to distinguish between the individual types of use 
(UPC_CFI_316/2024 (LD Düsseldorf), judgment of 10 December 2025 – M-A-S v Altech; 
UPC_CFI_758/2024, judgment of
10 June 2026, paras. 310–312 – Hologic v Siemens). The question, which remains under 
discussion between the parties, as to whether the product brochure submitted by the 
Claimant as Annex WKS 3a – which is undisputedly available online – meets the 
requirements for an offer under patent law within the relevant contracting member states 
therefore does not require a definitive answer.

2. Second Defendant (Israel):

228. As the claimant argued in its reply in the infringement proceedings (para. 14), Dental 
Implant Systems GmbH, as part of the settlement reached after the action was brought, 

informed the claimant that it had, for its part, obtained the infringing products it 
distributed from the second defendant, who had dispatched them to Germany. The 

claimant has submitted a corresponding invoice and delivery note
submitted a corresponding invoice and delivery note to the file as Annex WKS 6.

229. This was not disputed by the defendants. The second defendant therefore also imported 
the contested product variant into the Federal Republic of Germany and placed it on the 
market there. It is therefore also liable as an infringer within the meaning of Article 25(a) of 
the UPC Agreement.

G. Legal consequences

230. With regard to the legal consequences, the following applies:

I. Injunction

231. Taking into account the circumstances of the case, the claimant is entitled to an injunction 
prohibiting the continuation of the infringement pursuant to Article 25(a) of the UPC 
Agreement in conjunction with Article 63(1) of the UPC Agreement.

II. Declaration of patent infringement and liability for damages on the merits

232. The declaration of patent infringement is based on Article 64(2) of the UPC Agreement (see 
UPC_CFI_758/2024 (LD), judgment of 10 June 2026, para. 313 – Hologic v Siemens).

233. A finding on the merits regarding the obligation to pay damages is possible on the basis of 
Article 68(1) of the UPC Agreement. The conditions of Article 68(1) of the UPC Agreement 
are met. In any event, the defendants must have known that their actions infringed the 
patent at issue.

III. Provision of information and accounting
234. Furthermore, the claimant has a right to information from the defendants pursuant to 

Article 25(a) of the UPC Agreement in conjunction with Article 67 of the UPC Agreement. 
With regard to the manner in which the information is sought, there are
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no objections.

235. Moreover, pursuant to Article 68(3)(a), (b) of the UPC Agreement in conjunction with Rule 
191.1, alternative 2, of the RoP, to request such information as it reasonably requires for 
the purposes of pursuing its legal claims and which also enables it to verify the accuracy of 
the information provided and to obtain evidence for its calculation of damages 
(UPC_CFI_7/2023 (LD), decision of 3 July 2024, p. 29 – Kaldewei
v. Bette; UPC_CFI_16/2024 (LD Düsseldorf), judgment of 14 January 2025, p. 36 – Orto-vox
v. Mammut; UPC_CFI_11/2024 (LD Düsseldorf), judgment of 8 May 2025, para. 164 –
Grundfos v Hefei Xinhu; UPC_CFI_210/2023 (LD Mannheim), judgment of 22 November 
2024, para. 179 – Panasonic v OPPO; UPC_CFI_733/2024 (LD Düsseldorf), judgment of 16 
March 2026, para. 228 et seq. – Trumpf v. IPG Laser).

236. In addition, the claimant also has the option, under Article 67(1) of the UPC Agreement, to 
request the submission of supporting documents in relation to the information provided. 
This also includes the evidence requested by the claimant. For, apart from the interest in 
the information itself, which the patent proprietor receives under Article 67(1) of the UPC 
Agreement, the patent proprietor’s interest in being able to verify the accuracy of this 
information, at least on a random basis, is also worthy of recognition (UPC_CFI_7/2023 (LD 
Düsseldorf), decision of 3 July 2024, p. 29 – Kaldewei v. Bette; UPC_CFI_16/2024 
(Düsseldorf LD), judgment of 14 January 2025, p. 36 – Ortovox v Mammut; 
UPC_CFI_210/2023 (Mannheim LD), judgment of 22 November 2024, para. 179 – Panasonic 
v OPPO; UPC_CFI_733/2024 (LD Düsseldorf), judgment of 16 March 2026, para. 228 et seq. 
– Trumpf v. IPG Laser).

IV. Recall

237. The order requiring the defendants to recall the directly infringing products from the 
distribution channels is justified under Article 25(a) of the UPC Agreement in conjunction 
with Article 64(2)(b) and (4) of the UPC Agreement. The Claimant’s formulation of the 
application in this regard is also not open to criticism from the perspective of specificity.

V. Threat of coercive measures

238. Nor are there any objections to the requested threat of a penalty payment in connection 
with the injunction (Article 63(2) of the UPC Agreement). This also applies when taking into 
account considerations of proportionality. The threat of a penalty payment in respect of 
the measures relating to the provision of information and the recall of products is based on 
Article 82(1) and (4) of the UPC Agreement, paragraph 354.3 of the RoP.

239. The threatened penalty payment of up to EUR 10,000 per product and/or, in the case of 
ongoing acts such as online offers, of up to EUR 30,000, gives the Chamber the necessary 
flexibility to take into account, in the event of an infringement, the specific circumstances 
of the individual case—including the conduct of the infringer—and, on that basis, to set an 
appropriate penalty payment in accordance with Article 82(4), second sentence, of the UPC 
Agreement in conjunction with Rule 354.4 of the RoP – to set an appropriate penalty 
payment. Consequently, the imposition of a fixed sum also appears inappropriate, and the 
chosen range – including the maximum amount – does not give rise to any concerns 
regarding its specificity.

240. As requested by the Claimant, the time limit running from the date of service was already  to 
be included in the decision with regard to the order for disclosure and the recall (UPC_CoA_534/2024, 
decision of 3 October 2025, headnote 7 and para. 240 – Belkin v.
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Philips; UPC_CFI_316/2024 (LD Düsseldorf), decision of 10 December 2025, para. 296 – M-
A-S. v. Altech). The defendants raised no objections to the three-week time limit included 
by the Claimant in its applications, and the court therefore saw no reason to depart from it.

H. Decision on costs

241. Pursuant to Article 69(2) of the UPC Agreement in conjunction with Rule 118.5 of the RoP, a 
decision on costs must be made.

242. As the Claimant has been wholly successful in respect of both the claim and the 
counterclaim, the defendants shall bear the costs of both proceedings.

I. Security

243. Pursuant to Article 82(2) of the UPC Agreement, paragraph 118.8, second sentence, and 
paragraph 352.1 of the RoP, the court may make any order or measure subject to the 
provision of security, the amount of which it is to determine. However, the defendants 
have not put forward any circumstances that might give rise to such a requirement.

J. Reimbursement ceiling

244. The setting of the upper limit for reimbursable representatives’ costs is based on the 
decision of the Administrative Committee on the upper limits for reimbursable costs dated
24 April 2023 (D - AC/10/24042023_D) in conjunction with the Administrative Committee’s 
decision of 24 April 2023 on the guidelines for determining court fees and the upper limit 
for the winning party’s recoverable costs (D-AC/09/24042023_D). Based on a value in 
dispute of EUR 500,000 each for the claim and the counterclaim, and thus a total value in 
dispute of EUR 1,000,000, the reimbursement ceiling amounts to EUR 112,000.

245. At the oral hearing, the parties agreed that the recoverable costs for both the infringement 
action and the counterclaim for annulment would be mutually recognised, subject to the 
order for costs pursuant to Rule 118.5 of the RoP, up to the ceilings set out in the decision 
of the Administrative Committee of 24 April 2023. This means that the parties waive their 
right to challenge the recoverability of individual cost items up to this amount.
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DECISION:

I. The defendants are ordered to

1. to refrain from

rotary osteotomes for dental applications, comprising: a shaft forming a
longitudinal axis of rotation; a body extending from said shank, said body
comprising: an apical end remote from said shank, a plurality of helically
wound grooves ordered around said body, each said groove having a
cutting surface on one side defining a rake angle, and a compaction face
on the other side defining a heel angle, said grooves having an axial
length and a radial depth, wherein a stop section of said body is situated
between said grooves and said shank, wherein a web is formed between
each adjacentpair of grooves, each said web having a working edge along
said cutting surface of one adjacent said groove, said working edge
spiralling around said body; wherein each said groove has a continuously
negative rake angle along the entire length of the cutting surface and a
continuously negative rake angle along the entire length of said
compaction surface

within the territory of the Member States of the Convention, the Unified
Patent Court: Germany, Austria, Denmark, Italy, Belgium,
Finland, France, the Netherlands and Sweden

to offer, place on the market, use, or import or possess for the said
purposes;

(independent claim 1 of the patent in suit)

2. to provide the Claimant, within a period of three weeks from the
notification within the meaning of Rule 118.8 of the RoP, with
information as to the extent to which the defendants have committed the
acts referred to in paragraph I.1 above since 1 August 2020,

specifying

a) the origin and distribution channels of the devices referred to in
paragraph I.1, and

(i) the names and addresses of the manufacturers, producers,
distributors, suppliers and other previous owners, and

(ii) the names and addresses of the commercial customers and 
the points of sale for which the devices were intended;
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b) the quantities delivered, received or ordered, and the prices paid
for the devices in question,

c) the identity of all persons involved in the distribution of the devices
referred to in section I.1,

whereby, as evidence of the information provided, copies of the
relevant purchase documents (namely invoices, or alternatively
delivery notes) must be submitted, with details requiring
confidentiality being redacted from the data subject to disclosure,
and whereby the information, together with the purchase
documents, must in any event also be provided in a computer-
readable, electronic format;

3. to provide the Claimant, within a period of three weeks from the
notification within the meaning of Rule 118.8 of the RoP, with a
statement setting out the extent to which the defendants have carried
out the acts referred to in paragraph I.1 above since 1 August 2020,
specifying,

a) the individual deliveries, broken down by delivery quantities, dates,
prices and model designations, as well as the names and addresses
of the customers,

b) the individual quotations, broken down by quotation quantities,
- times, - prices and model designations, as well as the names and
addresses of the recipients of the quotations,

c) the advertising carried out, broken down by advertising medium,
circulation figures, distribution period and distribution area, and, in
the case of online advertising, the website addresses, display
periods and visitor numbers,

d) the production costs, broken down by individual cost factors, and
the profit generated,

whereby the statement containing the accounting data must be provided 
at least in an electronic format suitable for computerised analysis, and the 
Defendants retain the option, at their discretion, to disclose the names 
and addresses of non-commercial customers and recipients of offers, 
instead of to the Claimant, to a chartered accountant designated by the 
Claimant, who is bound by a duty of confidentiality and is resident in a 
Member State party to the UPC Agreement, provided that the Defendants 
bear the costs thereof and authorise and oblige him to inform the 
claimant, upon specific enquiry, whether a particular supply or a 
particular customer or recipient of an offer is included in the list;

4. within a period of three weeks of the notification within the meaning of
Rule 118.8 of the RoP, to disclose to the claimant, in respect of the
products referred to in point I.1 above which have been placed on the
market in the aforementioned Member States since 1 July 2020 in the
aforementioned Member States, to commercial customers, referring to
the
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judicially established patent-infringing nature of the products, and with a 
binding undertaking to bear any fees as well as necessary packaging and 
transport costs, and customs and storage costs associated with the 
return, and to take the products back.

II. It is hereby held

1. that the defendants have infringed the patent at issue in respect of the
products referred to in paragraph I.1 above;

2. that the defendants are liable to compensate the Claimant for all
damages incurred and to be incurred as a result of the acts referred to in
paragraph I.1 committed since 1 August 2020.

III. The defendants are ordered

1. in the event of any breach of the injunction under paragraph I.1, once the
order becomes enforceable, to pay, for each instance of breach, a (where
applicable, repeated) penalty payment of up to EUR 10,000 per product
and/or, in the case of ongoing acts, such as offers on the internet, of up to
EUR 30,000;

2. in the event of failure to comply with the orders set out in clauses I.2., I.3.
or
I.4., a penalty payment of up to EUR 10,000, but not less than EUR 1,000, is
payable for each instance of delay.

IV. The counterclaim for annulment is dismissed.

V. The defendants shall bear the costs of the claim and the counterclaim for 
annulment.

VI. The value in dispute for both the claim and the counterclaim for annulment is
set at EUR 500,000 in each case.

VII. The upper limit on recoverable legal representation costs for the claim and the
counterclaim for annulment is set at a total of EUR 112,000.

VIII. The orders set out in paragraphs I.1, I.2, I.3 and I.4 shall only be enforceable
once the Claimant has notified the court of which part of the orders it intends
to enforce and, where necessary, has submitted a certified translation of the
orders into the official language of the Member State in which enforcement is
to take place, and once the defendant has been served with the notification
and the (relevant) certified translation.
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Düsseldorf, 25 August 2026 
NAMES AND SIGNATURES

Presiding Judge Thomas
Thomas Ronny
24 August 2026 09:44:21 +0200

Legally qualified judge Dr Schumacher Schumacher Jule 
Kathrin 11 August 2026 
08:08:29 +0200

For technical reasons, on behalf of the legally 
qualified judge Agergaard Thomas Ronny

24 August 2026 09:48:36 +0200

Technically qualified judge Dr Daniel

Digital

CHRISTIA signed by
CHRISTIAN DANIEL

N DANIEL Date: 10 August 2026
20:38:04 +02'00'

On behalf of the Deputy-Registrar 10:20:00 +0200

INFORMATION ON APPEALS:

Any party whose claims have been rejected in whole or in part may lodge an appeal against this 
decision with the Court of Appeal within two months of the decision being served (Art. 73(1) UPC 
Agreement, R. 220.1(a), 224.1(a) RoP).

Information on enforcement (Article 82 UPC Agreement, Article 37(2) EPGS, Rules 118.8, 158.2, 
354, 355.4 of the RoP):

A certified copy of the enforceable decision shall be issued by the Deputy-Registrar on 
application by the enforcing party, Rule 69 of the Rules of Procedure.
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Thomas Ronny
25 August 2026 09:01:34 +0200

This decision was pronounced in open court on 25 August 2026.

Presiding Judge Thomas
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